Volume II of in (Pages A-1383 through A-16816) 
04-1323,-1487 



United States Court of Appeals 

For the Federal Circuit 

ARTHROCARE CORPORATION, 

Plaintiff/Counterclaim Defendant- 
Appellee, 

and 



ETHICON, INC., 

Counterclaim Defendant-Appellee, 



APPEAL FROM THE UNITED STATES DISTRICT COURT 
FOR THE DISTRICT OF DELAWARE IN 01 -CV-504, 
CHIEF JUDGE SUE L. ROBINSON 



NON-CONFIDENTIAL JOINT APPENDIX 



SMITH & NEPHEW, INC 



Defendant/Counterclaimant- 
Appellant. 



MARKJ.HEBERT 
THOMAS M. JOHNSTON 
FISH & RICHARDSON P.C. 
225 Franklin Street 
Boston, MA 02110-2804 
(617) 542-5070 



Washington, DC 20005 
(202) 783-5070 



RUFFINB.CORDELL 
LAUREN A. DEGN AN 
TINA M. CHAPPELL 



FISH & RICHARDSON P.C. 
1425 K Street N.W., 1 Ith Floor 



Attorneys for Defendant/Counterclaimant-Appellant 



December 21, 2004 



BEST AVAILABLE COPY 



TABLE OF CONTENTS 



Protective Ordbr (March 4, 2002) Al - 15 

Memorandum Order (April 9, 2003) A16 - 20 

Judgment (June 20, 2003) A21 - 22 

Memorandum Opinion (March 10, 2004) A23 - 31 

Order (March 10, 2004) 32 

Memorandum Opinion (March 10, 2004) A33 - 123 

Order (March 10, 2004) A124 - 125 

Order (April 8, 2004) 126 . 

Revised Order (April 27, 2004) A 1 27 - 1 28 

Memorandum Opinion (April 27, 2004) A129 - 144 

Order (April 27, 2004) 145 

Revised Order (April 28, 2004) 146 

Order (June 9, 2004) ; A 1 47 - 1 54 ' 

Amended Order (June 24, 2004) A 155 - 163 

Docket Sheet A247 - 280 

Complaint (July 25, 2001) : A281 - 286 

Smith & Nephew's Amended Answer to Con:q)laint 

and Counterclaim A302 - 313 

Jury Charge A3 14 -368 



1 



Jury Verdict (May 12, 2003) A369 - 378 

U.S. Patent No: 5,697,536 (Two Copies) A379 - 400.26 

U.S. Patent No. 5,697,882. A401 - 433 

U.S. Patent No. 6,224,592 (Two Copies) A434 - 466.33 

Letter to Judge Robinson from J. Blumenfeld, with attachments 

(May 28, 2002) [Filed Under Seal] A1207 - 1228 

Smith & Nephew's Second Motion for Leave to File 
Amended Answer and Counterclaim Answer Brief 

(July 31, 2002) [Filed Under Seal] A1325 - 1354 

Smith and Nephew's Opening Brief in Support of Motion for 
Leave to File Amended Answer and Counterclaim. 

(July 3 1 , 2002) [Filed Under Seal] Al 355 - 1 382 , 

Declaration of Keith A. Walter, Jr. in support of Smith 

& Nephew's Second Motion for Leave to Amend Answer and 

Counterclaim. (July 31, 2002) [Filed Under Seal] A 1383 - 1593 

ArthroCare's Answering Brief in Opposition to Smith & 

Nephew's Motion for Leave to File Amended Answer and 

Counterclaim (August 1 9, 2002) [Filed Under Seal] A 1 909 - 2094 

Smith & Nephew's Reply Brief in Support of Second Motion 
for Leave to File Amended Answer and Counterclaim 

(August 27, 2002) [Filed Under Seal] A2135 - 2159 

Memorandum Order (November 27, 2002) A3334 - 3336 

Stipulation to Extend Time for Ethicon to Respond to 

the Counterclaim (February 4, 2003) A3533 - 3538 

ArthroCare's Opening Claim Construction Brief (03/05/03) A3565 - 3609 

Smith & Nephew's Opening Claim Construction Brief 

(March 5, 2003) [Filed Under Seal] A4035 - 4078 



2 



ArthroCare's Opening Brief in Support of Motion for Partial 

Summary Judgment (March 5, 2003) [Filed Under Seal] A4127 - 4144 

Smith & Nephew's Opening Brief in Support of Motion for 

Summary Judgment (March 5, 2003) [Filed Under Seal] A5009 - 5050 

Smith & Nephew's Opening Brief in Support of Motion for 

Summary Judgment (March 5, 2003) [Filed Under Seal] A5081 - 5129 

Joint Claim Construction Statement (March 5, 2003) 

[Filed Under Seal] A7539 - 7607 

Smith & Nephew's Responsive Claim Construction Brief 

(March 19, 2003) [Filed Under Seal] ; A8057 - 8094 

Declaration of Eugene B. Joswick (March 18, 2003) 

[Filed Under Seal] A8 147 - 8565 

Smith & Nephew's Reply Brief in Support of Motion for 

Summary Judgment (March 26, 2003) [Filed Under Seal] A12747 - 12771 

ArthroCare's Motion in Limine to Preclude Smith & Nephew 
from Referring to Judge Orrick's December 1 , 1 998 
Interlocutory Decision in the Ethicon Case 

(April 23, 2003) A13249 - 13299 

Transcript of Oral Argument for April 1, 2003 A13589 - 13638 

Memorandum Opinion (April 9, 2003) A14058 - 14072 

Smith & Nephew's Amended Notice of Appeal 

(April 29, 2004) A14094 - 14097 

Proposed Jury Instructions A14853 - 14939 

Smith & Nephew's Motion for Judgment as a Matter 

of Law (May 9, 2003) [Filed Under Seal] A14940 - 14972 

ArthroCare's Revised Supplemental Covenant Not to Sue 

on Certain Claims (May 9, 2003)..... A14980 - 14983 



3 



Jury Trial Transcript (April 30, 2003) 

Volume A A15012- 15055 

Jury Trial Transcript (May 1 , 2003) 

Volume B ; : A15056- 15127 

Jury Trial Transcript (May 2, 2003) 

Volume C ^ A15128- 15198 

Jury Trial Transcript (May 5, 2003) 

Volume D ; A15199- 15287 

Juiy Trial Transcript (May 6, 2003) 

Volume E A15308- 15392 

Jury Trial Transcript (May 7, 2003) 

Volume F A15393 - 15481 

Jury Trial Transcript (May 8, 2003) 

Volume G A15482- 15562 

Jury Trial Transcript (May 9, 2003) 

Volume H , A15563 - 15646 

Jury Trial Transcript (May 12, 2003) 

• A15647- 15669 

ArthroCare Motion for Permanent Injunction 

(May 21, 2003) , A15670- 15678 

ArthroCare Motion to Dismiss Defendant's Antitrust 

Counterclaim (May 28, 2003) A15912-15913 

Smith & Nephew's Answer Brief in Opposition to ArthroCare's 
Motion for Permanent Injunction (June 5, 2003) 

[Filed Under Seal] A16012 - 16057 

Telephone Conference Transcript 

(June9, 2003) A16752- 16759 



# • 

Smith & Nephew's Motion for New Trial 

(July 1, 2003)....: A16765 - 16772 

Smith & Nephew's Opening Brief in Support of Motion 

for New Trial (July 1, 2003) Filed Under Seal A16773 - 16816 

Smith & Nephew's Renewal of Motion for Judgment as a 

Matter of Law (July 1,2003) , A17104- 17107 

Smith <& Nephew's Opening Brief in Support of Motion for 

Judgment as a Matter of Law (July 1, 2003) ....A17108 - 1721 1 

ArthroCare's Answering Brief in Opposition to Motion for 

Judgment as a Matter of Law (July 3 1, 2003) A17901 - 17970 . 

Smith & Nephew's Motion to Stay Injunction 

(March 15,2004) A18165- 18169 

Smith & Nephew's Opening Brief in Support of Motion to 

Stay Injunction (March 15, 2004) [Filed Under Seal] A18170 - 18274 

Smith & Nephew's Motion for Reconsideration of Order 

(March 15, 2004) [Filed Under Seal]. A18275 - 18283 

Smith & Nephew's Motion to Lift Stay 

(April 6, 2004) A18537 - 18544 

U.S. Patent No. 5,697,882 (JTX-2) (Two Copies) :.. A18601 - 18637.37 " 

U.S. Patent No. 4,116,198 (DTX-1 1) (Two Copies) A18671 - 18680.10 

Elsasser and Roos German Article (the Roos Article) 

(DTX-59A) (Two Copies) A18719 - 18724.6 

English Translation of Elsasser and Roos German Article 

(Translation of die Roos Article) (DTX-59B) ..: A18725 - 18734 

Prosecution History of Application No. 08/059,68 1 

(Egger's priority application) (DTX-312) A19097 - 19248 



5 



DTX-3 15 Video (Saphyre) A 19249 

Mistaken Reference to DTX-3 15 (A 19249) A 19250 - 19253 

DTX-3 16 Videos (ElectroBlade) A19254 

Prosecution History of U.S. Patent No. 4,1 16,198 

(the Roos Patent) (DTX-321) A19259 - 19360 

Eggers Record of Invention (DTX-653) A19783 - 19791 

DTX-897 Video (Control RF) : A20067 

Prosecution History of U.S. Patent No. 6,224,592 (Part 1) 

(DTX-300) A20082 - 20535 . 

Prosecution History of U.S. Patent No. 6,224,592 (Part 2) 

(DTX-301) A20536 - 20975 • 

Prosecution History of U.S. Patent No. 5,697,882 

(DTX-306) A21270 - 21665 

First Reexamination History of U.S. Patent No. 5,697,536 

• ^ A21666 - 22235 

PX-105 Videos (ElectroBlade, Saphyre, and Control RF) A22539 

Control RF Design History (PX-107A) A22544 - 22548 ' 

ElectroBlade Instructions For Use (PX-189) A22613 - 22618 

ElectroBlade Clinical Evaluation Summary (PX-191) A22619 - 22638 

ElectroBlade Presentation (PX-199) A22643 - 22676 

Control RF Instructions for Use (PX-205) A22678 - 22683 

ElectroBlade Design History (PX-223A) A22684 - 22702 

Design Drawings (PX-271) ; A22775 - 22782 

6 



Manufacturing Process Instraction Document (PX-310) Pd.H%l - 22802 

"Competitive Selling" ArthroCare Presentation (PX-324) A22803 - 22850 

ElectroBlade Brochure (PX-335) A22851 - 22855 

Marketing Plan 2002 (PX-343) A22856 - 23121 

Saphyre Instructions For Use (PX-38 1) A23 144 - 23 147 

Saphyre Sales Guide (PX-390) A23162 - 23209 

Control RF Sales Guide (PX-593) A23586 - 23657 

U.S. Patent No. 4,706,667 (PX^605) (Two Copies) A23658 - 23665.7 

Smith & Nephew's Notice of Appeal (July 8, 2004) A26339 - 26342 

Letter to Judge Robinson from J. Blumenfeld, Enclosmg 

Copy of 6/3/04 Order A26642 - 26645 

Photographs of Physical Exhibits 

(Saphyre, Control RF, and ElectroBlade) A268 1 9 - 26849 

Snapshots from DTX-315, DTX-316, DTX-897, and 

PX-105(PTX-105) Videos. ...A26858-A26865 

r - 

Photographs of Physical Exhibits 

(ElectroBlade, Saphyre, and Control RF) A26866 - 26889 

Snapshots from PX-105 (PTX-105) and DTX-315 Videos A26890 - 26891 

Second Reexamination Proceedings of U.S. Pat. No. 
5,697,536, USPTO Office Action 90/006,597 

(November 19, 2004) A26892 - 26901 

Shorter Oxford English Dictionary Fifth Edition A26902 - 26909 



7 



American Heritage Dictionary Fourth Edition 



A26910- 26916 



Webster's Third New International Dictionary A26922 - 26927 



CONFIDENTIAL MATERIAL OMITTED FROM 
THE NON-CONFIDENTIAL JOINT APPENDIX 

The material omitted from the Non-Confidential Joint Appendix relates to 
confidential agreements executed by ArthroCare Corporation, documents filed 
under seal with the district court, and Smith & Nephew, Inc/s covmterclaim, the 
dissemination of which the district court has restricted. 



8 



CONFIDENTIAL INFORMATION liP 
BEEN REMOVED FROM THIS PAGE 



A 1383 



ENTIAL WFORMATKm HAS 
REMOVED FROM THIS PAGE 



A 1388 



CCWTOENTIAL INFORMATION 
BEEN REMOVED FROM THIS PAGE 



HA^ 



2 

A 1389 



These pages have been removed from the 
non-confidential appendix due to confidential 

designations 



A 1469 - 1528 



CONFIDElSmAL INFORMATTON 
BEEN REMOVED PROM THIS PAGE 



A 1577 



IN THE UtniED STATES DISTRICT COURT 
FOR THE DISTRICT OF DELAWARE 



ARTHROCARE CORPORATION, 
Platndfi^ 

V. 

SKUTH & NEPHEW, INC^ 
Defendam. 



PLAINTIFF ARTHROCARE'S ANSWERING BRIEF IN OPPOSITION TO 
DEFENDANT SMITH & NEPHEWS SECOND MOTION FOR LEAVE TO AMEND" 

ANS\VER AND COUNTERCLAIM 



MORRIS, NICHOLS, ARSHT & TUNNELL 

Jack B. Blumenfeld (#1014) 

Karen Jacobs Loudm (#28S1) 

1201 NoiA Maiket Street 

P.O. Box 1347 

Wilmingtoo.DE 19899 

T«kphone: (302)658.9200 

Attorneys for Plaintiff AithroC^ Corpoiatioa 



OfCounsd: 

Matthew D. Powers 

JaredBobrow 

PenyClaik 

WEIL, GOTSHAL & MANGES LLP 
Silicon Valley Office 
201 Redwood Shores Parkway 
Redwood Sbmes, CA 94065-1 175 
(650) 802-3000 

Aug:ust 16, 2002 



Civil Action No. 01-504 SLR 

CONnDENTTAL - HLED UNDER 
SEAL 



A 1909 



These pages have been removed from the 
non-confidential appendix due to confidential 

designations 



A 2012 - 2022 



/?5 



IN TOE UNITED STATES DISTRICT COURT 
FOR THE DISTTUCT OF DELAWARE 



ARIHROCAKB CORPORATION. 

V. 

SMITH & NEPHEW. INC 
Defendant 



CA.No.01-5(M-SLR 

CONFIDENTIAL INFORMATION 
SUBJECT TO PROIZCnVE ORDER 

FILED UNDER SEAL 



DEFENDANT SMITH & NEPHEWS REPT V Rimrw 
m SUPPORT OF ITS SECOND ZiioNfoRllA^'TO 
AMEND ANSW ER AND rof miTTPf^ aiil> 

Da.c*A„8ust2..20a2 Sl^'S^^Si^ 

FISH & RICHARDSON ?.a 
919 N. Marioet Street Suite 1100 
P.O« Box 1114 

Wammgton^DE 19899-1114 ^ oj;^ 

Tdqrfxme: (302)652-5070 !^ 
Facsimle: (302) 652-0607 

MaricJ.Hcfccrt S? q;Hp 

225 Franklin Street ^ ^=:Vl 

Boston, MA 02110-2804 

Tefcpkoiic: (617) 542-5070 -T =io 

RK»nnilc:(617)542-S«)6 c-> g!,^ 

Kiirtis D. MacFcnni 
500 Aigoeno Street, Suite 500 
Redwood City, C^Ufomm 94063 
Telcphcme: (650) 839-5070 

I^csimflc: (650) 839-5071 ^ 

Attorneys tor Defoidant 
SMHH & NEPHEW, INC, 



I 



A 2135 



These pages have been removed from the 
non>confidential appendix due to confidential 

designations 



A 2143 - 2149 



Ill THE UNITED STATES DISTRICT COURT 
FOR THE DISTRICT OF DELANARB 



ARTHROCARE CORPORATION, 
Plaintiff, 

^- ) C.A. Mo. 01-504*SLR 

SMITH & HEPHEH, INC« , 

Defendant* 

MEMORANDUM ORDER 

At Wilmington this 27th day of November, 2002, having 
reviewed the papers submitted by the parties in connection with 
various motions filed by defendant; 

IT IS ORDERED that defendant's motion to stay pending 
reexamination (D.I. 187) is denied, for the reasons that follov: 

1. The United States Court of Appeals for the Federal 
Circuit recognizes that "[clourts have inherent power to manage 
their dockets and stay proceedings . . • , including the authority 
to order a stay pending conclusion of a PTO reexamination." 
Ethicon, Inc, v. OM±aa. 849 F.2d 1422, 1426-27 (Fed. Cir. 1988) 
(citations omitted) • Courts clearly have the authority to order 
their cases to trie^.. 

2. The Federal Circuit also has recognised that patent 
litigation in a district court and reexamination proceedings 
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before the PTO dp not implicate a "precise duplication of effort" 
because "litigation and reexamination are distinct proceedings, 
with distinct parties, purposes, procedures, and outcomes." 1^ 
at 1427. 

3. Given the court's view that its primary purpose is 
to manage litigation in an expeditious manner in order to create 
an appropriate record (through motion practice or trial) for 
review by the Federal Circuit, the court generally will not stay 
its cases pending reexamination proceedings absent extraordinary 
circumstances. In this case, where only one of the three patents 
is undergoing reexamination, where the patents at issue relate to 
an evolviTig and highly competitive market, and where the 
reexamination proceedings to date have not been conducted with 
what the court would consider "special dispatch"., the court 
declines to find this an exceptional case warranting a stay. The 
court understands that, prior to trial, the PTO may issue rulings 
that will need to be considered, thus causing some inefficiencies 
in the pretrial and trial process. Nevertheless, the court 
concludes that such inefficiencies are an inherent byproduct of 
concurrent litigation and reexamination and, therefore, do not 
constitute exceptional circumstances justifying a stay of the 
litigation at bar. 

2 
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IT IS FURTHER ORDERED that defendant's motion to 
bifurcate willfulness and damages and to stay discovery (D.I. 
107) is granted. Discovery on the issues of willfulness and 
damages will be stayed until after the verdict on infringement 
and invalidity has been returned; these isstxes will be tried ^o a 
new jury. 

IT IS FURTHER ORDERED that defendant's claim of 
privilege pertaining to redactions in certain documents (D^I, 
190) is denied. The court finds that the information redacted is 
equivalent to the information required to be included in a 
privilege log, and thus not privileged information. 

^ IT IS FURTHER ORDERED that defendant's seccmd motion 
for leave to amend answer and counterclaim (D.I. Ill) is granted. 
However, discovery and trial of defeiulant's newly added 
counterclaim for antitrust violations are stayed consistent with 
the above ruling on the issues of damages and willfulness. 

IT IS FURTHER ORDERED that defendant's motion for 
reargument is denied, as is its motion to strike.. (D.I. 160, 
172) 

United Stat^ District Judge 

3 - - 
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IN THE UNITED STATES DISTRICT COURT 
FOR THE DISTRICT OF DELAWARE 



ARTHROCARE CORPORATION, 
Plaintifi^ 

V. 

SMITH & NEPHEW, INC., 

Defendant 



SMITH & NEPHEW, INC., 

Counteicialmant, 



ARTHROCARE CORPORATION, 
andETHICOKINC 

Counterdefendants. 



CA.No.Ol-504-SLR 



STIPULATED ORDER 



WHEREAS, by order dated November 27, 2002 <D J. 206), the Court stayed discovery 
.and trial of defendant's newly added antitrust countercI»m in the above action; now thercfbiCt 

rr IS HEREBY STIPULATED AND AGREED, subject to the approval and Ofder of the 
Court, that the deadline by which counterdefendaot Ethicon, Inc. ("lEthicon"^ must reply, move^ 
or otherwise respond to defendant's counterclaim is extended until 30 days after Etbicon*s 
counsel receives notice, from defendant Smidi & Nephew's counsel that there has been a verdict 
in the patent trial. ' ' 
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FISH & RICHARDSON P.C. 




William /. Marsden,\r: (I.D. S:647)\ 

Keith A. WaUSjirjlD. MISTT ^ 

919 R Market Street, Suite 1 100 
P.O.Box 1114 
Wilmington, DB 19899-1114 
302-652-5070 

Attorneys for Smith <t Nephew. Inc. 



ASHBY&GEDDES 

StevenJ.B^(ID.«2U4) 

John G. Day (I D. #2403) 

222 Delaware Avenue, 17* Floor 

P.O. Box USD 

wamlngton,DE 19899 

302-654-1888 

Attorneys for Ethicon. Inc. 



SO ORDERED tfiis day of i ^*XK»a J<*^ , 2003. 

Chief Judge ^ 
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Attorneys for Plaintiff AithroCare 

Ctaptnatioii 



Match 4, 2003 
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11 

patent should not be read into the broad language of a clatiiL See Electro MeJL Sjys^ SjL k 
Cooper life Sciences, /»c, 34 F3d 1048, 1054 (Fed. Cir. 1994) CtPJarticnlar embodtments 
appearing m a specification will not be read into the clainos when the claim language is broader 
than sudi einbodiments**^* 



D« Connector 



Disputed Phrase 


ArtliroCere Dcfmilion 


Smilli & Nephew Definition 


"connector** 
(•536:0.45) 


Anythmg that electrically 
couples the electrode 
tenninal to the high 
frequency power supply. 


A structure wfaidi* may be 
removably jomed or linked 
together with a cooperating 
structure (Lc, a matins connector}. 



The onfinary meaning of the disputed claim tenn **comiector^ is '^anytfabg 



saving as a link between two sqiarate objects or units.** Dorland^s Illustratcd Medical 
Dictionary at 370 (28th ed. 1994) (Ex. S). There is nothing in any of the specifications of die 
pateiits*in-suit that compels, or evoi suggests^ that the Court should dq>art from the heavy 
presumption that a term should be gjven its ordinary meaniag. See Johnsm Worldwide Assoa^ 
Inc. V. Zebco Carp.^ 175 F3d 985, 989 ^ed. CSr. 1999) CtA] court must presume that the teims 
m the daim mean what they say, and, unless otherwise compeUe^ give frill ei^^ 
and accustomed meaning of claim tcmis.* There is a *^heavy presumption in favor of the 
ordinary meaning of claim language.-..*^ (emphasis added); York Prods^ Inc. v. CenL nadar 
Farm & Famify Or., 99 F3d 1568, 1572 (Fed Or. 199fi) C^ifliout an express intent to hnpait 
a novel meaning to clafan terms, an mvent(Mr*s claim terms take on thdr ordinary meaning.*^ 

The term **connector^ appears in Qaim 45 of the *536 Patent (Ex. IX which reads 
**a connector near the proximal end of the shaft electrically coupHng tfie electrode terminal to the 
electrosurgical power supidy.** ArthroCare*s construction ^ ^'anything flial electrically eouides 
the dectrode terminal to the faigib frequency power suppi/* is derived from the tenn's ordinary 
meaning and its stated purpose in the claim in which it i^ears. 
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22 

Many different fluids are used in electrosurgica] procedures. Some of these 
fluids^ such as distilled water, glycine, and soibitol, are broadly regarded by those having skill in 
the art as being electrically non-conducting fluids. See UJS. Patent Nos. 4^43,290 (Ex. 12) coL 
13:47-49 ("The prefenred electrically non^onductive fluid m the method of perforoiing an 
arthroscopic subcutaneous lateral release is sterile distitled water J^; 4^24,882 (JSx. 13) coL4:45- 
48 ('This is done with retroperfusion of non-conducting, isotonic sohition such as sorbitol'' 
manmtol solution from the proximal end of the vein grail gently distending the valves closed.*^; 
5,122,138 (Ex* 14) coL 1:31-36 (TTo solve this problem, Rexro& invented a system 
sdiematically illustrated in HG. 1 (Prior Art) wUdi injects a flow of non-conduaive fluid (EG* 
distilled water) out the end of a flexible tube to thereby sunround the tip of the RF. electrode with 
the electically nox^conductive fluid"). Smith & Nq>hew, in its Gontiol RF IFU, calls sterile 
water and glycine 'hion-conductive'' fltuds. See OEx. 6D) (Dyonics Scries 7000 RF Artfiroscopic 
Probe Instructions for Use) at 2] 

Thus, a propor construction of the phrase **clectrically conducting fluid** should 
exclude those fluids regarded by those of ordinauy skill as nonconducting* such as distilled 
water. Yet» under Smith & Nq>hew*s proposed construction, distilled water would qualify as m 
electrically conducting fluid* This is because even non-conducting fluids such as distilled water 
**alIow the passage of electrical current'* and conduct some electricity. See (Ex. IS) [Liquid Level 
Control Systems; Senritivity Data, Water*Dtstilled - 2 microMhos/cm (0.002 mS/cm) af 
http://www.gemssensors.coni/PDF/Catalog^rar_sensitive4>d^ 0^ visited Mardi I, 2003)]. 
Thus, Smidi & Nepbew^s proposed construction would render the phrase ^electrically 
conducting flind*^ meaningless. 

Because Smith & Nq>hew*s pressed construction of ^^electrically conducting 
fluid** covers fluids wtnch are regarded by those having skill in the art as electrically non- 
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Support for Smith & Nephew's 
Proposed Claim Coustruction 
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-In bipolar electrosurgical systems, both 
the active and return electrodes are 
typically exposed so that they may both 
contact tissue.** '592 patent at col. I , 
line 64 to col. 2. line 3, Marsdcn Ex. 1 , 
Tab 3. 

•The provision of the electrically 
fasulating jacket 18 per return electrode 
56 prevents direct electrical contact 
between renim electrode 56 and any 
adjacent body structure..,** '592 patent 
at col. 17, lines 47-50, Marsden Ex. I, 
Tab 3, 


"the return electrode is spaced from the 
active electrode and enclosed within an 
insulating sheath. This minimizes 
exposure of the return electrode to 
surrounding tissue and minimizes 
possible shorting of the cunent between 
the active and return electrodes;* '592 
patent, col. 4, lines 25, Marsden Ex. 1 , 
Tab 3. 


Smith & 
Nephew's Final 
Construction/ 

Position 


Thetcnns 
♦•return electrode;* 
••electrode 
tenninar and 
••electrically 
conductive fluid** 
have the meanings 
set forth above. 

The phrase 
-such that the 
return electrode is 
not in contact with 
the body stnjcture** 
means that this 
claim requires that 
the return electrode 
must be kept away 
from, and not 
allowed (0 touch 
any portion of the 


body structure 
during the surgery. 




Support for ArtbroCare's Proposed 
Construction 


11 ill ^3 5 2 if 




till 

* 2 < 

r § 
< p 


The phrase **retum 
electrode,** when 
contrasted with an 
-active electrode/* 
meaiis an electrode 
which ia designed 


eflectandhaaa 
current densi^ less 
than that of the 
! active electrode. 

The phrase ''not in 
contact with the 
body structure** is 
clear and no further 
construction is 
needed. 




s 

II 


positioning a 
return electrode 
within the 
electrically 
conductive fluid 
such that the 


not in contact wi A 
the body structure 
to generate a 
current flow path 
between the 
electrode terminal 
and the return 
electrode; and 
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IN THE UNITED STATES DISTRICT CX)URT 
FOR THE DISnUCT OF DELAWARE 



ARTHROCARE CORPORATION, 



Plaintifi^ 



V. 



CA.No.01-S04(SLR) 



SMITH & NEPHEW, INC, 

Defendant 



ARTHROCARE'S MOTIOVIN LIMINE TO PRECLUDE 
SNflTH & NEPHEW FROM REFERRING TO JUDGE ORRICK'S 
DECEMBER 1. 1998 INTERLOCUTORY DECISION IN THE ETHICONCASR 



& Nq>hewr, Inc. ("Smidi & Nq)hew^ from refeiring to, or ofTtmng any evidoice concemin^ -. 
Judge Ofrick's December t, 1998 intalociitoiy dec^n in Hxt earlier EAicmt ease. 



Coiporation {"Ethicon"), NCldc Surgical Products, Inc. ("MitdO» and Gynccare, Inc. in the 
United States District Court for the N<»th(an District of California, tstMedArtkroCare Corp. v. *^ 
Ethicon. Inc. (the "Ethiam case").* Shortly dieieafter, AithroCaie moved 6x a pieliminaiy 
injunction against Ethiccai and Mitck. On December 1, 1998, Judge V^ara H. Onick issued a 
Memorandum Decision denying ArUiroCare's motion (die *Ethic(m Decision," QBx. A). The - 



In the Ethicon case, AithioCare asserted U.S. Patent Nos. 5,697,536 ("flje '536 patent") 
5,697,882 ("the '882 patent"), 5,697,909 ("the '909 patent"), and 5,697,281 ("the -281 
patent"). ArthroCare has asserted two of those patents against Smith & Nqphew in diis 
action - namely the *536 and the '882 patents - as well as an additional patent that issued 
after the £^^con case, U.S. Patent No. 6,224,592 Bl ("the "592 patent"). 



AithroCare Corporation ("ArthroCare") herd>y moves in limine to preclude Smidi 
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On February 13, 199^ AitiiroOue filed an infiinganait action against Edacon 
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HEMORANDTOf DECISION 
AND ORDER 



I. 

ArthroCare contends that Etblcon and MiteX are infrin9in9 
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fcrenccs. But also under the luactiaii, 
way |i8| icsult^you need to consider the 
daim |t9) consmictioo. 
120| The beginning assumption of ours is 
\2\\ correct when you do that. Our 
separate Huid supply doesn't per- 
form the function — perform the |9i 
fluid over the electrodes. 
iMlOn the *882patem,wc only have two 

I II electn>des.\^e don't have four oreven 
three* 

I2| And one point I'd like to make^ei there 
arc two ciror$,rwo alleged errors they f <t 
propose in their certificate of cor* 
rectioa One i5i is to chai^ aoKe 
electrode to electrode 16} terminal. May- 
be I have that badcwatds. 
m The other is to change electrically m 
conducting terminal to electrically con* 
ducting t9i fluid* Even if you were to 
agree with thenu iioi electrically coth 
ductir^ terminal to be nil elccuicitty 
conducting fluid, you would still n^l 
have the other change that they made. 
lUl And unless you agree with them that 
m that change ought to be made three 
electiodes,aiMl iisi we tton*t have three 
elecuodcs. we only have two. |i^ The 
chim^fdalsolilcetopotmoutthatott-* 
itTi well, and then on the *592patent*as 
you saw on |i9i that video,our products, 
when they're used, their 1191 return 
elcctfode touches tissue. 
1201 That*s not rcaBy di^^utcd. And m 
ihat^ true for all three of our products. 
(22t And that takes care of all of the 
asserted claims of the *592 patent, boc* 
ause nn they're all dependent bom 
Chhn 1 to 23. 

lUThe Doctrine of Eqttivalerus pi shoul- 
dn't be read to a level of finding of Di 
infringement that wotikl officiate hh 
eirectively.(fiYou'dbcsaying$omcthing 
that does contaa is m equivalent to 
something that does not concacLisi That 
would officiate that limitttion, 
(71 But there is also no infringement, m 
because there is no infringement by 
Smith & Nephew. We sen dcvkes. We 
don*t treat ttot patients. 
(11) So there's oo conception or no |Ut 
suggestion that we directly infrii^ 
these claims. And there's also r¥> 
evidence of indirect |i4| infringcnoent. 
lisi Fbr Incfircci infringement, you need 
to show that we Induce Infrii^em- 
enc And the im evidence doesn't show 
that 

iiti The instruction for vsc are the ii^ 
Saphyre weren't warned against contaa 
between a not return electrode and 
nontaiget.An important mi distinctioru 
1221 They don't warn against target mi 



tissue, they only warn against nomarget 
tissue. m\ As yott saw in the video, it 
wotild be petposturotis 

Page 150 

HI for Smith & Nephew to warn against 
contaa with (2t return electrodes bec- 
ause it does touch tissue in 0) its use. 
HI And aiso,that video was nota tsirctum 
electro<te.That was a sales training |6i 
video, 

(71 So this is howSmith &Nephew trains 
|ti people on hs devices. Return dec- 
trode,the t9i electrode blade sales mater* 
bl that they poim to iioi is completely 
misrtad. Those weren't against the itit 
edge. 

tt3t If you look at that electrode blade |I3| 
produa that you have, you will sce.a 
return. (i<i electrode that is on the 
outside, it has a bit of m aa edge 
horizontally. But that only warns against 
the edge.Itshouldbe careful with the 
edge U7| because it's sharp, 
I tsi It doesn*t warn against other ways 1 19\ 
that you mJ^tcontaa tissue with return 
(201 electrodes. And the control RF.they 
have oo uu evidence on that. 
1221 And for comributofy infringement, 
131 there's no eotttributoryhifringemem 
if there's |2itsubstantial issues.£ventlu:ir 
sficingthemttp 

in imo a milUon pieces atgumciit for 
how to read 121 does not comact tissue. 
l3iThcre ccnalnly are,youknow,many hi 
methods that are beit^ used where the 
return :5i electrode does cxxxuct tissue. 
Those are substamiaSy non- 
tofHiigement issues, so they m cannot 
prevail on the contributory infringem- 
emisi finding. 

I^THE COURT: All right. Thank you not 
very much. 

{Ill Plaintiff has lOor 15 mittute$.(i2t 111 
give you about 13 minutes to respond. 
m\ MR. BOBROW:Thaiik you. Your ihi 
Honor.rd like to address just a couple of 
chdm itM construction issues, and then 
I'd like to have U6i Karcnjaoobs Louden 
respdtuf on the argument |i7| relating to 
the *882 patent. Claim t, and the tttt 
question aboiu the cerdfrcates of cor* 
region. 

1191 in trytobeasbrief asIcaaJiaoiknow 
that it's late. 

miThefirst Issuel wanted to address fzai 
was electrically conducdng fluid. WeVe 
had some 125) discusskm about that, andl 
wanted to foOow-op a4t on the question 
that ytHi asked me before our &st 

inbreak. 

m And it appeared that Your Honor was 
131 concerned about simply letting the 



phrase hi electrically conductive flukl 
go to the jury in tsi those words. 
1^ Mr, Marsden raised a portion of a m 
specification of the *882 patent, and die 
portk>n m that he high^ghted for you 
says — refers to m cenain ranges of 
conducthdryfiromsoroethif^iace not 0.2 
millislemens to 17, or wotd^ to that 
effect 

111! Having considered the issues atxi nn 
tookingat all of the issucs,la me suggest 
a iisi possible construction for dec* 
trically condtK^fve |t4i fluid that I think 
solves a kH of the problems itsi and a tot 
of the issues that the Coun may have, 
li^l One coostnictfon that I think makes 
1171 sense wouki be for electrically con- 
ducting fluid 118I to be defined as a fhiid 
with a conducthdiy 1 191 simitar to t^ood 
orsafise. 

|2ot I thirde that has a number of utt 
advantages. Advantage number one Is 
tto bkiod 1221 and saline are die flmds 
that Smith Sc Nephew 12^1 referred to in 
the claim constmaion, 
on Number two. blood and saline are 

1 1 1 referred to in the specification of all of 
the pi patents, an three as Iking elec- 
tricaUy 01 conductive* 
Hi And third, what Mc Marsden pointed 
151 out to you with the ranges of con- 
dttctlvity.that itfi isonly in the ^882 patent 
atKl the *592 patent, 
m That range information doesn't m 
appear hi the '536 patent, but blood and 
saline |9| appear in the specification of 
each and every itoi patent. 
11 ilTheotheradvantage of this proposed 
1121 consuuctfon, I think, b that it avoids 
the 1131 problem that Smith & Ncphew*s 
ctirrcnt constrttction ihi would cover 
distOled wates; wotdd cover dcionlzed 
mi water; wouldcov erglycln c^^indotfaer 
fluids that 1 1^ one inordinary skt0 would 
say are not 1171 electricany conductive. . 
(181 So that nuy give a niceframework |i9i 
for the jury to understand the kiruls of 
fluids poi that we're talking about in this 
lidgation. 

lauThesecondissuethatl wanted to (2Zf 
discuss on claim construction was con* 
nectoi: Ybur 1^ Honor was handed a 
number of the accused ia«i products. 

Pa9a154 

ni We do not dispute that the prong lai 
that goes into the generator is a con> 
nectoi: m That's not the dispute. 
H) What the dispute b about is whether 
I5t that Is cxclusively.and solely, and only 
the m connector or whether there are 
other connectors. 

mMyhnpressioatomtoddngatallofm 
the grs^hics;aiidaaof the slides,and all 
ofw die documents b that connector b 



Bfla-V-ScrlpM 



(25) F^l48-Pagcl54 



A 13615 



IN THE UNITED STATES DISTRICT COURT 
FOR THE DISTRICT OP DELAWARE 
ARTHROCARE CORPORATI<»l. , 
Plaintiff. 
v» 

SMITH & NEPHEW, INC. . 

Defendant . 



Civil Action No* 01-S04-SLR 



Jack Blumenfeld, Esquire, Karen Jacobs Louden, Esquire and 
James W. Parrett, Jr*, Esquire of Morris, Nichols, Arsht & 
Tuimell, Wilmington, Delaware. Counsel for Plaintiff. Of 
Counsel: Matthew D. Powers, Esquire, Jared Bobrow, Esquire and 
Perry Clark i Esquire of Weil, Gotshal & Manges LLP, Redwood 
Shores, California* 

William Marsd^# Jr^, Esquire and Keith A* Walter, Jr., 
Esquire of Pish <c Richardson P»C«, Wilmington, Delaware. Counsel 
for Defendant. Of Counsel: Mark J. Bebert, Esquire and Kurtis 
D- MacFerrin, Esquire of Fish & Richacdson P.C., Boston, 
Massachiisetts . 



uEmBAxmun opxnzoh 



Dated: April 9, 2003 
Wilmington, Delaware 



A 14058 



C* Plaintiff's Motion for Partial Sujnmary Judgment of 
Inf rlngemdnt of Claim 1 of thm ^592 Patent and 
Defendant's Motion for Suiamary Judgment of Non- 
infringement of the Asserted Claims of the ^592 Patent 

With respect to infringement of claim 1 of the *S92 patent, 

the parties base their arguments on the claim limitation "^the 

return electrode is not in contact with the body structure**' 

Claim 1 of the *592 patent recites: 

1. A method for applying electrical energy to a 

target site on a body structure on or within a 
patient's body, the method comprising: 

positioning an electrode terminal into at 
least close proximity with the target site in 
the presence of an electrically conductive 
fluid; 

positioning a retvim electrode within the 
electrically conductive fluid such that the 
return electrode is not in contact with the 
body structure to generate a current flow 
path between the electrode terminal and the 
return electrode; and 

applying a high frequency voltage difference 
between the electrode terminal. and the ret\un:i 
electrode such that an electrical current 
flowd from the electrode terminal, through 
the region of the target site, and to the 
return electrode through the current flow 
path* ' 

(*592 patent, col. 24, 11* 6-21) {eii?)hasis added) 

Both parties have proposed a claim construction that 
iii5>roperly iii?>orts a tanporal limitation in the claim« The claim 
limitation in dispute has no relation to the time required to 
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perform the method* The claim limitation ''the return electrode 
is not in contact with the body structure" Is clear - the rettim 
electrode is not to contact the body at all during the 
performance of the claimed method. The court has detexnnined that 
this phrase should be given its ordinary meaning* In doing so, 
the court rejects both parties' attenqpt to add a limitation not 
present in the claim. 

As discussed, the parties'^ arguments actually, relate to the 
time required to perform the claimed method. The claicaed method 
does not contain any time limitations. Thus, the claimed method 
is performed yrhen each of the three steps of claim 1 hets been 
completed. See Bell Comnmnications Research > Inc. v. Vitalinlq 
Communications Corp. , 55 F*3d 615, 622*23 (Fed* Cir. 1995) (*£Aln 
acctised product that soioetimes, but not always, embodies a 
claimed method nonetheless inf riz^es . " ) • Defendant does not 
dispute that, at times during the surgery, the return electrode 
of the accused product is not in contact with the body structure 
and each of the three steps of the claimed method are performed. • 
The court, therefore, finds that the use of the Saphyre product 
literally infringes claim 1 of the ^592 patent » 

Although the court finds that the use of the accused product 
literally infringes claim 1 of the ^592 patent, plaintiff has 
failed to prove that defendant uses the accused product. The 

7 
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claim at issue is a method claim* A finding of infringement 
requires proof that the accused method has been performed* 
Plaintiff has not even alleged, much less prov^, that defendant 
performs the claimed method. 

Plaintiff asserts that it is not necessary to identify 
specific individuals who use the product. The cases cited by 
plaintiff support this proposition when plaintiff is atten^ting 
to prove the direct infringement necessary to find inducement or 
contributory infringement. In the motion before the court, 
^Arthrocare did not move for summary judgment of inducement or 
contributory infringement [J (D.I* 297 at 2) 

For these reascms, plaintiff's motion for partial sunsnary 

judgment of infringaaent of claim 1 of the *592 patent (D.I. 251 > 

is denied. Defendant's mpticxx for summary judgment of non* 

. inf rixsgement of the asserted claims of the *S92 patent (D.I. 255) 

is also denied. 

D« Defendant ^8 Motion for SussBary Judgment oC Hon* 

infringement of the Assorted Claims of tlie ^536 Patent 

Defendant asserts ntmierous argximents as its basis for 

summary judgement of non-infringement of the ^536 patent. The 



^Literally, Arthrocare moved *for partial summary judgment 
that tthe) accused Saphyre product . . . infringes claim I of 
Ithe ^5921 patent. (p. I* 251) Of course, a product caimot 
infringe a method claim. 

8 
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IN THE UNITED STATES DISTRICT COURT 
FOR THE DIS1RICT OF DELAWARE 



ARTHROCARB CORPORATION, 



Plaintifi^ 



V. 



SMIIH&HEPHEW^INa 



CA.Na01-S04^IR 



Defendant 




SMITH & NmiEWt INC^ 



Counterclaim PlaiiiliflC 



V. 



ARTHROCARB CORPORATION, AND 



ETHICON,INC, 

C^imterclatm Defendants. 



SMITH & NEPHEWS AMENDED NOTICE OF APPEAL 
PLEASE TAKBNOnCE that Smith &Neptew, Inc. C^ith & Nephew^, 



motion for leoonsideration of oidets granting ArlhroCaic Cosp/a CAithroCarO xnotion 
for pennanent injunction and denying Smitli & Nqphew^a motioii to stay the injunction 
pending appeal (DX 509); 

(2) the Ordo^ and Memorandum Opinion, dated i^>ri|27»20(M,denyi^ 
Smith A NepbeVs motion for reconsideration of orders granting ArthroCaxe*s motion 
for pennanent mjunction and denying Smith & Nephew's motion to stay the injunction 
pending appeal (DX 507 and 508) and the Revised Oider» dated Aprfl 27» 2004» 



defendant and coonterclaim-platntifrin tfie above-captioned cas^ h^cby appeals to tho 
United States Court of Appeals for die Fedend Circuit fiom: 

(1) the Revised Or^, dated Ajml 2S, 2004» denjing Smidi & Nephew's 
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dismissinglSjmUi & N^hew's antitnisl cowrtercIaJm and granting ArtiiioCare's taxAim 
' to disimssfli^coiimteTclaim (0X506); 

(3) fl» Older, dated Afwa 8, 2004, denying Simth&Nq)he!W»stiiH^ 
nioti(« to lift flw stay to oppose ArtluoCare's niotion to ifisiw^ 

coontetclaim (DX 499); 

(4) dteOiders and ManoiandomO^mcms. dated March 10, 20(M,deii^ 

Smith & Nephew's motion fat judgment as a matter of bw piasaBQt to Fed. R. Civ. P. 
50(bX denying Snuth & NepheVs motion for a new trial, denying Smidi &■ Nephew^s 
cross motim to strike motion for entry of judgmwt of no inequitable conduct, gtanting 
ArthroCare's motiim for entry of judgment of no inequitable conduct, grantii« 
ArthroCare's motion for penaanent iqmction, and granting Aitfu^^ 
4]isnuss Smith ANejAew's antitrust counterdam (DX 481,4S2, 483, 484); 

(5) tiie Judgment fivAithroCareagjunstSmitii ft Ne^ew, dated Jane 20, 

. 2003 PX 452); 

(6) tiioseportion$offl»Mem«andumOider,dated,^)ia9,2003,c<»slrmn^ 
the disputed claim language in MJS. Patents *53d, •882 and '592 in a manner tiiat diffiaod 
fiom UtiA pioposedby Snutii & Nqihew PX 353); and 

(7) eadi and every order, opimon, ruling, finding and/or conclusion of the 
District Coort which produced or is subsumed within diose portiona of such Judgawnt, 
Orders, Memorandum Opuii<ms and/oar Memorandum Order, and/or was adverse to Smi& 
&>lephew. 
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No adaitional fee is reqjuved pmsuant to Fed. R. App. P. 4(aX'<QCB)^. 



Dated: Apnl 29, 2004 FISH & RIOIARDSON P.a 

By; £^ /f jr-^-^l^ 

WiUidb J. Mmdda, Jr. (#2247) 
Eugeoe B. Joswick (#4271) 
919 N. Market Street* Siihe 1 100 
P.O. Box 1114 

W}liDiiigton,DB 19899-tlt4 
Telephone: (302)652-5070 
Facsnnile: (302)652-0607 

MaikJ.Hebett 
225 Pkanidb Street 
Boston, MA 02110-2804 
Tckphonc: (617) 542-5070 
Facsimfle: (617) 542^906 

RuainB.C(»deU 
1425 K Street, N.W. 
Wasbuigton, DC 20005-3500 
Telephone: (202) 783-5070 
Fa«»miIe:C202) 783-2331 

Attorneys for Defendant, Coimtetdaiin-PlaiiitiilC 
SMTIH &NEPHEW. INa 
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rRRTmCATE OP SERVICE 

I hereby certify that on fliis 29th day of i^iil, 2004, a liuc and coirecl oo)nf of Oe 
foregoing SMrra &NEPHEW»S AMENDEDNOTICB OF APPEAL was cabsedto be 
served on the attorn^ of record at flic following addresses as lo^cated: 



BY HAND 

Jack B. Btamenfeld, Esa. 
Monis.Nfchols. AiM & TVameJI 
1201 North Market Street 
P.O. Box 1347 
Wibnbgton.DB 1989M347 

BY FEDERAL EXPRESS 

MotOiew D. Powers, Esq. 

JaiedBobiow 

Perry Claric, Esquire 

Wdl. Gotdtal & Manges LLP 

201 Redwood SboKS Parkway 

Redwood Sboies, CA 94065 



Attorney fw PlaiDtiiSCoimteidami- 
Defet^uot 

ArttiroCareCOTporation 



Attorn^ fi)r PlabtiiFCountcrcUhn- 
Defendtuit 

ArthroCareCoiporatioa 



BYHAiND 
Steven J. BaKdc. Esq. 
Asbby&Geddes _^ 
222 Delaware Av«ni^ 17th Floor 
P.O. Box 1150 
Wilroington,DE 19899 



Attomey (ot Counterclaim-Defendant 
Ediioon,lDe. 



2085 1946 Joe 
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MAV C5 2C03 5t^^IAM 



Fax_$tf»T in 



FROM MNAiT/302-658-3989 



im) 5. 6' 03 9:58/ST. 9:57/NO. 4261919049 P 2 



MoRjiis, Nichols, Axsht & Tunnell 



Wtuuu O. LaMottv. i*» 

£. Vtrmrvr 
Maktin T.Ttrtur 

WAim C.T«mtu. 

PORAt* HtiMM Ummm 
D»fUt» E.IUl» 



Kami* J*e«M L*%m» 



I>Mi*J.T(Uvrf» 
Esic D. ScwActi 



1201 Motnt IX^AvrS-ruiT 

P.O.Box my 

392658 9200 
a02 6$em9F4a. 



. May 2003 



Crwoorr W. W«u«t«««a 
V*w» C. Ffr»cnAt» 

jMKaO.llcMlUAli^tll 

?n»u»H. 



Jot Mvuouaii^ 
Jamu A. CiwctuA 



BY HAND 

The Honorable Sue L. Rofoinsoti 
United Slatec Dirtrict Court 
S44 King Street 
Wilmington, DE 19S0t 

'^^^ ArthniOire Com, v ft^ if ^ j ^ ^hew C A yi. oi,so4 5?! 
I>ear Chief Judge Robinson: 

both » hard co^ ^ SST"'^'' •« P-««- P»PO»«i i«y instructions 



Amm^ iCMUSAf Mat, jt. 



cc: 



Peter T. DaJlco (w/cnc.) (by hand) 
Wniiain J. Marsdcn, Ir, Esquire (w/cnc) (by hand) 
Mark J. Hebcit, Esquire C^^fenc) fcy 6x) 
Jarcd Bobrow. Esquire (w/cna) (by faac) 
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FBOM wmmt-imm m 5. 6' 03 io:07/st. $:5i/m.m\mm ? 4$ 

of the claimed necbod nta»ma„^iotsmt<>nt>in^yfi„>cnB^6o^ -n^^ 
elari«rf»etbodbperibmedwlencachofihe«h,ee steps of 

0»si$teiit «d«h the onKittiy delWlien. -ekebicrfly eoodiKlms fltfd- and 
«elcelri«ay condBcrive ilaid- shaB be consbued t» mau, - W IWd thai Aeilltate the passage 
•folectiicrfeiinaif E»«mplesofefcctricallyeeDd«dii»gfloid$webkx«Iaad».BD^ 

m plirase shin U eoMlrocd comslert wlb it* ordm^ 
c^bttctton is neccssuy. 

6. TkctrodeTemiwd.*' 

Cimislcnl wlih the |«ri«ic e»Jde«ee of Ite pat^ 
means *V>iw «r mote active ekcttDdea.** 

7. "AethrcBlectradci'* 

Tte coat shall apply the ordbaty defiaidon of tbe teim -active eleet«HW.b the 

*ti»uJa.ion«rfd»tmguid«dih^ 
afSvding a higher annnt deosily.'* 

t. 'TUtanElecliwk.'* 

AS eo«tn«ted with aa active elcct«KK B« tcm electro 
electrode having . tog., a»„ „ ^ ^ ^ 
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m THE UNTIED STATES DISTRICT COURT 
BOK THE DISTRICT OF DELAWARE 



ARTHROCARE CORPORATTON, 



SMITH &NEPHBW, INC 

Defmdan^ 



SMITH & NEPHEW* INC, 

Counteiclaim Plamtif^ 



V. 



ARTHROCARE CC«PORATION, AND 
ETHICOHINC. 

Countox^laim Defaidanis. 



CA.No.Ol-504-SLR 



FILED 



CONnDENHAL 
FILED UNDER SEAL 



MAY 9 m 



SMITH & NEPHEWS RULE 50(A) MOTION FOR JUDGMENT AS A 

MATIEROFLAW 



Dated: 9. 2003 



20«2655I 



FISH & RICHARDSON P.C 
WDfism J. Marsdea, Jr. («2247) 
fja&L A. Waller^ h. (#4IS7) 
Eug»e B. JosTick ((#4271) 
919 N. Market Street, Suite 1 100 
P.O. Boot 1114 

Waiiiingtoa.DE 19899-1114 
TelqiiiaDe: ^) 652-5070 

MailcJ.Hcbert 
Thomas M. Johnston 
225 Ktarfdin Street 
Boston. MA 02110-2804 
Telephone: (617) 542-5070 

Kurtis D. MacFerrm 
500 Arguello Street. Suite 500 
Redwood Ci^. California 94063 
Tdqf^ioae: (650) 839-5070 

Attorneys for Defendant 
SMITH & NEPHEW. INC. 



^5 



V?- 



THIS ENViXOFE IS NOT TO BE OPENED NOR THE CONTENTS DISPLAYED, COPIED OR 
REVEALED EXCEPT BY COURT ORDER OR BY AGREEMENT OF THE FAK11BS 



A 14940 



These pages have been removed from the 
non-confidential appendix due to confidential 

designations 
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. CERTIFICATE OF SERVICE 

I hereby certify that on this 9th day of May, 2003, a true and cqirect copy of 
SMITH & NEPHEW S RULE 5 0(A) MOTION FOR JUDGEMENT AS A MATTER 
OF LAW was caused to be served on the attorneys of record at the following addresses as ' 



indicated: 

BY HAND DELIVERY 
Jack B. Bhimenfeld, Esq, 
Matfliew D. Powers, Esq- 
Morris, Ificbols, Arsht & Tunncll 
1201 North Market Street 
P.O. Box 1347 
Wilmington, DE 19899-1347 

BY FEDERAL EXPRESS 
Matthew D. PowaS 
Jared Bobrow 
Peiry dark 

WEIL, GOTSHAL & MANGES LLP 
201 Redwood Shores Parkway 
Redwood Shores, CA 94065 -1175 - 

BY HAND DELIVERY 
Matthew D. Powers 
Jared Bobrow 
Perry Qark 

WEIL, GOTSHAL & MANGES LLP 
G/6 1201 N. Market Street 
WilmiDgt6ii,DE 19S01 

BY HAND DELIVERY 
Steven J. BaUck, Esquire 
Ashby&Geddes 
222 Delaware Avenue 
Wihnington,DB 19801 



Attorneys for Plaintiff 
Artfaroeare Corporation 



Attorneys for Plaintiff 
ArlhroCare Corporation 



Attorneys, for Counterclaim Defendants^ 
EAicon^bc* 
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IN THE UNTIED STATES DISTRICT COURT 
FOR THE DISTRICT OF DELAWARE 



ARTHROCARE CORPORATIOH 
Plaintiff 

V. 

SMITH &NEPHEW, INC, 
DefeDdanL 

ARTHROCAKE'S REVISED SUPPLEMENTAL COVENANT NOT TO SUE 
SMITH & NEPHEW ON CERTAIN CLAIMS OPTHE PATlENTS-lN-STOT 

To reduce and focus Q» issues :fbr trial, platntifir -AidnDCare Coiporafion 
C*AilhroCare*7 has 'dedded to wiflidnnv its aO^aticais Aat .Ae* accused products of Smith &. 
Nephew, Inc. ^Sraati & Nephew^ and Uietr use uifiinge ccitam daiois of die pateats*in-suit 
Specifically; AithroCaie onconditionany agrees not to sue Staiidi & Nqihew or its customcfs to 
whom it owes an indannification obfigation wiA respect to Uie bdow listed {nodocts, now or io 
die future -fw direct, induced or contiibutoiy infiingement.o£ (l)cla&ns 45, 55; 5S-59, and 
61-62 of U:S. Patent No. 5,697,536 (the "^536 patent^, (2) claims 1, 18. 21, 23-24, 26, 2S-29, 
37-38. 47-50, and 54 (as it depends from 28) of UJS. Patent No. 5,697,882 (the *"882 patent^, 
and (3) claims 2, 9, 13-15, 18, 30, 34-36, and 39 of U.S. Patent No. 6,224,592 Bl (the "'592 
patent") (referred to collectivdy as the *^thdrawn Claims") based on its manu&ctur^ use, 
importation, sale, or olTor of sale of die fi^wing accused j^odiKts as CMifigmcd to date: 

Saphyre 90-dcgree, 3 mm Bipoltt Ablation Piobei, lutMiated 
Cable, REF 925001 / 7209686 

Saphyre 90-degre^ 3 mm Suction ^>otar Ablation Pn^ 
hitegratedCable,R£F925011 / 72096S3 

S^yre 9(hlegree HP Ablator, 7209684 

Saphyre 60-dcgrce, 3 nun Bipolar Ablation Probe, bitegrated 
Cable, REF 925003/7209685 



) 
) 
) 
) 



CA.No.0)-504SLR 
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Saphyre 3 mm ' Suction Bipolar Ablation P^be^ 

Intcgraied Cable, REF 925013 / 7209682 

Sapli}Te 90- d^ee HP Ablator with suction, 7209681 

Saphyre^O-degree HP Ablator, REF 7209684 

Saphyre 90-degrec HP Ablator wilh suction, REP 7209681 

Dyonics'Series 9066 Electroblade ResecCor 4*5 nun Tvdl Radius 
Blade, REF 7205961 

Dyonics Series 9000 Electroblade Resector 4^ mm Elite E/S 
Rcsector, REF 7209700 

Dyonics Series 7000 RF Arthroscopic Probe, Type RS, 
REF 7205956 

Dyonics Series 7000 RF Arthioscopic Prober Type RSX. 
REF 7105957 

Dyonics Scries 7000 RF Ardunoscmic Probe, Type RE» 
RHF 7209034 

Dyonics Series 7000 RF AJrthrosc<^ic Probe, Type REX, 
REF 7209035 

DycHucs Series 7000 RF Arthroscopic Probe, Type AP. 
REF 7209036 

Dyonics Series 7000 RF Atthroscopic Fxobe, Type APX, 
REF7209037 

Dyonics Series 7000 RF Arthroscopic Probe, Type MR, 
REF 7209038 

Dyonics Scries 7000 RF Arthroscopic Probe, Type MRX, 
REF7209039 

Dyonics Control RF Generator Adaptor* REP 7207908 



This covenant is without prejudice to any asseition by ArUuoCarc of infiingemet^ 
of any other claim of the *536 patent, the *882 patent, or the '592 patent or any assertion of the 
Withdrawn Claims against any other products or methods. Notfiing in this covenant shall be 
construed as an admission by AithroCare that any product or method is not covered by the 
Withdrawn Claims. 
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MORRIS, NICHOLS, ARSHT & TUNNELL 




Kaioi Jacobs Louden (#2881) 
James W. Parett, Jr. (#4292) 
1201 N.Matket Street 
P.O. Box 1347 
Wilmington, DE 19899.1347 
(302)658-9200. 

, Attorneys f<»r PlaintifirAitfaioCare 

Coipoiatioa 



OFCOUNSEL: 

Matthew D. fowoA 

JaredBobiow 

PenyQaik 

WEIL, GOTSHAL & MANGES LLP 
201 Redwood Shores Paikway 
Redwood Shores, CA 94065 
(650) 802.3000 

M^9,20Q3 



3. 
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C3BRTIFICATE OF SERVICE 

I, Karen Jacobs Louden^ ber^y certify tbat copies of the foregoing were caused 
to be served this 9^ day of May, 2003» upon the foUowing m the manner indicated: 
BY HAND 

William J. Marsdcn, Jn 
Fish & Richardson 
919 RMadcet Street . 
Wihning^n, DE 19801 



Kar«Ja^b3Loud^ 



l«344tf 
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PROCEEDIHOS 

(Pro c eofi nes coraineiKcd in the coortro^ * 
beginning at 8:30 ajn^ aod the following ooamcd.widioot 
tlie picseoce of the jury.) 



THEOOUKT: Allrig}iL You aQ can let XDC faiovT 

MlLBLUMEHFELD: Your HoDOT, Mr. Marsden and I 
spoke last lught after the conference that wo had yesterday 
afkmooQ. I goess we haven't ^>oken since last night 
But I gocsscur view; i^tiffs view, is to go fonvard 

14 with the entire trial OQ the schedule ^ was sd, so w 

15 win go die next direedays» and ihea next week, idon^t 
know wfacdtfrWini&m has any dinbeat view on that or not 

THECOUKT: Canyoutcfl me if there is a very, 
18 vtrygooditasoQwfaywediooidgofomniaadnot 
accommodate Mr. Maradea's ptoblea? . 

MR.fiLUHENFEU>: Yes. Ibe rcason, your Hooor» 
is diet, in tenns of the suggestion that your Honor made 
yesterday, our inlzingcnieot expert isnH available next 
Mond^aodlbesday. He has surgery scheduled. Soeven 
if we wanted to try to put things into next wedlc» our 
25 witness;ourmainwitnessjnstisn*t available at the _ 
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VEIL GOtSKAt a MAMCaS 

•Yt iAiteo»otao«;esQ« 
TMonrr aKMASLssQ.in< 
Karrft.cuuctsa 



FSK&aiOMUaOKfXL 

ar< wsuAMiMAasooinutso. 

K£inC A. WAtlXa. ZSQi tol 
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»r$ MAiximeax;en» 
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b^jbomng of next wedCp when we would be putting our 



THECOUPT: It astounds me how people can 
sdxdufe dungs and thtegs can hs^pen so diat there is 



absohxtdyDofiexifaiEty. - 

MUBLUMENTELOe Y(W HoooT, bc movcd sucgexy 
fiomihis wtck to next because of the way the trial was 
sdiedukd. -That is where we are. 
imcouKTi Mr. Marsdea. 
MICMAKSDEK; Your HoQCx; we approdafic^ 
proposals that you have made and we would wdcoax either 
ofdiem. That is ddxr to start iofiingement on Monday - 
or to push the cntiio trial to August ^preeialedie 
Court suggesting those as possible altenndves and we 
wodd welcome cidier of them. 

IHECOUST: wdl, it docsn't Sound like die 
one that makes de most sense works out because of tbo 
plaindfTs in fiin g enicn t expert So I am not eonfideat 
\9 that I can accommodate you. I guess; for purposes of the 

20 itcordyyouoeedtokcmekaow^for^ffposesofde 

21 leoocd you canmake whatever xcpccsentadottsyoo need to 

22 make btenns of your dient But I dunk, unfortunately, 

23 we do need to go forward, under the circumstances. 

24 MILKAKSDE2^ l^yprBCtatediat Yourlkfior, 

25 one last proposal would bc to start in fr ingement on • 
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1 give you a sdKdole tomorrow. However».that<loesa*t 

2 necessarily include your juror deliberations. So wc will 
} be done our job» and our trial time doesn't oeoessariiy 

4 inclade the tinietl»t you wiU need to review die cvideooe. 

5 Becanse I time my trial, it is real important 

$ diat we start pFompdy and end promptly. So we would 

7 appxedate your ooopeiatioam getting l»e so we caa 

8 start at 9*jb and eadesdcr at 3:00 of 4:30. 

9 We tiy to resolve tbe evidentiary disputes 

10 before you get iat6 Court so tlKoreticaUyvtojw ate 

11 here you wiU be hearing cYidcxioe and not a lot of argumeot 

12 between the lawyers and me. 

13 . That Is kind of the fundamentals of trial bete 

14 in inycpuitroom. 

15 Wc are goix^ to icctss for the day. Yon need 

16 to follow Fianoetot She will take you bade to d>e jury 

17 room so you caafioniliarize yourself wilh that and how to 
is get m and out of chambers. 

19 I will just rconnd you not to <fispuss anything 

20 about the ea$e»ex€q>t your schedule, with anyone^ and we 
2J wiU look forward to seemg you tonionowmormog at 9:30, 

22 (At tibis point the jury tiiea left the 

23 courtroota.) 

24 TBECOUXn Allri^ Ifosgottomcotioodie 

25 tenfspcrature variations, h will other be freezing or too 
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1 warm. So you have to dress in layers^ those of them who 

2 can dress in layers. 

3 Why don't wc have a scat and just go over the 

4 one or tviKO other tiungs. Ibeo you can take off for the 

5 lestoftbeday. 

(• Wttiire^)ect to the sonuo^ judgment issue 

7 that was brought up at Ae very end, I denied that xnotioQ. 

8 lbcrefore» as £tf as I am coocexned. nothing I said in 

9 thatmotioa is binding. Hot my Hrxfings of fact, not 

10 anything^ because I denied XL Itetfort; althougli tee 

11 was an inference that we made from tike evidence, that is 

12 m>t an inference that is bindmg and it can be challenged 

13 here in Court with the presentation of evidence. 

14 With respect to tbe inducting infringement 

15 issue, that docs invdvepioving .^ecincintent^wfaidi is 
1^ always (^cult to prove. Based on what I have beard and 
17 the kind of evidence that is gmng to go to that, I find 

IS it relevant, and I don*t fmd it unduly prgudidaL Now, 

19 that b not to s^ that at some point m time after I 

20 acOfidly hear die evidenoe I mi^ have a iSlTerent view.' 

21 But at this point, I think it is an appropriate part of 

22 thestory. So I am going to allow ArthroCare to go 

23 forward oo the Undtod evidenoe that wc talked about 

24 this morning. 

25 Hicrewillhavetobcaclsange of tlleDumber 
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1 ofhours allocated to eadi party. I have decided that I 

2 think wc can accommodate, rather than 36 -wdl,! will 

3 have to go back. We need to elirtunate a few hours from 

4 each side because we are dimtnating a few hours today. 

5 So instead of 18 hours each, I think we might have to be 

6 down to 16 hours each. I will look at my schedule and 

7 see iww&at comes up» 

E Are d»e any odier issues which we need to 

9 address yet todafy? 

10 HopeAdly, you an will know enough about what 

11 Is planned for die day to bring to my attention before vet 

12 start the trial day. Any evidentiary issued Becauseat 

13 this pointy If I deddd that you knew about an issue and 

14 failed to bring it to my attention when the jury was not 

15 here, yoa will lose that modoo even if-* or lose dot 
15 issue even if it is meritorious. The idea is to know 

17 what*s going to happen and to britig issues so that we ' 

18 don't waste the jury*s time. Ibeir time is the most 

19 vahabie here b die courcroQQL I 

20 Mr^Bhsnenfcld 

21 MIL BtmENFEU): Your Honor, oa that ootei I 

22 <£d raise, before dsejury came in, the 510-K*s. My 

23 recoHectiooofdKW^ that planed out is that Smith & 

24 HqthewmovedtoexchidehsSlO-K'sastiottekvaatto 

25 infrogemcnt Our response was dial ndtfacr side's 

Page 108^ 

1 510-K*s should get ta. Iheifs wouldn't come m on I 

2 xAfringement, ours woddnU come tn on vaEdily, because I 

3 oddicrdde'swete relevant 

4 Ibe Court's Older said 5t0-KV 

5 wouldn^ be admitted. We still do have that 

6 ItlunkMr.Hcbcrt-atkastbc didoUsaythathewasn't 

7 going to try to use that with Mr. Eggerstomorrow* 
S iHEGOUKn AUright Ilodocdatmyocdcr, 

9 because I don't use a whole lot of words, my order isn't 

10 always very hetpM I would almost have to go back au^ 

11 lode at the actual motions in limine to see how it pl^cd. 

12 out BeforeIdotfaa^Mr.Hcbest»perh^youcaaiepUy 

13 for me the scenario in wh^ you diink Smith & Nephew 

14 should be aUowod to present this evidence. 

15 MiLKEBEiCl^ Yes, your Honor. Kefening to 

16 the modon in tixnioc, this is addressed in Footnote 1 of _ 

17 our motion, in whids we draw dte contrast between dK 
IS diffcrcot uses and the diffoeot relevance or lack of 

19 relevance between the 510 submissiotts. 

20 510*K submissions require that the applicant 

21 who b submittiog something to die FDA say whether — 

22 they have to be substantially equtvalcttt to some prior 

23 device. The words substandaQy cquiyalent, diat tetm b 

24 a loaded term which has a very, very different meaning in 

25 the patent infringement case context than it does intfae 
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PROCEEDINGS 



(Proocecfings co mro e n oed in the courtroom, ' 
bc^Doisg a 9-30 aoiu and ll» fdk}wing occ^^ 
the presence of the joy.) 

TRECOUirK lkDowyoDWcgoCissitt& Smneday 
r m going to nudce a dectsbo and \ve caa all move oa sad 
10 nobody writes iDektiefS again and again and again aboat 
^ decisioQ I've made. 

Ibe only issoe I want to bear about, the ody 
issues I want to bear about arc issues regarding opening 

14 stateffient$.*There are issues about opcaix^ statements. I 

15 win hear them now/Otbenffise, we wiUbriz^ the jury in 
and we will have opcnmg statenxnts and then vfc will 

17 recess briefiy to have a <Sscus$ioa about tissues for'. 

18 lfaB&stwitnes& 
So opening statements. 

MR^BLUMENFELD: YourHoaor^wcdoa't have any 
issues ibr opening f***nnnt H- • 
Ma.UAasDD€; YouT HocMT, d» ody issoe dnt 

23 we <fid send was itneving our argument on secondaxy 

24 conddcratioQ. Of course, our concern was onoe tfieie's 

25 an opening on the cop>ing issue, ^pi^udice will be. 
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1 done. And we*vc set forth some additioiial reasons setting 

2 pttnc^aQy out things wcH have to bring out in our case 

3 to itbut that copying evidence and testixnony. Forthat 

4 reason* we tenew our request that tiiey be exdtxled - 

5 THE COUKK ifae problem is it was Ckd 

6 yesterday at 4:30 and 1 just lecetved it walking is. 

7 lheiefore,rm not prqiared to address your argument 

8 Let's hear from AithroCare as to what - bow 

9 xnoch the copyii^ issue is going to be hTgWightcd in the 

10 opening statennt^AiAniCBre, if at aO. ^ . 

11 MR. BOBROW: Coodmoroing, your Honor. - 

12 We do intend to introduce the subject of 

13 Smith & Nephew's in^rest b ArthinoCare. Thek • 

14 to ArthroOre back in 199S. And we also intend to diow 

15 pictures t^ one or two documents. Idon*ttlmikanythmg 

16 mote diaa that. ItwiS simplydiowS^A&N^hewlmd 

17 kDowledge of our patents and were interested in AitfaroCaie. 

18 We're not going to show any lab o<^eboc^ We're not gmng 

19 to diow any information like that in the opening statement, 

20 butwedowantlogivctfaeGhroiMdogicalstoiy Ifaatwe 

21 believe the l^wiUdeinoostratedtffing the oottsse of 

22 tfaetiiaL 

23 THE COURT, so what kind of docnmeots arc you 

24 g^ to d)OW during opemng because, obvioo^, there amst 

25 have been agreement by SnnA A Wcpbew, because you're not 
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taIkCoantunberoforthope<fic$ur^cmswtK>wae j 

practidrg In the field of arthroscopy^ to bear Ihdr 2 

point of view on what was deficient, what improvements 3 

would they'iike to see. ' 4 

Q. And what did yoo ddcnnint orthopedic sur^eoos 5 

would want from a device? ^ 

A. Wd]» one of problems that, and! will try to 7 

8 visudi2cit,tftfmi$thelcnccj<nntandthchvobo^ g 

9 on either side of the joint, wfaidv of course, are 9 

10 deigned to move; dwre*s a pad in between there. It*s a 10 

11 cartilagc-typcmalcriaL It's a material that over time, ll 

12 whether it's a qpcrtsinfury^ an accident, wear and tear |2 
widi age, too mocfajoggiDg on hard surfaces, whatever* 13 
that --that pad gets damaged* sometimes torn, soxDctimes 14 

15 frayed, and so there's a very close q>aoe. And one of 15 

15 the problems is getting tDstrmnents in and bdi^ able to 16 

17 repair ^t without dama^ng SQrroan(Sngtissues» to do 17 

18 it ia preferably an isotooic saline, and to do it 18 

19 efficicbtly so that the procedure does not take too long. 19 

20 And one of the problems with the existing 30 

21 iDStrumeat$istogBtsocess;oflentb^hadtovseoae 21 

22 instrument to go in £rom one diicction and then pcrh^ 22 

23 the same or a (fiffeientiastnmtent to come in from another 



directioa h was hard lo gain access to this operative 



24 



25 she: 



23 
24 
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actually look at the conventional dectrosurgical devices 
that were avaibble at that time? 
A. Yes,wedid. 

Q. Did those devices accomplish goals that you wer^ 
trying to achieve? 

A. No^theydidnot 

Q. Andwhynot? 

A. Well, the conventioDalmooopohreloctrosur^ 
devices - 

Q. And Dr. Eg^ would it be hdpfnl to illustrate 

your tcstimoiqr if you had an oKWtunity to draw 00 tte 
board? 

A. Yes, widi die permissioQ- with your pcrmissioa 
TRECOURT: Certainly, as Icmg 8S you keep 

your voice up when you step down. 
TH£ WITNESS: FaidoQ? 
TBEOOuim AS lox^ as yooke^ your voice 

when yottst^ down. . 

IBE iviTVESSt Yes. I got you that tijneL 

1HE COURT: All ri^ 

(At this point the witness Stepped down from 
tiie witness stand and approodied tfie easel) 

MR. 8E0EKT: excuse me, your Honor May I? 
THE COURTt Oh, absolutely. 
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Furthermoie, ibm was d» problem of bleedbg, 
vvhich the ™gh"nia ^ t Instiuments dk) not address and often 
required diea that when tfaey are m the middle of a 
procedure and thqrran into bleeding, they would have to 
take their instrument out, cfae& diaving or thev biti:^ 
cutting instrument, whidi was a mechanical device only> 
was not capable of seafiag the blood vess^ and then go 
bade in with an ekctrosorgciy instrument and apply power 
to that spot to see if they could seal the bleeder, take 
that instrumcat out, come back ia. 

So this r^etitive process made the procedae 
bog, made it expenshre because th^ bad to maybe open 
three or four cr five <finercnt devices, which are 
14 considered <fiqK>s^Ie»meanmgth^ can only use them 
for dm procedure and Aey would have to discard &ein. 

So there were matters of time» there were 
matters of cost, there were matters of complexity of the 
procedure and also the Hnished product of the procedure, 

19 what they realty wanted is something that would be smooth 

20 and sculpted so that the tissue thai was being worked on 
would be most amenable lo being preserred under further 
use and not condnoe to break down or tear undernonnal 
operation of, say, walking. 
Q. ^kyw,alteryoudetermined what the goals of that 
device were that you were trying to dcvdop> did yott 
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J BYMILOCMASL 

2 Q. Kow,canyooexplamtothejurygcoerallythe 

3 conventioDal^pes of electxosurgical devices Qiatwtm 

4 available at that tinoe? 

5 'n{£C(»JitT: That goes for fte lawyer as well 

6 MR.DeMAft rusociy. 

7 iHEComtn okay. 

S TOEWTTNESS: Well, I wiU divide this into 

9 twosidcsandl will explain these terms ma minute. 

10 Monopolar and bipolar. Andbodiof diesear^ 

11 v^ we're referring to as dectrosur^ety devices: 

12 Can everyone hear me okay? Isthatknid 

13 enou^ 

14 THE COURTS The jury and the Court Heponeraze 

15 die OKkstunportant people. 

16 ME.iXMASt: Atitdebitlooder. 

17 THEWnWESS: Okay. 

18 fiYMR.Dei«ASI: 

19 Q. So can we start with monopolar? 

;20 A. Yes. So we'flstajtMrith monopolar and I will draw 

21 Uintwoparts. First lememberifae patient, drawn widi 

22 this cHa^ram, and there*s a return electrode aad a 

23 monopdar» conventional fflpoopolar surgery, there's a pad 

24 that's placed exterior to die body on the back or side; 

25 depending on where the procedure is being done. And then 
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1 thm*$ a secomi electrode* which a scrgeon Ix^ds* and 

2 ^ogs it to C(mtaa with the tissue, and I urill draw tint 

3 up above bat. 

4 And'what is bappentng is that tlus monopolar 

5 electrode — nwmo meaning one, one doctrode — cocoectcd 

6 to a ^nerator, I will iikKcatc widi the letter wfaidi 

7 completes cbedrcmt, that when tehi^ voltage is 

S applied ami this ekctixKie is bfoi]^ dose to the dssiK^^ 

9 ^ch I will nuScate with a T, that there is very tnteose 

10 coooentration of cmieat right here (indicating) and a lot 

11 of heating as the cancatactuaU/ passes into die tissue 

12 and znakes its way down through the patieal*sho^ to dnt 

13 return c!ectrodediat*s exterior to their bodjr. 

14 Q. Thisismair? 

15 A. Yes. As !*ve shown it bere» this would be ban 

16 cpcrattog room settings so this would be in air* 

17 Q. Did dibmoiM^polar device wodc in salirieiequti^^ 

18 A. How» the problem* if this vas operated in sdinc; 

19 IhesebhKliiKsIwiQnaikascmTent IwQlmaiicas 
30 current flux lines m&kxng their w^ down to the return 

21 dectrode. 

22 V3roQ put saline in here^iKHW, what 

23 trnfcvtunatdy would happen is ^)ere would be a tremcodous 

24 anK>unt of cunrcat because the salioe is electrically 

25 cooducttve. That would Oowfixmi this electrode, oot just 
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1 spaces of the jotnL And what we were challenged with 

2 doing is conung op with a device that could get mto diis 

3 voy dose space and very carefully and very smoothly and 

4 without bleeding remove this scctico of tissue^ leave this 

5 now intact so it wooldnH tear fuftfaer 

i And diis device is really designed fcM* sealing 
7 bloodvessels. It leaHy wasn't designed for sculpting, 
t And dus device was designed for cuttmg and It wasn't 

9 suitable to use ban electrically conducting fluid, die 

10 joiat of die knee or die shoulder. 

11 MiUDeMASh Thank you. 

12 Iddnkyoucaa^bockiqionthestand; 

13 please. 

14 (At diispdat the witness dm resumed the 

15 witness stand) 
1$ BYMK.DeMASk 

17 Q. So, Mr. Aggers; did you and Or. lhapliyal cornet^ 

18 widi any ideas for deviocsdiat would satisfy all die 

19 goals diat you were tiyingUisatis^ 

20 A. Ye^wedid. 

21 Q. And, Mr. Aggers, please turn to rx*5ltbyoi]r book* 

22 of exhibits bfirooC of yoo? 

25 Andcouldyoulcllme^i^rx-sitis? 

24 A. rx-5is is two pages, and diey're my handwritten 

25 notes, dated i=5rf3iruaiy 19th, 1993. 
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1 at the pinpoiot area iKiierediey wanted tecorxeat to be 

2 appiiedand where fte cutting action was oocussiog^ but 

3 ^hty would cause uowaotcd dwnitge because tfie cuncntt 

4 would flow qdteextcnsivdy* 

5 Q. And where wculd that damage be? 

6 A. Ihatdama^ would be an around the vidnity and it 

7 may evea be to od»stroctxxre$diat were nearby to either 
t side or brhindi 

9 Q. Okay. And the bipolar? 

10 A. WcO, die coDventioo^ bipolar and the most conmion 

11 ofthecoavcntioQalbtpolarwasiothefQrmof — ofa 

12 forceps. IhinkdTitwasatwcean; 

13 And DOfwyoa have an electrode on ettfaersde 

14 oTdietissue. Ihn chan^x^ colors hcre» but and in 

15 dtts bipolar raii^e^dtts could be air. It could even be 

U a fli^ around here, But what's really happemng b with 
17 dus bipolar arrangement^ the current is flowuigfton one 
IS electrode to the odKTdirough die tissue. 

19 Q. How, m this arrangement, gddiisbyolar device 

20 mod the goals of the device that yoQ were trying to devdop 

21 for artfuosoopy? 

22 A. Ko. This devkecfid not meet the leqiuieuieuts because 

23 whatwcwaeattRnnptingtodowas;ifIcouldjt]Sttaloe«* 

24 we might have diisear^s^l talked abouC^iRduchBui^ 

25 have a tear is it and b between dus very dose space. 
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1 Q. And tfid you create dio9e notes m die normal cotvse 

2 ofyputwodet 

3 A. re$,I<fid. ' 

4 MIL DcMASi: Your Honor, I oflerrx-iitbto 

5 evidence; 

6 THE ooucn Any objection? 

7 ' MR. REBERT: l«o^ your Honor. 

8 THE COURT. Thank you. 

9 (Pbbtifrs Bdobit No. 518 was received bto 

10 evidence.) r - 

11 MX. m4ASh Chris; could you please pot die' * 

12 drawingi} 

13 BYMILDeMASi! 

14 Q. Kfr.£ggers,diis is die second page of rx*5ia. 

15 Could you pkaae describe die various parts, 
U andlddnkyouhawealaserpen. 

17 A. Yes. 

18 Q. Could yoo please describe die various parts of that 

19 device diat is drawn on the top part of that page? 

20 A. Hrst of al^diisre^onri^ here indicating) b 

21 8 probe, but I win -what I win refer to as a probe, 

22 and it is made 19 of an active electrode, tnars ttts 

23 central memlKr,whidi has ai heavy blaclcbie around the 

24 outside, wfaidi is an bsolationia]^. So essential^ 

25 an insobledwire* but a single dectrode, active 
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1 clectrodeL 

t And wfeea I refer to die term active, wha» 

3 that's lefenittg to b Chat this b the portion of Ibe 

4 probe where we arc going to have an intended or purposefui 

5 effect on the tissitt that vve*icsonig to COTi» in proximity 

6 with. 

7 RccaessedbadE^andtt^s^waheretob^if 

8 yoQ can read this writing. ooe-teoA to two-tenths of an 

9 tnchySoafocdonof anindisetkadcisasecood 

10 2Z)ember»thisslfleVe^bec»3seyoa*feIo61dbgatt 

11 cross-section* So dus is a cylindrical sleeve around 

12 this wire and described as a metal tube, and tha*s die 

13 return dectrDd& 

14 Q. mat is a icturo electrode? 

05 A. A retozn dedrode in contrast to an acdire 

16 electrode is an electrode that is designed to have a lower 

17 emrtnt density and to tnintmize or to have no effect on 

18 any ttssnediat it nigitt be near or even incidentally come 

19 tn^mtactwidL 

20 Q, How, how was tins device used? 

21 A. Okay. AsshowiioQ^lower|iart of die-ofdie 

22 illustzatioa» dioc's a di^ and filled widi saline* a 

23 laboratoiy<£di. Pictmesomediing about this b% in 

24 dia!sder0adicating)i,pcxh^twoor1liicei« 

25 andithasaq^ectmea. lodnscase^Uiespedmenwas 
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1 A, This is an early prototype of a single electrode probe. 

2 • • • 

3 Q. Were you involved in making that probe? 

4 A. YeSilwas. 

5 Q. Where was diat probe made? 

6 A. hiDtd)lm,Oh2ainnylaboratocy» 

7 MR.DeMASl: YourHonor,Iofrarx-232faio 

8 evidence. 

9 MfLHEBERT; NOobJectioa. 

10 OeruIY CLERIC: so marked 

11 THE COUitT: Thank yoo. 

12 (PlaxntifPs Exhibit No. 232 was received into 

13 evufenoe;) 

14 BYMILDeMASh 

15 Q. Mr. Eggeis, can yoo please describe die various 

16 paitsof diatprt>betotiiejufy? AndlreaGieit'ssnuaL 

17 A. Right 

18 MR. DeMASli Your Honor, can wc have permisskQ 

19 tojust- 

21 MiCDeMASl: - movc a little closcr to tlcji&y 

22 and exploit? 

23 (At das point the witness stq>pcd down' from tf» 

24 witness stand and a^roac^ die juiybooL) 

25 THE WITNESS: Actually, if I bold Udusw^, 


1 cow cartilage, sometimes refecicd to as imflisctw, dns 

2 pad between dsjocDtsofour human Vnee, for exan^k; 

3 but £rom a cow, selected because it had very similar 

4 d^aracrmstfct. 

5 This piobewfmld be toi2ght down teto the 

6 solution and submerged so that this entiic *- this isn't 

7 drawn necessarily to scales but so diot the xetum 
S electrode and d»e tip c^daedfictrodewoold an be 

9 essentially under die saline; 

10 Q. And iKrarwodd die current Oow in diat device? 

IJ A. And the current would flow from thb&cdvedectrode 

12 surface, dds bare snrtel^m now pointing to, bade to 

13 die return electrode, as Tm drawing these current fkx 

14 lines and in d» process of d<»>gdi8t, cause tissue 

15 semoval evto. 

16 Q. Did dwre ever ecmse a time ^K^Kre you actoalfy built 

17 a device diat looked similar to PX-5m 

18 A. Yc^dicvedtd 

19 MiLDeMASit Your Honor, may lc|>proadi die 

20 witness? 

21 THE COURT: Yes; you mqr- 

22 BYMfLDeMAS: 

23 Q. Mr. £ggets»l am han^ng you what has been marked as 

24 rx-Z3Z can you please tell jne what it is? 
25 
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1 it win be in the same orientation as you see tqi on the 

2 board 

3 At dtttqi of my (fa^ is die acUve electrode^ 

4 whidiisihatkiwa'por^diatlhavejustpotntBd.to. I 

5 will pass this* 

6 THE cotJRl^ can yon bear? Not for me, for die 

7 CouitlUponer. 

8 thIe wftness: The lower dectrode at my fmgcr 

9 dp is die lower part tSiat you see up on the figure on the 

10 board and lecessed bade from that active electrode is . 

11 dtts larger cylindrical tube, wlddi is the so-called 

12 return dectiode. And b use^ as thb is submerged under 

13 electrically conductoinnid, current wodd flow from 

14 this very itp^ where my finger is located, dvough die 
is dectricaQy conducting liqdd to this laigercy^^ 

16 dccvc diat yon sce» which is the return ekco-ode, and - 

17 «tee die action would occur in terms of volnmetrte 

18 removal If dsis was actually caexgtzed, as I tfiddtts; 

19 it would remove tissue from the end of my Eoger. 

20 MIL DcMASl: Your Honor, may 1 pass may 1 pass 

21 rx-»2todicjury? 

22 THE COURT: Yes^ you may, 

23 (Exlnlnt passed to die jury). 

24 MR. DeMASh Co back, please. 

25 (At this point the witness then resumed dse 
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1 BYMlLDeMASI: 

Q. Daring opemng,l^.MafsdenrderTed to the 
patent, ^vh^ch is ^patent, as the patciU thai requires; . 
that it the nn^tiple electrodd patent 

Mr. Eggers, could yoa please lead aloud the 
paragraph that is blighted there? 
A. It sutes» It should be dearly understood that dte 
invendon is noc limited to dectricaQy isolated electrode 
tenntnals* or even to a plurality of electrode tenmoals. 
iO For example, the array ^active electrode tcnninalsm^ 
n be coimectcd to a singte lead diat extends tfvoi^te 

12 probe s^iaft to a pom source of Mgjbrfreqoency current 

13 Alternatively, probe may incorporate a angle 

14 dectrode that extends Erectly dffough the probe sieft or 
is connected to a smgle kad that extends to die power 



source. 

Q. Andwhat<£dyoo mean by that? 
A. It means what it states: lhatiwr bveatioii was 
btendcd to cover dngle dectrodes or multiple dectrodes. 
Q» C^cay, NowrdHketogctbadctcwbocweteft 
offhcie before the bitak, and that is wiAtiac founding 
and giowdi of Aidu vCtee» 

men was AithroOve founded? 
A. InMayof 1993. 

Q. And yyho woe Ae principal co^ouoderi? 
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I Q. And ArthroCarc, did it have an office? 
A. Yes. U had an office m die San Fcandsco Bay TO. 
Q. An it have manufacturing fadtities? " 
A. No. 

Q. Kd ft have a sales force? 
A. Noi 

Q. Did it have a product? 
A. Not at that stage. 
Q. IHd It fatve any revenues? 
10 A. None. 

II Q. IVhat was your role at AzthroCare at that time? 

12 A. My role was rezdly heading isp die research and 

13 development As I described ear&r»diat*s what my 

14 coosultittgfirmdoes»aDdmyliim»£ggersftAs$odales» 

15 rc^servcdnotasaacnq^loyeeof ArthroCare^butu 

16 a consulting firm who <fid the devdq>mcntwock moor 

17 laboratory^ and we took the early conoq>tsUatHtra and 

18 I had. We had a laboratory already in plaoe» so it was • 

19 a way for AjthroCwe to qmcldy begin doing icseardian^ 

20 devckipmcnt without waiting undlsOiflmgiip^btdk£ng 
2t up dieir own facilities. 

And where <fidyo<i do these cjfpcriincnts? 

23 A. l>ey were actually done in my tabcratcry in DiMtt, 

24 Ohio. 

25 Q. And where is that bboratocy? 
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A. Hiralli^Uyd and I woe d« principal co^ouadeis. 
Q. And where £d you get the moa^ to adu;^ create 
ArtfaroCire? 

A. Well»tiiitialty,weusedourownsnongrtodothe 
early rescardi and devdopmeat and durmg early months 
or early half of 1993 and tiie last half of 1992» but b 
the latter part of 1993» we were able to interest outside 
mveston» agaon refened to often as venture capltaUsti; 
a coinpaay that was interested in. a firm that was 

10 interested b investing in our ideu 

11 Q. Ax^ what was ^purpose of creating AitfaroCBie? 

12 A. The purpose ofcreatingArtbroCtoe was to taloe our 
ideas and our patents dot were dien fffed and to devdop 
them, to take dicm throu^ the regulatory process, to take 
them tlvough the commerctatization process, whidi means we 

16 bad to come up widk a dcm» that was regolaUxy 
approvable and manufactorable and acceptable to the 
positions and all of (hose siq)5 take considerable 
investment^ which was beyond what Hira and 1 were prepared 

20 toinvest 

21 Q. When you founded AithroCare, how many employees did 

22 it have? 

23 A. Twoempb^oes. 

24 Q. Whoweietfaere? 

25 A. HiraTbapliyal and his tedmidan. 
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A. At that tbne It was ia the basement of my hom& 
Q. AndDie.7hapliyal,fidhedoanyexperimeati? 
A. Yes. He^someind ep codeo d yandmcellabofatioo 
withaoe; 

Q. Andwhereddhedodto'c^^erimei^ 
A. httdany^bUshome^lifainklfeealltahis 
kitchen dnk. 

Q. How long did you do research and devdopment for 
Artftfo^? 

A. Between five and six yean. r 
Q. And why was it diat yoa stopped ddi^researdi and 
devdopmeat fior AitfaroCaie? 

A. "WelL over tinw as ArfliroOve matured as a coec^aay, 
diey would and it was the intcotioa all along that they 

15 would build dieir own researdi and devdopmeat 

16 oiganization and lure cngh^XTS and faacve people diat were 

17 then quite expert in building proto^rpes, doing testings 

18 and so my role dimfnf shrd over time as other ton working 

19 on die very advanced concepts but» for the most part» our 

20 work tapered off at probably the end of 1999. 

21 Q. AndareyoustillaconsnltastfcrAnfaroDBe? 

22 A. Yes^Iam. 

23 Q. And what does that now involve? 

24 A. DeaimgwidikgdmaUers. 

25 Are you bdng compensated is that Icgd matters 
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t would be tike this case, for example? 
2 A- Correct 

Q. Arc you being compensated for ihe work that you - 
for the time youVe pending on thu case? 
A. Yes. I am. 
Q. And at what rate? 
A. My rate for Finn is S200 per hour. 
Q. b that your nonnalcoDStiltiQgiate? 
A. Yes»itk 

Q. WereyoucwaAaiehoIderofArttooCaie? 

11 A. Yes. 

12 Q. Are you cuncntiy a shareholder of AxthroCare? 
A. Ye^Iam. 

Q. GotDg back to the early days of ArthroCare* did 
there em come a tiox vvfaere ArdiroCare actually stalled 
to sell products that embo(fiedyoar inventton? 
A. Yes,&crew8i 
Q. And when was that? 
A. The latter paitof 1995. 

you ever have a fonsal launch of AilfarocaiB's 
pnxhxtt? 

A. Yes»we£± 
Q. And when was thai? 
A. That was bFefaniaiy of 1996. 
Q. And wheie was that? 
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Q. And ai that time, how many cmployoes did ArthroCaic 
have? 

A. Tothebcstofniyfccollectioa»perhapsSOor60 • 
employees. 

Q. Mr.Hggcrs. areyoupn)udofthehiventtonsdiatyou 
createdT 
A. Yes; I am. 
Q. And why is that? 

A. Wett,ArthroCarewas&c,icjilythc--thefniitof 
25 yean of labor on my pait, working in d» 

11 clcdiosar^cal area alone and 30 years at diatp<»nt of 

12 <k)h^g rcscardi and dcvdc^mcnl 00 medical devices. And 

13 so^ you know, after an those ycais to see something go 

14 from iiy basement and Hira«s kitchen and our ideas arid otir 

15 passion to develop somedxbg that would be ttseM 

U n)cd&alfid4»dtofaaveUbcapiodt3ctdiat*soowsold 
17 wcddwideandhaveSOOen^loyoesaadeitatedalotof jobs 
IS in the process is gratifying. 

19 MHOeMASfe YourHonor,IlBveno furdcr ' . 

20 qnestioas at tins time; 

21 THE OOUKT: All xi^ Thank yoa 

22 MR. HEBCitr. lhank you, yow Honor. 

23 . hi view of the fact that Oasis also Snadi^ 

24 Nephew's direct could your Honor perhaps mendoo that to 

25 die jury cr should I? 
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A. ThfitwasonteoccB^OQof ttieAcadenqyof 
Orthopedic SotgeoQS; that was IQ dat particular year in 
Saa francisoo. 

Q. What vvete die sales of Aidsocare'sprodnctsb 
1995? 

A. 1 recall dxfywcrem die neighborhood of 200,000. 
Q. And how about in 1996? 
A. Over6milUoa 

Q. Did you ever take AithroCare public? 
A. Yes,we<fid. 

Q. And what does it mean to take a cozspany public? 

12 A. Totakeacon^anypubHcImeatioocdearScrdiat 

13 wc sought m May of 1993 private investors, venture 

14 c^italista^whidi means Ifaat only oertabmdividuals 

15 at that point could invest ia die company besides stock 

16 ownership that the foundexs like Thapliyal and I had. 

17 But when you go public^ it means diat any person who 

J8 would pick op and would pursue or learoabottAnhroCaie 

19 couMI»o'>^5t<><kdiroughdc Stock Ezdiai^tlvw^ 

20 their stodc broker, dirou^ die Internet even. 

21 So taking it public means it*s now publicly 

22 pubtidy owned, publidy traded Pkiorlodiat itwas 

23 closely bdd by just the investors and die founders. 

24 Q. And when (fidywi take ArdiroCtacpublie? 

25 A. February of 1996. 
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1 THEcOURTt I think probably ycu should because 

2 I'm not sore what you want me to nndoo, so go ahead 

3 MRREBERTi Yes. GoodafternooQ. 

4 My name is made Hebot and I am one of die 

5 attorneys rqncscQtiogSmidi&HcplKW. 

6 And Mr. Eggers here has been called as a 

7 witness to tesdfy by bodi parties, by bodiAidvoQue 

8 sod by Smidi & Nephew. 5>q jn order wcffinn KwIatc 

9 sdKdul^ die parties have agreed dot we wodd do all 

10 of dieestaimttationofKfoEggersatdiesaBiettne. S<r * 

11 dus win b^ in addition to crossxxaminadoo, Mr. 

12 ^sers will also be testifying as a witnfcss for Smidi it 

13 Nephew bSmidi&N^hew*s case; 

14 OtOSS-EXAMSCAIION 

15 BYKOLHESeiCn 

16 Q. Good afternoon, Mr. Eggers. - 

17 A. Good afternoon, Mr. BdKrt. 

IS Q. We have met before bconnecdonwidi your depositioo; 

19 isdiatconea? 

20 A. Yes>websve. 

21 q. rdjttstliketoaskafew^oestioo5cegar£ttgyoiir 

22 backsTDund and die history of ArdvoCaie and your 

23 mveotions. Okay? 

24 A. Yes, 

25 Q. First ofall,ycM'fe not a medical doctor <y physician; 
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I A. Yc$. 

Z Q. Yoafaaveibcin. Thankyoa 

^ You testified a few imwic&U ago about a sii^ 

4 electrode tioboduncat in the *882pattoL DoyootecaU 

5 that? 

6 A. Yc$. 

7 Q, AUrisJit Do you recall nvbetfacf and please feet 
S frtetolookatthedaizDSoTiiie'SSltfyooiKed^to 

9 answer this, but do yoarecaHiR^iedierdie^SSZ patent 

10 <&foctcd to dta apparatus of ifae device itsdf or is 

U instead dinct»i toward tejndbod of ttsiogaa^paratos? 
12 A. Wdl,att<^dieclatins»IdoQ'tknowiftiasb 
ly xespoostvctoyoarqi]estioii,tatalloftfacdaiinsiii 

14 '8S2artidatcdtoajnedxxL 

15 Q. AioetbodofQsiagadevice? 

16 A. CORCCt 

17 Q. Rad^dxaa die device ies;ii|^ 

18 A. ContcL 

19 Q. Pdliloe to luraiuiw 10 some of your IdstQcy before 

20 yoQ caimi^ wilds the ^;)ccificmvtx)tkx)S that 

21 by these three paieais; if dat*s all rigbt 

22 A. <Hay. 

23 Q. Okay. 

24 KOUKeBERl^ Gary^woQldlbeabletogBtPage 

25 1 of the '592 patent, please? 
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1 aScriatNo,817J75;ri^? 

2 A. I have to accqx what's writtcathere« because I 

3 cannot remember thatiwadxr without referring to the 

4 actual ^plication itself. But that's what it says. 

5 Q. IhavetfaeapplicatiQaforyou- 

6 A. Okay. 

7 Q. -ifyoa*diaceiL 

8 MR^HEBEKT: YourHonor,wehaveatiQniberof 

9 exhtbtts for Mr. Aggers. Would it be de Court's 

10 preference to band them 19 one at a ti2Q5 or >ve do have a 

11 set of binders that we could use. 

12 IRBOOURT: E's fine to haiul up binders. 

13 SometuBesit*a(Sntcn]t for a witness to manage dtem, so 

14 how many binders ace we caOdng about? 

15 M!L BEd£lCK Four. 

16 THE oomtn 1 dunk you Should do it one at a 

17 lone^ dicn, in that case. 

18 MiLHEBEaT: Maylhavc309? 

19 (MhlkbetthaiidedI>efeadant*sExlttlntllb^ 

20 ihewitoess.) 

21 BYKOLBEBERT: 

22 Q. Mr.Eggets,I\ejosthaadedyoawfaathasbeenmadeed . 

23 as OTX SO^ and I ask you if you can identify that'as the 

24 first patent applicatioo relating to your *592 patent; 

25 oamdy^dkeonedtttwasfikdcQJaauary 7» 1992t 
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1 AiKlwoddyoa be able to show die related 
■ 2 a^p^AicattoQ dacs^ 
J BYMR.HEBEinr; 

4 Q. N<m, Since yoo hive 116 pal^ats, you've gained socxie 

5 fiuniliaritywi&dePktBOt Office and its ^sterns; 

6 A. 119, * 

7 Q. rmsociy. Myapologise. 

8 A. That^sokiy. 

9 Q. The front page of evay patent lists any rdated 

10 U^.applicBtioa data that misJkqip^ to that palem; 
a light? 

12 A. 7hat*scootct 

13 Q. And diatappticatioo data rc&is tote 

14 prior applicatioos that are related to diatpartieiilar 

15 patent; risbt? 

16 A. Cocrcct 

17 Q. Sotherdaledapplicatioodataihatwehavein 

18 front of us Inhere is dsezdatedfl^licatioo data 

19 for the *5W patent; right? 

20 A. Yes, that's vtbU it says. 

21 MtLHEBERT^ Gary.couldyouhig^iU^liie 

22 last two lines of dial» please? 

23 gYMR.H£BEia^ 

24 Q. So die first patent application oniKdttdidte*536 

25 patent abased was nicd on January 7, 1992, and it had 
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1 A. Yea. It does comspond to whai«« ^^MlgKierl dim 

2 inyeOow. 

3 Q, Obiy. llieittvciitian that's described in diat 

4 paxticularapplicatioii, die one that was filed in January 

5 of 1992, is an inventioii related to sofDednogknow^ 

6 aogioidasly;'i$duKtooijecC? 

7 A. Uttfsconect 

8 Q. Insttaif of dectrosuigeiy; ri^it? 

9 A. Now This device was actualfy an ekctrbsorgical 

10 device Ithadcuriem&wdirottslidietisstteto^oeate 

11 an intended and purpose effect 

12 Q. What is the field of angioplasty lelal^ to? Is 

13 diatidatedtoworfccmsbottltojcHntsorkM 

14 takmg tissue away from die ddncrd)e gums? 

15 A. No. Angk)pks]y is related to diefidd of treating 

16 diseased vessels widsa die fKMfy»wfaediertbey*rc^in the 

17 beatt^wfaicfa would be cmnaxy arteries, or in the 

18 pei^iberalvessdsof theanns»]Qoie<^itBiithe]^ 

19 usaalty to treat partial or total occlusions in diose 

20 vessels. 

21 Q. To dear ocdusiom masteries? 

22 A. Correct 

23 Q. Whatisanocdttskm? Is that a blodca^ or partial 

24 bkxib^e? 

25 A. It's a blockage and is often referred to as plaque. 
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1 your recoUectioQ in connection with the deposition that 

2 I took for you in C6lumbtis» Ohio on October 15th: 

3 A. Yes. 

4 (Mrl Hcbcrt handod a deposition transcript to 

5 the witness!) 

$ BYMR.tt£BERT: 

7 Q. Now, Page 177, ifyou would, please 

S MiLHEBEKT: cbold 1 have P^e 177, G»y? 

9 BYMIt.HE8£RTi 

10 Q. And does this reficshyonrrecotlecdoaOtttKfr. 

11 Oarvcy knew about your woric in the an^oplasty Held when 

12 he spggcsted that it ixugte be applicable to arthroscopy? 
13 

14 A. It docs xciiesfa my meniory. I think the point is we 

15 werenotwofkinginanyjcnntway. He knew that I was 

16 working on soznethmg else. 
17 

IS 
t9 
20 
21 

n 

24 • 
25 
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1 Q. Mr. Hestin was your HfSt patent attorney? 

2 A. Tbat'srigbt 

3 Q. Mr. Ralph was your second patent attorney? 

4 A. Weil, Mr. Ralph was part of Townsend&TownseQd^ 

5 based bP^ Alto, California and so cveamaUy the levd 

6 of our worfcrcquiicd two counsel- two counsdrocrobas 

7 fnanTownsend&Townsend, so thqr were both working 

8 together for a period of timc^ 

9 Q. Okay. And then Mr. Ralph took over for Mr« Hesltn; 
10 li^ht? 

U A. Mr. Ralph was actually- joined ArthroCare as tfaetr 

12 in4)cuse patent oounseL 

13 Q. And that is when he took over the prosecution of 

14 yourpatcoM 

15 A. OnecL 

16 Q. But, in any cvoKl;^ Idea to use your angioplasty 

17 invention marihroscqpy was pron^ted by Mr. Garvi^s 

18 suggestion to get into n i tiiroscopy; rjgjit? 

19 A. Nb^ I doot Chink ft fairiy stales that it 

20 was our was cotnddental that We were working CO 

21 angioplasQr. ^f«ct»if arthroscopy»if wehadziHcQte 

22 19 ^A*80od idea marthio9eopy» we inigitf hove gone back 

23 and pursued our mteiest in angicfdasty. Ithinkall of 

24 niy previous expoicncebeiectFosurgay product 

25 development was the precursor or led to the work we did in 



A. (Continuing) He knew that I was worioDg on someduig 
else with Hira, but it was my close working itlation^up 
with Isba was at Hdnostatic Surgical Corporation, wixre 
we've all been, developnient of other surgical instrunxnts. 
Q. SoMr. GarvcylaiewabGutyt}urwodcatangu>pl2sty 
and SQggested that tee was'a growing market opportuni^ 
in anfaroscopy and that you should try to apply your 
tedmolagy in that area; is that light? 
A. Well,! think I would want to broaden statement 
that Bob Garvey knew me most closely as iny work on 

12 electrosuTgical instruments that I was devdcpnig at 

13 H emo sta t ic Surgical Corporatian when he was Marketing 

14 ^^Ftcddent and so it's really my work in that area 

15 that — that prompted his knowledge of me and his contaet 
1^ with me. It was coincidental that he nay have known we*re 
17 doing angioplasty, but thcre^s very little relatiooship 

IS becixraiihe angioplasty wcBk and wba we idtunatety did 

19 in arthroscopy. 

20 Q. Except that you daimod priority for those patents 

21 OQ these patents; right? 

22 A. Our patent counsel feh that that was ^propriatc 
25 Q. Okay. Was that Mr. Ralph or Mr. - 

24 A. Atdsat time, that would have been Junes Heslin 

25 0>booedc). 



1 angioplasQr-*ia arthroscopy; excuse ine» not the* 

2 a ngf o ph s ty wiodcaiooe; 

3 Q. When did yon have your discussion widi Mr. Oarv^ 

4 Was that early January 1993? 

5 A. HottwasinJuac^IxecaOyOf 1992. 

6 Q. June 1992? 

7 IHdsomethtng significant in die history of 

8 your work in ele ct ros u rge^ y h^pcn on Jamiaiy 23rd, 1993? 

9 ^aose:) 

10 nswnKESS: Yes. Based on my records and ^ 

11 notatk)nsofmye3q)erinie&taIworic,4iat date of January 

12 23rd, 1993 c^MnddeswiAtiK fimtinie I achieved this 

13 tissue removal by tfus process that speared vei%i^ 

14 dlfciait foxn anythmg I had seen before bi oonvcndonal 

15 dectros ufg ei y . 

16 Q. rd like to hand yoo two documents marked as D1X^52 

17 and 653 (handing exhibits tn die witness). * 

18 Can you tell us what ExfailHt 652 is, please? 

19 A. Exlubittnx-452 is handwritten notes in my 

20 handwridng, dated January 23rd» 1993, describing a -an 

21 experiflgm or a lest perfot m ed in nylaboratocy involving 

22 cutting cartilage and actually removing tissue. 

23 Q. Was this cartilage &at you had obtained from » 

24 fMeceofdttcken? 

25 A. Correct 
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I Q. Okay. Could you tdl us what- ExhibilDTX-<53 

I rdates to that vety same expeninent; right? 

J A. Ycs^itdocs. 

4 Q. And yoawrote it oa the vciysaiDC day, January 23nl« 

5 1993; cocTcd? 

6 A. CoCTCCL 

7 MR. HEBERT: I would move b 652 and 653. 
S i^0ei4ASl: Hoobjectioii»yourHi»or. 

9 IHECOUrr^ lhank>oiL 

10 DEPUTfCtEIUCs Soxnaiiced 

11 (Defendant*^ Exhibits No. 652 and 653 woe 
IZ metvcdintoevideooe.) 

13 MIL BEBERT$ Can wc have DIX-«5:.C2iy? 

14 THE wriNESS: I would comnaentdiat the exhibit 

15 he handed ne, I know a iDore complete cxhil^h was $i^p^ 

16 subsequently to defendant's counsel, ftat part 

17 exhibits ixttssins. 
IS ffYhOLUEBEkti 

19 Q. Thankyoii I appitsdate Chat IHuakyoamay 

20 actually be rcfcning to a letter on this edge hae7 

21 A. Well, there^s a bottom line snssbg and theie's a 

22 top Uoetfiatsixiws liK completion of iheeomiectua of 

23 the eircutt between (he 11^400 AJl^ vdt meter and die 

24 electrode; 

25 Q, Ok^. Sothereshoaldbealfaeupbera? 
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1 Q. And what you wrote up in your record of mvcntion 

2 was that by Qsin^ IS d)at word inudi or sudi smalt 

3 dectrodeS? 

4 A. That is much, but the word EJL, the letters ER. 

5 are left off of smalL Ud»uW be by mirig much smaller 

6 electrodes. 

7 Q. lhaokyou. 

S la a multxpHdiy of electrodes; it has been 

9 demonstrated tint ablation can be pofonnedM much tower 

10 voltage fevds. 

11 Now, as of the time that you <Bd this 

12 experiment on January 23rd, 1993» you had used mult^ 

13 electrodes in 3ngio|rfa$ty;ri^it?' 

14 A. Conect 

15 Q. But you had not yei actually used miiltiple electrodes 

16 in your ablation work; right? 

17 A, Hottoisyrecollectioa. 

IS Q. But you knew, based on your angioplasty work, that 

19 what you learned there about mility of the ixnatiplesina^ 

20 electrodes would be useful b your ablation wociQiigU? 

21 A. Wen, not really because the -all of the work in * 

22 angioplasty was operating at mudk,»Aich lower vottE^esso 

23 thattfaeonlyerrGCtthatwasbdngcreaiedwasadigfat, 

24 warmuig of the tissue to sofica the plaque or this 

25 ocdusicathatycadiowedearfSeriiitheiMnstrafioaso 
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1 A. IUg|it» because d»t*s a sxDgfe electrode on top. 

3 Q. 11)l8linet9a|ypearsa$xngfeelecttode@n<Ecatio^^ 

3 A. That's conect 

4 Q. And is lids ibc piece of dncken mnwmts 

5 (incficatii^? 

6 A. That's conect 

7 Q. Does this represent the higji-ftequwicy generator? 
S A. Yes. 

9 Q. And is ifais a bow] that ibe piece of chicken was put 

10 in? 

11 A. Na That's just an illustration because this was 

12 cartflage that was stilly in some cases stiH con nected 

U 10 Uieasatoiziy of the dscJoen, so it was nKoe extensive 

14 than just Ac cartilage. 

15 Q. More than cartOage? 

16 A Right 

17 Q. Etit this was sinoply an open bowl that you used; 
IS light? 

19 A. That was in an open bowl filled with dedricalty 

20 condndingfltttd. In &is case, uKne, 

21 MR.KEBERT: Coa]dwegct653bad^ 

22 BrMR.HEBER*T: 

23 Q. And dlis is the lec^d of invention tiiat you wrote 

24 up on Xanttaiy23r4 1993; conect? 

25 A. That's cc»rect 
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1 that when dm plaqtie was warmed by flie current flowmg 

2 through it, it would soften and ^device that had kind 

3 of a round btiikt nose on the front of it could be poM 

4 ihfoogh. 

5 Ibat was*- that was a very Cerent process, 

6 Soiheooty similarity between the aogic^lasty and ti» 

7 arthroscoj^ is that soine of our embocfiments had more than 
S one eleotrode^lKit dm was no tissue lemcml winch m 

9 die purpose of d)ls experiment wiudk made it dramatically 

10 dinbeat from anything that we had berctoforoconddertRi 

11 orevtnwanted. Ihelasttfatagwewaitfedtodoin 

12 angiopbs^ was to start vaporizing or ntrningin^ 

13 that IS the pbque or the oodusioa because that would 

14 create an embolism. 

15 Q. the angiopUsty<fid not reble to ablation; right? 

16 Thb word bere^ ablation pndicattng)? 

17 A That's correct 

IS Q. Okay. Soasof the date yoo wrote this, fusing 

19 mudi smaller electrodes and a mnldp&iqr of dectrodes, 

20 it has been demonstrated that ablation can be performed 

21 at much kywer voltage; levds, you bad not actually done 

22 an experiment that demonstrated dat ablation codd be 

23 performed with a muhiplicity of dectrodes;r^kl? 

24 A. Right We had only «•! had only desmonstiated one 

25 electrode ofa multiple electrode any. 
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1 Q. And that was- 

2 A. Since this was a very small wire. So I think, you 

3 fajow, to the best of my iccoUcctioiv since this was 

4 written over ten years ago»i was anticipatii^ the eosemble 

5 or atray of that single clcctnxfc that I had tested and 

6 its multiplicative effect of usinstnany of them to be 

7 gdng over the tissue, which v^dbep of couf9^ a aiuA 

8 more eindent way oficniovingdssae than having th^ 

9 Ettk single wiic; 

10 lite using many small electrodes to leniovc die ttsstie 

11 wouIdbeamDrecfTective way than the one sti^ electrode; 

12 light? 

13 A. Yes, where that cxpmmcat was coocemcdL Yes: 

14 Q. So where you say that it has been demonstrated diat 

15 abladon can be perfonned» you reaQy meant dttt yoQ 

16 expecting that you*d be able to demonstrate that based oa 

17 evciydusg you had done at that point; i^ht? 

18 A. I tfaittk that is a fair statement 

19 Q, Olcay, And so you went on at that point and yon lead 

20 in your lecotd of invention that this Invention en^sions 
2t the use of multiple electrodes in either non^olarmoda 
22 <ff bipolar mode with electrode tips bearing small radii 

^23 of cunrature or sxhall size to increase electric Hdd 

24 intensity mpioxxnu^ to tissue to effect ablation. 

25 That*s how you described what your invendon 


"■^^ * uu*>uay» may 

1 THE COURT: 1 take it there's no objection? 

2 MILDcMASt: msony. 

3 MR. H£BERT: I was waiting, 

4 MR.DeMASI: lapotcgize. 

5 BYMR.HEBERT: 

6 Q. Mr. ^gers; I'm handing you what has been madced as 
7 

8 MR. HEBERT: Your Honor, would you caie to 

9 comment to the jury about bterrogatories? 

10 11IEC0URT: All right bterrogatories aie 

11 qucsdons that arc asked before the trial from one party 

12 to another and d)e answers that are given are given under 

13 oadi and so thQT can be used as evidence in the trial 

14 All ri^ Mr. Bebert however you want to 

15 proceed. 

16 MltHESERT: could I get Exhibit 40d? And 

17 rd like to refer to the portion on die first page^ if you 

18 m blow d^ t^ a tilde bit lower and die text paragraph 

19 aswdL (XsMf. 

20 BYMR.He6ERT^ 

21 Q. This Interrogatory Answer, this is in die fcrmof a 

22 letter, but diis refers to January 23rd, 1993 as bodi die 

23 dateofconocpdooaswenasAedateofredixdooto. 

24 pracdceofdieseparticttlarclatros,CUims45,55,58and 

25 59<^the'356paleat 
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1 enviaootd in your record of invention of Jamtaiy23rd» 

2 1993; rigW 

3 A. Cootct 

4 I should point out that behiw the area dxac 

5 youhigjiUghtedtDytllow.itdoestben^)^^ 

6 to- 

7 MR.HEBERT: Gary^canyoabadtoffsowecan 
S seewhathe*sicfeixiDgto7 Andcocddyoaht^iUgfatthe 

9 nextpofdoo? 

10 THE wnWESS: NOW if s refcnrag to Oat 

11 specific experiment experiments pcrfonncd today. Good 

12 a(blationof dnckeanurnscus tnTitiomsalInt 

13 Miniscus partially above surface of salhK. Astainless 

14 steel monopolar electrode was used and good ablation was 

15 achieved at voltages between, and it goes on to talk 
l€ about d)e voltages: 

17 BYMR.KEBERT: 

It Q. And that describes the e;q)crimeQt that was reported *• 

19 A. Ri^ And shovm in die sketch. Right 

20 Q. Andthisisyour signature on January 23nL 1993 at 

21 tfaebottom? 
22' A. Contct 

23 MlLHEBEia^ YourHonor»wehave«a 

24 Interrogatory Answer Td like to offer. Exhibit DIX-40C. 
|25 (Pause.) 
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1 Doyouscetiiat^Mr.Eggcrs? 

2 A. Yes,Ido. 

3 Q. And fl« event diat occurred on January 23rd, 1993. 

4 is die event dot we*te talking about your experiment on 

5 the piece of duckcn miniscus with other diicken parts in 

6 the bowl ofsaline that yottpcrfoniKd on January 23id, 

7 1993, which you wrote up m your record of invention; 

8 ri^ 

9 A Right and tie-* and die extension of seeing diat 

10 single active dectrode to also h«iude its performance Id 

11 a conceived array of dectrodet 

12 Q. By extension, you mean your mental realization 

13 A. Rig^ 

14 Q. -•andi9predationofdiat;ri^ 

15 A Right Constructive reduction to practioe. 

IS Q. Constructive reduction to practice* Ihatmeaos - 
17 diatyoudidnotacMlyniakediemvendoo,butyou1iad 
Ig it formed concretely in your mirMl; right? 

19 A. Correct 

20 Q. ^Oule we're on Exhibit 406, if we could turn to die 

21 second pagcu. It*sliemKo. 3 of die '592 potent We're 

22 highfi^stmg that part 

23 Now, d)e '592 patent was conceived no later 

24 dian January 25, 1993, and reduced lo practice DO later 

25 dianFisbiuary8,l?93. 
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1 And I should coned that Ife Claims 1. 4, 

2 1 23, 27« 32 and 34 conceived and reduced to 

3 practice on those dales, not the entile patent. 

4 Do you see that? . 

5 A. Mnt-hmm. 

6 Q. My question to yoii, Mr. ^gsers, is: Asof January 

7 25, 1993, or Febnuiy 8, 1993, the devclopnaent of your 

8 invention bad not progressed to the point dsatH was 

9 being used on actual patieats; light? 

10 A. Tint's cmect 

It Q. Itwasonly beingasedme3q)eriroentsinbowbbf 

12 saline on various dndxn pans; ci^? 

13 A. Cttitet 

14 Q. hwasbeingperforniedbyyoainOhbaswenasby 

15 Dr.11iapltyalinCalif<Bnia;rf^ 

16 A. Conect 

17 Q. And yoa would call each other freqnendy and 
la exchange your notes and obsemtions about your 

19 cj^Naiments; rigjit? 

20 A. Conect 

21 (Mr. Hd>ert handed Defendant's Exhibit No. 657 
n to die witness.) 

23 BYMR.HEBERT: 

24 Q. Mr. Eggers, I've handed you Dix-6S7» and I ask you 

25 if you lecogrriTO ibtt docuiwcnt? 
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1 BYMR.DCMASI: 

2 And Dr. lhapliya) was doing a vaysimihtr experiment 

3 tfaatyotthaddoneinlatelanuaiy with a piece of chicken. 

4 In his case he used chicken cartilage; ri^? 

5 A YcsL 1 dank m both cases»diQf were ducken 

6 cartilage. 

7 Q. MiniscQS is cartilage? 
t A Miniscustscarti]age; 

9 Q. So you were bodiusiiifg^ same part of die dacken; 

10 right? 

11 A Wdl,iheze's cartilage OQ the back of d)e chicken 

12 as wdl and that's not ceosidefednnniscus, so the pomt 

13 t^fibiocartibgem the cUdoeo is- appears m 

14 several places of its anatomy dat has similar 

15 characteristics and is suit^ to these kind of testing 

16 pmposes. 

17 Q. And this is a drawing diat Dr. Th^liyal made of 
1$ faisexpcnmentofosiogapieoeofdackencaitil^hta 

19 bowl of saline; lie^ 

20 A Correct 

21 Q. Aodhe didddscoFdffuaiyS, 1993; right? 

22 A 1h8t*sthedatehxficatedoadnsfiKsiimle. 

23 • 
24 

25 
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1 A. Yc3,Iieoognt2eitasmUkehaadwritmgofffira 

2 llapUy^a, dated MfuaiyMw 1993. IMectonate^^ 

3 &ixdpageorY/fatdv«ldchisiUtlct7n5,bco^ 

4 alignment on the pager It*$ not all visible. Is^ 

5 supposed to be tot way? 

* 6 Q. I can help with that Im^suggestdsitl 

7 bdieve there are two copies of that suae documeat here, 

8 theftntcopy has the sideways page^ but the second copy 

9 doesn't Seeif tiiatbe^you. 

10 A. Oh. Isee. RxrUMrbadc 

11 Q. Yes. 

12 A. Yes. I see later on it is correct 

13 Q. Okay. I apologize for tet That*s howwegota)e 

15 A. Okay. 

16 Q. And this is a Fuc that yoo received ln»n Dr. 

17 Ibapliyaldiatho sent toyou OS Fcbniary 8, 1993; right? 
IS A. Ye& It appears to be diat 

19 KOL BEBEitn rd offer 657. 

20 MK.DeMASl: NO objectioa, your Honor. 

21 iHSOOUicr. ihaokyott* 

22 DEPUTYCLERX: Sonaxked. 

23 (Defendant's BdnbU No. 657 was tcoeived 

24 huo evidence.) 
25 
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1 

2 We^renotgoh^togodirouc^allof theifiOcRot 

3 patent appGcationi; but I diink dare's one more here 

4 Uatisusefidtogothrou^attddiatwottldbe — d« 

5 dnrd 000 ^ was filed on h^ 10, 1993. 

6 Doyouseedsat? 

7 A Yes. 

S Q. So Utat&edurdflpplicatioa in tins chain was 

9 filed on May 10^1993* Do you recall what diatapplicadco 

10 refcntd to? Was diataiiodicr angioplasty one or by theqi . 

11 bad you gotten into die ablation? 

12 A Ho. That was rdated to ablation and to hudally, 

13 ItfainkftescopeofdBtwasprobddyrelaledto 

14 ■rUaosoopy. 

15 Q. Okay. 

16 A It certainly was abhtfkn or tissue lemovaL 

17 Q. Okay. * 

18 <Mr.Iia)eithaadedl>efendai^*sE3dnbit 110.312 

19 to die witness.) 

20 SY14&.BEB£li:n 

21 Q. Tve given you what has been marked as vix*3f 2 and 

22 ask you If you can identify that ss the application filed 

23 on May 10, 1993, whidi was assigned Serial Ho. 059,681. 

24 die third ippHcadoam the sequence. 

25 A Yes. The certftcatloo on the boot attests to 
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1 the -to that fact 

2 Q. Okay. 

y MJL HEBERT: 1 offer 3 12. 

4 MiUDekASt: YourHbRor«ooobjccdofL 

5 THE COURT: Thank yoa 

6 (Ddcodant*sExbibUNo.3l2 wasrccdvcdinto 

7 evidoioa) 

9 BVMItHEBEItT: 

9 Q. tfyoacouldturD,Mr.^gcrs»to?agel9ofdie 

10 appUcattoii^ Ibal would be P»$e2(m die documeat 

11 A. Yes. 

12 Q. And in describing your invcotion, yoo said that a 

13 ceotral aspect of the present invcDtioQ is the ability of 

14 the probe to ddiver high energy Hux levels effectively 

15 only to the toteadcd areas. That is dtttaigct tissue 

16 and iu)t to surrounding healthy tissue or electrically 

17 c(mdocttng fluids. Fcfl* example, lumnal saline iirigant 
IS Such <£xectedcQcrgy transfer tesalts in sdecttve beating 

19 of the target tissue allows the prabe to ait»a(^ate 

20 or iccoQtoar the tai^ tissue. 

21 THs was **zc<emng to Figure 4«wfaea the 

22 t^ 12 of the probe 10 is pressed agzdnst a region of 

23 target tissue SO^soxne of ^ electrode tenmnals 50 will 

24 be in contact witfi^tarsettissQe^wlttfeodierdectrode 

25 tenunab may be bcootaavatbeleetricalfy conducting 



1 Q. And you agreed with it entirely at the time it 

2 filed? 

3 A. lhat'scocxtct 

4 Q. Okay. 

5 A. We're not <fis3grcctng about what I agitcd to. It's 

6 >(^t is the neamng of oeptral aspect 

7 Q. It raeaos at least it was a voy important aspect of 
S theinventioi^ri^it? 

9 A. Yes. 

10 MR. REBEKn Coold we go to the paragraph 

11 beginning on line 30»Gaiy» please? . 

12 BVMlLHEBEICn 

13 Q. Yoo further went oil and you sdd that m contrast 

14 to tite present invention* electrosQT^cal methods and 

15 apparatus of the prior art involving a sln^e electrode' 

15 exhibtt substantially reduced effectiveness whoa a portioo 

17 of the exposed electrode is in contact widt a low 

18 resistance pathway. For example, normal salioetnigant 

19 In those dretmistanoesy the majesty of power delivered- 

20 from the siiigle electrode is dissipated within the 

21 low reststaocedectricatly conducting fluids there by. 

22 significantly reducing the ca^iUty to cut or atialB 

23 the target tissue; 

24 Do yoa see that? 

25 A. Yes. 
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1 fluid70. 

2 And here you're describing some of the 

3 benefits that arose from using ^ small iwdtlpfe 

4 dectrode'cxnlKxSineats of your bvcntion; right? 

5 A. Yes, and that particular embodiment (k descripdoo, 

6 that was talkbg about the beoefUs of multiple electrodes. 

7 Q. Okay. And actually you said that ft was a central 
g aspect of the present inventioa; light? 

9 A. Yes: I think that was at that time our prefoned 

10 embo<£meitf. 

11 Q. YoQ actually viewed it as a central aspect of your 

12 mvcntioD;rilgfat? 

13 A. That is the terminology used rmsa^Dgit*s 

14 ccrtamly the preferred embodiment 

15 Q. Okay. But the texmxnc^ogylfaat you used 

16 patoit applicatioo Oiat you applied for here was that it 

17 was a central aspect of the present izrvendon, not merdy 

18 a preferred one; right? 

19 A. Yes. Hiat's certainly as you repeated, you know, 

20 the words that are stated theie I doA*tthifilcrmqualifted 

21 as patent cotmsel to be able to make that disdncdon. 

22 Q. Well, you read this applica^ before it was iilod? 

23 A. Yes. 

24 Q. And you signed it under oath; right? 

25 A. Yes, that's contct 
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1 Q. So you are not only calling d» multiple acdve 

2 electrode a^)ca of the bvention a central aspect, but 

3 you're further s^ing that you're contrasting it with the 

4 methods and apparatus of the prior art diat involved a 

5 ringbdectrode;r^f)r? 

6 A. Yes, for conventional monopolar electrosur^ety^ yes. 

7 Q. lliat'sallyouhadinrttttdbexewasooovcatioDal 
g electro monopolar surgery? 

9 A. 11»t's-dat*smy faHBipretadcnofekctrosuii^cal 

10 methods and i^peratus of d» prior art, conveotaaoal ^ . 

11 monopolar dectxosufgety. I mean it ss^ a single 

12 dectrode. That would be mooopdar. 

13 Q. Were you aware of bipolar devices b tiie prior art 

14 dat had a smgle active electrode? 

15 A. lhathadtwoacdveekctrodes? 

16 Q. K6. Single acdve electrode. 

17 A, Yes* there were some devices that had single acdve 

18 electrode. 

19 Q. And those devices, did they suffer from die same 

20 problems that you were ciiddzing here, where* if a 

21 pordoo of die exposed tetrode vrss m contact widi a low 

22 rcristaoce pathw^» the majtffity of die pofwer delivered 

23 from the sin^ electrode would be (Sssipatedwitfam the 

24 electrically conducting Ouid, there by signiflcaotty 

25 reducing the capability to cut or ablate the target tissue? 
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1 A. Id those devices d)3t had, that were Upolar, both 

2 ihcacUvc and Uje return dcctn)dc^wc pressed against 

3 the dssue; so the current flow path was vithindK 

4 tissMCL The active dcctxods, to my iecolkcdoii» WIS 

5 outside or away from the saline if it was even present 

6 Q. Did those sufTafnmt these same problems? 

7 A. Well, they dd not siiner from dteabccaiise- 
S Q. Thcy(fidnot? 

9 A. because both electrodes were pressed against the 

10 tissue adjacent to each other. 

11 Q. Now, the '659, rmsony.thethird ^plication in 

12 the chain, the ot^fimtwt are kokiog at now; the one 

13 that was fUed on May 10^ 1993, the one that had Serial 

14 Ho. 059,681, that*sExhibit312thatyoafa3verarn»t<if 

15 you;rigbr7 

16 A. The one ^ was abandoned? 

17 Q. It*soneof dieoocsdiatwasabaDdoDed. 

18 A. Yes. 

19 Q. b*ste one hi front of yon? 

20 A. Ihe one tiut*s abandoned, yes, d»t*smlnnt of 

21 ne. 

22 Q« The first one was abandoned as wdl? Ihe one filed? 

23 A. Correct 

24 Q. Several of them that were abandoned; nght? 

25 A. 


Pj«e30S 

1 Q. the *882, this application is incorporated into 

2 the *SS2 patent; right? 

3 A. Without looking to it - 

4 Q. Please da It siiould be Cohmm 1 m each of diem. 

5 (Pause.) 

6 THE WTTKESSt Yes. All three of the ones you've 

7 dtedaretncorpofated. 

8 BYMItHEBERT; 

9 Q. rmsony. I asJced the question actually the odier 
to wayarotmd. All dsee of the patents in sdt, the *536i 

11 the *m and die '592 incccporatediis^plicatioo; right? 

12 A Onoct 

13 Q. C^c^. Kow,yoahadtriedtodrvwadist£nctioa 

14 between monopolar and bipolar and I would Mice to ask yoQ 

15 about that for a moment 

16 The '882 patent is not linuted to bipolar 

17 electfOSUigeqr,lslt? 

18 A I will need to refer to it to answer the question. 

19 WeHpIease: 

20 (Pause.) 

21 MIC HEBCirn Gary, can I get Page 20 one of . 

22 dke'882? It diould have Cohmm 4 at the tq>. 

23 Ifyouoootdblowvptfaetopparagr^in • 

24 Cotenatt4^ Cinyoablowiti^les^ 

25 Thank yoa 
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1 Q. Bui; nevertheless, even thou^ftis was abandoned, 

2 you incorporated eveiything that is in 4b$ aifdicatkn 

3 in^lfaioepa1entsinsttit;ri^ 

4 A. Yes. 

5 Q. In Ae '536, you incorporated evexythiDg in Ais 

6 applicalion,induding your discussion abcui^ prior 

7 art;ri8|il7 

8 A. YC5. 

9 Q. And in tfoo' 882, you incorporated ^discussion 

10 sswdl;ii^il? 

a A. Now, were cextaxniy listed as the related 

12 applicatims, 

13 Q. Ferbapslcanbelpyoawidithat 

14 If you turn fxur^ into the patent, to Cdunm 

15 1 incadicascyouwillsectbere*sade$criplioaof*e 

16 baclcground of the invention. 

17 A. Yes* 

18 And the background of the invcntioa lists aJI te 

19 inventions Ibst axe incoporated — 

20 A. Conect 

21 Q. -actually, incorporated into Ae patent; risJ<? 

22 A. Correct 

23 Q. And for the '536, diis application is incorpoxatBd 

24 into ti)e*S36 patent; ri^ 
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1 

2 BYMlLEEBERt^ 

3 Q. And here in your *882 patent; yoo actually are s^fiog 

4 diat the highrfxequen^ voltage is ifaea applied between 

5 the active and return electrode tfvoug^tiie current Bow 

6 padi created by die electrically conducting liquid in 

7 ctdier a b^olar or monopolar s»aocK;ri^it? 
g A. Correct 

9 Q. InQaimUifyottwouldHketoturotodBU, 

10 pleax, of the '882 patent, and just confinn for us diflt 

11 Qaiml is iwt limited to buy polar, but also indudes ^ 

12 saooopolar* 

13 A. Yes, it would appear diatdiat would cover bodL 

14 Q. That would cover inooopdar as wdl,coixect? 

15 A. Cbnect 

16 Q. AUii^ Now, there are 119 patents, right, that 

17 you have? 

18 A. Pardon? 

19 Q. I'm sorry. lt*s 119 patents diat you have? 

20 A Conect 

21 Q. Okay. And in obtaining 119 patents, you understand 
)i s litde bit about validitv iwitmlf? risfat!? 

23 A. Correct 

24 Q. And so for the '882 patent which is not liroitcd to 

25 bipdar but also mchides monopolar, it's correct, isn't 
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JH m OKITt^ STAm DCSTttCT COOKt 






iv Ano roit tHt ptstftiet or ociAwuk* 


2 


PROCEEDIKGS 

- 




MTBftOCMkS COIirOMttOB* » CSVtt ACTtM 


4 


(Proceedings comiwaKcd in the couitroonv - 






5 


beginning at 9^0 am, aod ibe foUovrtng occi^ 




t 


6 
7 


the pfcscDoe of the jtuy;) 








THE COURT; Good morning, couQsd. lundCrstaad 








tfaoc ait no issues. Is ^ still the case? 


11 




10 


Ktt.HEBCR7^ I believe so, your Hooof. 


u 


9t30 o'elecK« A«iu 


11 


iKECOtncn Lel*s bring oor jury OL If the 






12 


witness 1^ take the siaaid, that wit! hel^ 


u 




11 




IS 




14 


(At ^ point dtt jury entered courtiooin 


IC 


AMtJUkMCtSt 


15 


and took their seats in the box.) 


IT 




15 


THE COUKT: Good monixng, ladks and gentleaaea. 




MOMUt« vxcHots* AX5ar c Tvumx 
•Vt JACK %vnmiruAf t«o. 


17 


Glad to see yoa aU heic. llVlqr don't we get started 1^ 


It 


rflffft JitfOM VOWtMp 


IZ 


&e continuation of the cross* 


M 




19 


Mr* Hcbeit* 


n 




20 


KOLREBEltl^ iha&kyoa, your Honor, 


«s 




2t 


« * * 


2S 


Of CicUl Cwktt »|inrt*y 


n 




H 








» 




24 
25 














AfHtAllAllCSS (CbctioM^ 


1 


* 


WELOOTSHAZ. * MAXOn 


2 


PtAEKHFTS TESTIMC^ 




$ 


OONIMIED 




4 








5 


^ PRIUP E. EGC^RS, having been 




nSKAUCHAJUDSOKrja 


5. 


previoQsly duly afTiniKd as a witness; 




. tY: WOXIAMIKAASOBKJOUISQ, 
XEXnCA. WALIEI.ESQ; asA 


7 


was resumed and testified further as 






S 




10 


- 


9 


MR.HE6ERT: Cood monung, la^es and gcntkmco. 


II 

Ml 




10 


CROSS^PCAMIHATIOK ^ 


(BMBsa Mncfattacm) 


n 


OOKDNtlBD 1 


M 


12 






13 


Q. Goodmoniaig^MhEggctt. 






14 


A. Good momxog, Mr. Hebcrt 




f1S{4UCHAJ(30ir 


15 


Q. Mr. ^ger$, I would like to band you an exhibit 






16 


thathasbeensBikcd2Sinx^5>A Ytstaday, Mr, Sggecs^ 


lg 


^?<wiwtt ftr Pi fi nAmf 


17 


you pointed out that DTX-«52 had sonae portions cut off at 


If 




IS 


die top» where yoQ couldn't see a line, tight around . 


» 




19 


hcxc» where yoo coddaH sec tiie letter L» and down near 


n 




20 


^ bottom, where yoQ couldn*t see 1 dunk the last lino 






21 


crtwa And ycu did point otst, quite conectly, that 


» 




22 


earlier m the cas^ the OMsplete copy was su{^lted, and 






2$ 


I ^ogi2B we didn't indode that yesterday, Iwantodto 


25 




24 

25 


adcyott if you can confirm that thb is die complete copy? 
A. Yes: Todiebestofmykno«dedge,dttsisthe 
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1 Q. meowasthat? 

I 2 A. Atkasttwioe. I bdteve it wwm November and 

3 agamb either late Febniaiy or early MtrdL 
I 4 idtBOBRDVir: Your Hoaor» at this tiimlsDOve 

5 rx^btoevideiioe. 

I 6 MiLHEBEitn tt'saooii-sucdoo;ii^ 

I 7 MSLBOBWmt Yes. 

8 IBEVIIHESS: YeS. 

I 9 UfLBEBStl^ Noobjectun. 

jlO IBEOOUKI^ ibaakyoit 

lit YHSDEPUiraEMC: SOmadBCl 

|l2 ^* cnaiiitifr$ExhiUtN».S44v«siece^ 

|t3 evidence) 

|l4 MILBOBROW! YolsrHoiior, I request pennissiMi 

lis ioi^pn)achBiidtodiowtbecxhil^totf)ejiBy^ 
|l6 IHCCOUKIV Sine* 

|t7 MfLBOBROV: Ladies and seo^^^oi, lito I 

Its waldKtetodoSstobaodtoyoaforyoiy i n s pcc ^ 
|l9 teSqii^ic bipolar abtadoiipr6be»iffia^ 
FX-SK . 

|b Q. How/Dr^Ooldberg^attUsttmrdlikeforyoato 
124 describe for us some of die lo^orcoinpooeats of dip 
|25 S>phyrebtpolarablagottpiobe> To do<int>rdlflceto 
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1 have tbe tissue we moved 

2 It also itts this btgeaiea over tm the 

3 return electiode. Ic*s iiBich taiger so that we have die 

4 high density* die cuncziteflect here and we try to 

5 sumnuze the current density over here. TUsistfae ' 

6 return electrode. So it has active dectrodetennmal 

7 aswdlasthcremmdectrode. 

8 NoWtX we wo e < Hs ctts si n g bcfore> placing is 

9 very, very> very impottant to how this device woriB^bodi 

10 in terms of making sure that everything is sale and b 

11 terms of ^tdng die effects that we want because we want 
n to treat die tissue mt certain wiy* Soqpadi^bveiy 

13 inpOftasL 

14 I need to pdnt out that die return dectrode 

15 and bow it's qpaoed on dds device is critical because 
14 dtts space between the active electrode and die return 

17 electrode not only gives it the effects, bat because the 

18 .•cdvecloctrodeisupltt^iec;oQadifrcRntplaK^it ; 
|19 wa$T»sedtWiieatlittiebooi«taotwiliidiatissn8^-tha 
|20 device itsdf Is deigned to have the return deecrode 

21 spaced cwi^fRMB the tissue. VsAadKr back and it*s 

22 Oft a <SQcrent plane; 

23 And de device is designed as well to Himt 

24 cootact by also having inCTlirfion down here and bade here. 

25 So they're trying to mmbniie contact wiA this retara^. 
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t putn^npictureofiliisdevioedtttisofteverydp 

I 2 of die device 
3 MlLBOBROfW: And» your HonoT, widi yooT 

U pcrudsdoQ» if Dr. Goldberg conU^)proadi the odi^ 

5 order to ex|rfain ttM* 

6 THECOURrt YC& 

7 THE WITNESS: Your Honor» thank you. 

8 MR^HEBDCn May I»yourHooQi? 

9 THECOUlcli Yes, you nay. 
jlO TBEWm^SS: thank yoa» sir. 
Ill (At this point Ibe witness t|nisie{^ down . 
lu from d» witness stand) 
|l3 BTMlLBOBtOWs . 

|l4 Q. So^ Dr. Goldbeia* if y^^^d please explain for 
|15 the jury what b depicted beremdds exhibit of die 
|l6 S^iyre bipolar diUtbn probe and describe the m^ 

1 17 cociqK)oents7 

118 A. 11ie8»9orcoa90oents.la<Eesandgendemeaofdie 

119 Jixy»aievety»veiydmibrtofliosediatwe*vedescribed 
to picvioudy in the figcres of Ae patents. For die cxaapk 
m here, Utts area here that looks like the ashtray b the 
in acdvedcctrode» die electrode tcrmifiaLri^ over here, 
p Thb b die ma at which dm b going to be the tissue 
124 effected de treatment. Ihbb the part dtatbgobg 
|25 to come in dose posidoo or touch die area d^at needs to 
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I- electrode aaxIi{»aoe it properly^ so diat it works and 

2 diatifssafe. 

3 How; tfab device only wcdcs if tt*s in 

4 dectricallyooQductivefhdd So imagine dds In die 

5 joiiitspaoe. Thejobt^>acebfinod wididectricdly 
4 conductive flmd VOien diat happens, die conent passes 

7 tfaroQgh die dedrkaOy conductive fluid and Aat energy 

8 creates a cuncnl flow path. The current is gdng to go 

9 between die ncdve and die fetnraekctcode hoe and dtftt 
ilO cmreaib going to create conditioosdiatb going totr - 
til cnaMedttsdevioe to treat die tissae. 
jl2 Q» All ri^ Thank yoa» Dr. Oddbeig. * 
{|3 (At dttapomtde witness dm lesunadtiie 
|14 witMSS Stand) 
Il5 fiYMILBOaaOVK 

16 Q. NofW,bd»5apl^b9olard>lattoo^obeured«t 
1 17 part of an dectrosui^cal system? 
jig A. Yes, dr, it is. 

[19 Q. Can yoi describe die sysfcm in wludi it bused? 
120 A. It*sdedgnedtobeusedinasyatemwidiaa 
{21 dectrosurgery generator. If wedon*thBveahii|l• 
j22 fiequcncy generator, diercwoo*t be any current between 
123 die active and die return dectrode and it*s designed to 
m beinasystcmwididectricdiycondiKdvefUd 
25 Ql Wow> b die dectiicaUy conductive fluid supply 
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1 MiLBOeRDW: Your HoDor, at this time I 

2 would move fX-m into evtdmce. 

3 MILHEBEiri^ KOObicctioit 

4 THE COURTS Ifaafik you. 

5 THE PETUnr CLERK: SOtnarked 

6 ^aiBtifrsExhilntNa 732 was itcetved into 

7 evidcaoe.). 

S MItBOBROV: May I ^proadi and publidilo die 

9 jury? 

10 THE count Yes. you may. 
It VOLBOSROV: Tbai^yoa 

U MILBOfiROW: Latfics aod seatlonen, Tvbftt t 

13 woddliIcetodooowistob8adtoyoQrx*7n.^vhklis$die 

14 control probe made by Smith &Neph6W« 

15 (Pause.) 
16 

17 
IS 

21 

22 

^ 
24 

25 
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1 certifier. It had this two*wire configuration, instead { 

2 of that a^icray. But from a functional perspective, this 1 

3 is the active electrode that is g(Hi^ to be the eiectiode 

4 in the area of where the effects are occurring to enable - 

5 us to treat die issue. 

6 Similarly^ here we see a return electrode. 

7 How^dns return electrode is a little different to the 

8 ooewe$awind)eSq»hyre.butit*sfimctiona]lyeqmvalciU^ 

9 The infolatioo only goes to faere» 60 d)e return electrode ' 

10 goes an die way anxnxL But we can clearly see how dus 
tl is much larger diaa die active dectrode, Sodnstsaa 

12 acdve fVmctionai electrode; Hus is \i^>ere tissue efiects 

11 am happcsiiig. And thi^ has hc» ^i^d^nMl ia mm^Ti^ 

14 dssue effects^ 

15 It is important to xncntioatittt we have the 

16 same issue widi regard to spacing. Ihcre is a ittce^aoe . 

17 between Ibe active ternunal, die active electrode dectiode 

18 tennifial and the return electrode; 

19 Now again, because this is aithrosc«^ic stvgery» 

20 tfaejdntisgotogtobefilkd withandectricaQy 

21 coodocthfeflnidrsudi as saline or bctatcdriogen; And 

22 dot IS something that is very important to remember^ that 

23 we are taHdng about devices diat work in dectiically *. 

24 conductive fluid. In die joint, we need die shoulder to 

25 be smroonded by dectrkat^ conductive flmd. 
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1 
2 
3 

4 Q. Dr« Goldberg, I would like you to explamaod 

5 describe for thejury die main conpooeats of das Cbolrd 

6 RFprodtict 

7 MIL BOSROV; widi Your Hooor'spcnaiss^ 

8 heai^^proochapictiBeofdieOootrolftF. 

9 ThaakycxL 

10 TOE vxiNESS: May I» your Hottoc? 

11 YHEOOuirn reSpyoam^. 

12 * (At dnspdnt die intDcssdn stepped down from 

13 witness stand.) 

14 THE VITHESS: Ciay» ladies asd gentlemen. 

15 Again, have ft blowup a doseup of die tip of d»t probe 

16 that was just passed aroQud. I believe it*s a pictme of 

17 that same exact one or ooethjdbideatical to it. 

18 This is where all the action is. Wbatlam 

19 sotng to dmw again is that die same live compooents dat 

20 die Saphyte has that meet the limttadons of the d«m 
2! ate piesent in this device^ 

22 Onoeasain»wcwiU go back to d» magnets. 

23 And here we can see at the distal end there 1$ an active 

24 clecnxxle electrode terminal Has acdve'dectrode 

25 tenmnal is a little diHereot than the one m 
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1 And again» becanse it's electricaDy condocdve 

2 flaids» wbenaaoter part of die system di8tisn*t dm 

3 probe, tbe hi^liequency generator, is activaied, diere 

4 wiU be a coneot flow pads between tbe active and the' 

5 relnni* That. eaxiesit flow padi is going to abet die 

6 fhndinaw^dniwe'winbeabletatxestatissae. 

7 ' MIL^BROV: Thank yon, Dr, Goidbei:g. 

8 (At this point dm witness iheoiesimBeddK 

9 witness stand.) 

10 BYMELBOBROV: ^ 

11 hkw, I would like to shift firom die C^trolRF 

12 product to die dnrd product involved here, which is 

13 caDeddieElectxoBbde; 

14 First rfalUI>r. Goldbergs have yott reviewed 

15 docuDCQtsintdatiootoyoiirworkinevahiatingdie 

16 EkctroBladeb this matter? 

17 A. Yes, I have, sir. 

18 Q. If yott would, please, f(»tne, as we had done before, 

19 ifycfacooldturntaVoluniel of diese exhibits^ 
30 A. Okay. 

21 Q. And first of all, let me ask yon to mm 10 PX>189 

22 A. I see, sir. 

23 Q. Whati$PX-l897 

24 A. TbisisdiehistrvctaonsforasefordieEkclroBlade 

25 system. 
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23 
24 
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used to inediamcallyitimyve tissue. Aod so some docs 
and some processes need to have that serxated edge to 
remove tissue better. And others need a smooth edge. 

^ &eie are some difTeieaces, hilt diey ate 
ootheine(toicaiside,rort(fifretcotrimction. Botm 
terms of the tf. the/ axe esseotiallyeqaivaient 

MitSOBROV: Dr. Gddbcrg» I would oow yoa 
to explain the significant components^ as yog had dooe 
before with the odvr devioeSp of the ElectroBlade; 

Ma^BOBAOWi: Yow HoQor, ivift fov perRtts$ioo» 
may be approach a picture of these? 

IKECOmO^ TCS. 

(At this point Ibe witness ttea stqjped dom 
fiom ds witness standi) 

TliE wnHESS: Hoe we go widi our tfiiid 

16 exhi^t Ottoe again; I am going to potnloot tfae five key 

17 coQ^Kments that match dtts probe 19 to the patents in sdL 
I ani sfaowii^ that it has die elements to make tius devioe 
ittfiinge^ 

Mow» becanse diis is - let's talk a little 
bit about the active dectrode electrode tenninaL Thia 
isatittleififlbcttt The reason it is just a lisle 
dEffereot is because now we have a moviqg part. Vebave 
dmt blade tbt rotates to. But because diese are in 
contact; ifaey can fimctioo* bodi ]deoes» die famer piece 



Friday, May 2. 20Q1 



1 A We tested it in dcctricaUy conductive fluid, itt 

2 saline» dm we tested it m<fistiUcd water. Anddien 
we tested it with die return dectrode in air. 
Q. Now»fmtofall. when you tested it In your lab 
with electrically conductive £lui<i in that case saUne> 
can yoa describe what occuned? 
A. When a hicJk^fieqoency current or volt^ was placed 

8 and dttfe was current flowing^ we saw at die active 

9 electrode a yellow glow, ttwdi as a gaseous doud. a 

10 vapor layo; if you win. over die active^ when it was 

11 activated in sterile saline. 

12 When that probe was broi^ hi contact with 

13 tissoea^sudi as cartikgeptitat actually had a tissue 

14 effect 

15 Q. What effect did it have? 

1^ A. It removed tissual It removed die cartilage widwut 

17 caudngdeq>ercoagntotioa And diat*s actually an 

18 m^ortant point, because dm are diffaent effects from 

19 diflweatcneifysQaroea; 

20 AlotofwhatwedoincaacerisheatiBgde 

21 issue and cooking die tissue. So das was a very 

22 different efTect from Reflect ^ we see in cancer- 

23 MILBEBEaT; Obfcctioa 

24 TBSO0UR»1Vhatisdiebasiat 

25 Ma. HEEERT: Re has testified about 
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1 and the exposed pieoe» as an active dcctrod& 

2 Ih^areandectrkal-dkeretsaa 

3 jelectiical ciwinecdon between these two just by tfie two 

4 of them to iKhin g^ even dtoo^ d>cre is no physical 

5 structure. 

4 Anodxr important aspect is tiie ictuttt 

7 e!ectrode,whidiyQacatt8ee^ditswitlcanyitbaci^ 

8 mudilarga than the acthfedectrodeL So here is the 

9 return dectrode that 1 have put over here. Again, wecw 

10 see diat the active is ^aoed from die return, and because 

11 dkis is ardvoscopy.dectrically conductive fhiid,lt*s 

12 gottobed»tsaUneer d)elactatBdrii«ers. 

13 And sure enoft:^ there is a cutxent flow padL 

14 All five dements of the claim. 

15 MIL BOaaoW: Thank yoq, Dr. Goldbess. 
14 (At this point die witness dKniesnned die 
17 witness stand.) 

la BrMa.BOBaowi 

19 Q. How, in coRocctioo with your work in testing these 

20 devices m your lab, dki you test die various devices^ 

21 lct*s start widi die Si9)fayre,b your lab, in £lf^^ 

22 fluids? 

23 A Yes»l<fid.sr. 

24 Q. What llmds (fid you test die S^yreablatioQ probe 

25 in? 



Page*.. 

1 coflgu l at io Q^apdtfaetestdMthetfidwasooapieoeef 

2 dead tissue. Ihere is nodimg bins report abont 

3 testing and demonstrating coagulatioQ. Aoddeaddssue 

4 can't coagnlatB^ 

5 MK.K»a0^. Yo«Hboor,Idiinkheis8iflaply 

6 describing die operalloii of the devioe nd the tfififerent 

7 effects die devioe m{ght have. iheSi^fayre does have a 
a coagnbtioa mode and it has a cutting mode. 

9 THecCKJRT: Butifbe,biact,didn'ttest 

10 dieo o ag u htiopinodaoolttanantbso^Iiedicddo'tbc 

11 taOdng about die coagjilatioomode^m terns of his . 

12 actuallyhavingdonediat 

13 TBSWiXHESSs Jfljnaydarity.yoarHonor...^ 

14 lBEOOlflcliyes;youinay. 

15 IBEWUNESS: ihadtyoQ. 

15 Several aspects. Let me darify and state that 

17 I ^d not see ooaguhtSon in die tissues, wfaidi is what i 

la was trying to say, but a <fifierent effect 

19 Wcroutindy -and! have publidxd over 20 

20 papers 00 perfwrnrngarthro-ablatioQ in dead tissues-- 

21 describe ai coagulation effect in dead tisvi iri. Andihat 

22 type of effect winch we normally observe b die stwfies, 

23 that we do to look at RP for cancer were not seen m- 

24 Ma.KEBEKn<>bjectiott. Koneofdttsism 

25 hisr^ort. If itisotopiyers^itttnot bhbtepott 
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THE COURl: Ve d> have co limit the testimooy 
U> the rcpoft and the mmis addressed durii^ the 
pretrial diseovoy. If we can do dut» that is fine; 

BYMR.60eitOV: 

Q. Lctineaskyoutoinovemtoadifreieotaibje^ I 
( dmoctsureiweiieedtogotntothaufraiddy. 

7 Let mc ask you, you nicntioncd earlier that you 

8 had d(me a test of the Sa{)hyre(>iobem distilled watttas^ 
wdL 

DoyoQiecallthal? 
A. Ycs;Ida 
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vras activated* we saw this ydlofw oranse gtow and the 
gas forming and» when wc broi^ the de\*icc in dose 
posidooing to the cartilage* we saw this tissue effect* 
the sanoval oTdat cartilage. 

Q. Did you use teCdntrolRP in any odier fluids ' 
besides saline? 

A; Ibelievetfiatli&dL 

Q. And what (fid you do? 

A. I placed ft b distilled water. 

Q. Andwhatldndofafhiidisdisdlledwattr? 

11 A. Distilled water is tiaditioDaUyconsidei^ 

12 DOQCooduciive IhiicL 

13 Q. Aiwi doa tfistilled waitr nr^fy^^ mnAi^ 

14 dectricalfiilid? 

15 A» All fluidsp all materials oooduct some dectrical 
l€ coodoctivity. Conductivity is a spectrum from vtiy little 

17 toalotasopposedk^yesAia It*sootah!adc-and-whito 

18 qcestioiL All fhads do contbct some electrical cuneot*. 

19 but (fistilied water is very, very <fifBcult to ^Ottdoct 

20 electricity* Compatedtothebocfytissues^tt'anota 

21 coodocttve flnid 

22 Q. What h^speaed when you used the CbotxolRF in dtts 

23 <£stillcd water that m ^ ooQCooductive fhdd? • 
34 A. Wedidw^see^glov.wcddatseethebiMes 
25 and wc 'wcre nnaUe to achieve ifae tissue effect 
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Q. What kind of a fluid is distilled water? 
A» It*s a noncooductivo flnid» 
Q. And what happened when you used die 5^)Jiyicb 
dus ooocoodocdve distilkd water? 
A. We did not observe the ydlow glow, we did not sec 
the vapor effect and we <fid not get die tissue effect tftat 
10 we did when the device w:^ in dectricallycondactivt 
flod. 

Q. You mentioDeddBt you also tested dttSapfayic when 
13 the return dectrodewub air and the acdyedectiode 
was in die saline; b that rigfal? 
A. Yc$,sir. 

Q. Can you describe for the jury what happened ^dm 

17 you used the Sfl^fayre probe b that mode? 

18 A. It didn't wodc. 

19 Q« Let me adc you now about the Control RF. Did you 

20 use the CoDtrol KF b your lab? 
A. Yc3,sir,I<fid. 

Q. Did you do a test of the Control Itfb saline? 
A. Yes,I<&i 



24 Q« Can you describe dat test and die results of it? 

25 A. WdL once agab when it was b die saline and it 
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1 Hour, (Ed you use tfieElectroBfaMleb your bb? 

2 A. Yes,l<fid 

3 Q. Can you describe whit you did? 

4 A. I believe datwt used it m saline arvlbdisdUed 

5 water once ag;ab» 

d Q. Could you describe what happened when you Qse It m 

7 saline? 

8 A. When we placed it agabst the tissue and activated 

9 it we did see a tissue effect 

10 Q. And about b die <fistillcd water? 

11 A. We did not sen the-same type of tissue effect ^ 

12 Q. Thank yoQ, Dr. Grfdbog. 

13 Now, I would like to diift gears a bit and 

14 talk with you about same of die daimsdiacAnfaioCxe is 

15 asserting agabst Snudi&llei^iewb this bwsnit 

16 A. Okay, 

17 Q. And I have pboed up before you and die jury 

18 is Cbiml of die *592 patent 

19 A. Iseediatsir. 

20 Q. And we have set forth die text of dusdaim on a 

21 d»l AttL first of alLm^la^ if you have fonned 

22 an opinion of wiiether or not Claim I of the *592 patent 

23 is In&inged on die Saphyre bipolar ablation probe as used 

24 b arthroscofttc surgery? 
A. 1 have formed an opiaioo. Sir, 



AxtfaioCaie v. Smith & Kepbcw» CA No. 01*504 (SLR) 



Page 415* Page 418 



A 15154 



Juiy Trial -Vol 



Cooden^lt 



Friday>May2,2003 



1 Q. AndiMteitsil? 

2 A. The S^yre probe inrnngcsopoa Claim 1 of (he *S92 

4 Q. How, could yott please walk OS iknK«htl»e^^ 

5 of Claim 1 aiMlexpla^o to the jury how those ckneats are 

6 satisfied by the use of the Saphyre bipolar ablatioii 

7 probe? 

S A. Wthyourpemusaoo? 

(Hc^. Clmml has four parts to U. Ibeie 
is the preambfe and dkco three subscqomtpaiagrapls. So 

11 probably die best way to do this is to go dsrou^eadi 

12 aiKl every oae of those paragr^ihst&dividuaUyaod see if 
U dseSapl^inKtidiose criteria. So if we look at Claim 

14 Kit says that it*s a method for applyii^ electrical 

15 esxTxytoatar^ateonabodystrucnseoiiorwidiia 

16 apatieiit*8boc^»dieaaelhodeomprisiisg. _ 

17 TheieistMXjoestioodiat'dieSApl^is 

18 intecKM to be Dsedasaa electrical deidoe,aaRP 

1^ electrical stBgerydeviwbdiejoinCspacessQdiasd^ 

20 shoulder and die kaec: So» yes; h does bane that a^ect 

21 toit 

If we move to die secood duog» second 

23 paragraph* positiorai^ into an eloctrodc tcnnhial 11^ 

24 least close proziad^widsdsetaigetsitCL As I diowed 

2$ yDn»litfeteeailto;thIsls^ben&d>eactioott; 
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1 says sudi that the return ekdrode IS not to contact 

2 wiA the body structure to generate a current flow path. 
Do you see that? 

4 A. Yespldo. 

MIL fiOBftOW: can you please put up the . 
$ coostnictioa of die patent langkage? 

And can you highlight Piaragraph 4, please? 

8 0YMK.8O8SOWt 

9 Q. How, what has been highlighted here is a portioo of 

10 die Court's daimcoostxiicdoQ about the meaning of that 

11 phrase, the return electrode is not ID contact widi the 

12 body stnicmre dot appears m Claim I of die '592 patent 

13 And yoo will see tint h defining that phrase, die Court 

14 said that die return dcctrode is not to contact die 

15 body at att diving die pcrfotmaiioe of the claimed nxthod. 

16 How,doyoafaavcaaopinLoawfaedierornoc 

17 that element construed by die Court is satisfied vtei- the 

18 Sq;ihytelnp<teablattoa probe Is taed? 

19 A. Yes^Ido. 

20 Q. What is your o^aioo? 

21 A. My <^mtCQ is diat portion of die claim wiU be . 

22 satisfied 

23 Q« HoWtdoesdiatportlooof tbedumascoostiuedby 

24 tbeCood require that die Saphyre^^olarablatioo probe 

25 return electrode never contact the tissue during ds 
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1 back here on dc fir screen* and dmt is die part diat 

2 d» video was dwwn yesterday by MhMarsden, I bdic^ 

3 What is diown is the area diat gets put into contact widk 

4 die —or at least in dose proximity to die tissnes to 

5 betreated. SoithasdiatekmerC 
And die second part of dtts, in die presence 

7 ofdectrkaSyconducdvefhddaswehavebeeatSscussiDg 

8 the ardiroscoptc surgery msaBne» in bctatedKiiigers 

9 fluid it*s in dectricaQy conductive flokl, so die 

10 dements of die aeooadparagn^h are met 
a Q. IVhat about die thtrd? 

12 A. Positions a rctumdectrodewidnn die ekctrically 

13 conductive fhttd such diat die return ebctrode is not in 

14 contact widi die body structure. Ihatdeariyh^pcns 

15 when die device is used and perh^weH get mtodiflt a 
1( little bit b just a moment Ibere is no question as we 

17 continue diatdnebgeneradonofn current flow palk 

18 between dke electrode temvbBal**dat^ die active over 

19 here - and the return electrode ~ back over hcrc» wbca 

20 the hSgfr- fi equency voltage is y plied. 

21 Sow in dxxt an die elements of dttsctofaa 

22 are met by ^de^ by die Si^ihyre device. 

23 Q. Allriglit Fm going to mark this accordin tf y> 

24 How, Dr. Gddbcig, you bad mcnttoacd diat in 

25 dus paragraph, positioning a return dectrode» diat it 
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1 course cf an endie arthroscopic procedure? 

2 A. Kbbitdoesa't Mr»Bobrow;yooi»sed«vay 

3 unportaat** 

4 M]LHEBEai^cb|ecjdoit Iddnkweareaigalng 

5 daim coos^uchoo* 

6 IHECOUIO^ VeU^ldsnkatt die experts ars 

7 goingtogKved»^pmonG]asmoonstnKtioii»sorm 

8 gdngtoallowdetesdmoiqr. Ifweooedtotdkdboutit 

9 ftsdier^ivewilL 

10 nmLBOBMOWz ^ 
U Q. Please go ahead sir. ^ 

12 A. I was about to t^ to explab to die members the 

13 ladies and geodemeo of die jury as to why das is a very 

14 isqiortantpdttt Hiedalmistalldngaboatamediodfor 

15 applying dectricaleneisyt so die issue is wfaediBr or 

16 not a de^^ infringes when die dedrieal energy is not- 

17 wheoitis being ^ficd. There are n lot of parts to a 4 

18 suigery^ liiclnding putting in the cainerit taldag out ifae 

19 camera^ taking care of die padentd»tdoo*tinvdved 

20 applyu^cbclrical energy* So die key is; is diss 

21 rnediod being inmnged when it's folfming die daim 

22 whxdi is when deeoetgy is being appUed? Sodieeoly 

23 way not to in^inge this daim widi die device Is to 

24 make sure that the ictum dcctiude -« 

25 aoLKCBEirr: objectioD. _ 
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THE wmiESS: - is dA^:ays in contact when (he 
cncrgyisoo. And as the videotape and Mr. Marjdctt 
suggested, vay clearly there is occasional contact 
frequently, bpt often there isn't The probe is designed 
to enable they're not beu^contacL Ifit*snotta 

contact, it's beb^infiiiised. e 

BY MIL BOBRO^ 7 

Q. Now, is the probe designed- g 

THE COURT: ihot ts an o(jectioQ here; and I 9 

10 know I let the amsv^ go on and perhaps it'ssomcthmgw 10 

11 ^wuld address when we excuse the jurors fcrluadL Alt 11 

12 right? 12 

» BYMILBOBROV: I3 

14 Q. HowistbeSapl^pro^dedgnedsodiexeani 14 

15 electrode win not bo in oontaet with the tissue? 15 

16 A. If we can have die figure^ 1$ 

17 I know there is a small version here, bot It 17 
IS will bo much more be^fvd if I can see the picture SO I IS 
1^ can point out at least two tfifferent ways that it's 19 

20 des^ned to pxeveot contact 20 

21 Number one, as I pointed out earlier, die 21 

22 active electrode is spaced on a diffezent plane from 22 

23 the return electiode so that viteidtts Ism contact with 23 

24 the dssue, there will be llQtd swimming over here. 24 
" And the odwr point, which iTOs pointed oat 25 
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from active to return. 

Soa^asn, all the limitations of Claim I ore 
nwt by this device and, therefore, this device meets the 
criteria for tnfringanent that ts claimed. 

Q. Dr. Goldbcfg. again focusing on the lai^uageabotit 
the return electrode not m contact widi the body 
stnicturc, can you explain for the jury why you believe 
that that particular tangua0s is satisfied when 
Control RF product is used? 

iHECOtAtn lknow,ibe$ameobjectioQ. 

MR.HEBEia^ Ifs going to be die same Issoe, 
your Honor. 

TKBOOUR'n Ycs,itis. So I*m gois^ to let 
it. go forward. 

iHE WimssS: Again, tflis entire probe is going 
tobepbcedintodiej<nntdtfougfaainetal n^ The 
surgeon is viewing d» tissue over here from another pott 
and he or die is going to be hriagn^ dug device, ifae 
ectiv^ closer to die target tissues. The return is q»oed 
back and it's on a dtfTerent plane. So thb device, too, 
is dcdgned to hdp promote die return dcctrode not bcmg 
In contact with die tissues. 
BYMR.BO8ROW: 

Q.* How,Dr. Oddberg. let's turn to tbt ElectroBlade - 
product made by Smidi&Hcphew. It's in die durd colupai 
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1 agaznby-IbelievehyMr.Marsdeohnnsdf,isd)attbe 
return electrode is insulated on the bade as wen as on 
die shaft over bexe to also try lo prevent cointact 
between dse retuni and die tissues. 
Q. Now, I'd Hke^ shift fi:om die SaphyreaxMl^^ 
some questions about de Control RF. 
A. Certainly, siTf 

Q. Does die Control RF, in your opinion, meet an dse 
liroiutions of Claim 1 ci die '592 patent? 

10 A. In my opinion, diere is so question diat die Control 

11 RFmeets eray limitation of aaxnil of die *592 patent 

12 Q. Can yon please explain for us your basis in fotmmg 

13 diat? 

14 A. Wen, if wo go through the daim language -onoe 

15 again, widiyomrpenoission — we're talkmg about a 

16 device that is sxq:^x>sed to be used widim a joint, widun 
n die patient's body. 

10 The electrode terminal is placed widdn close 

19 proxmity to the tissues to be treated It's ardiroscopy, 

20 soft's in electrically conductive fluid. 

21 The letnm dectrode is positioned bade and» 

22 xcinexnber,tt'saIsoon.aIowerp]ane^sodi8tyoutiylo 

23 make sure diat it's not in contact 

24 And dicre is a current flow padi when die 

25 generator is on through the dcctricalJy conductive fluid 
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Have you formed an opinion whether die use of 
die ElectroBlade infringes Oahn 1 of die '592 patent? 
A. I fenaed an optnioa on diaC; toa 
Q. WoddyoQ pleased us your opuiioo? 
A. Kfy opinion oooeagam Is that the ElectroBlade also 
infringes upon Claun 1 of die '592 patent 
Q. Cnyco please cxpUin your basis to tiie jury for 
fliat ooDdnsion? 

A. We can briefly, once again, go through an the 
dements. We're talking about a device to be used b 
dKsinidderordieknee. Theretsaaactivcdectrode 
terminaL There, it's in dectrically conductive fhud 
There is a return dectrode ^aced back, and ndn die 
energy is appGed, diere is an dectiic current now padi 
dirough die saline and it's meeth:^ the criteria for this 
datm. 

Q. Andinyourview.areaQthelintttationsanetby * 
this datm? 

A. Ihmyqptniontheyarcsir. 

Q. Dr. Gotdbcrg,ag8m I would like to focus your 

attfnfion on the hngmgg of tf^ tl^ tall N^ 

the return dectrode not being b contact widi the body 
structure. And, ooce again, I would ask you to explam-- 
and again, if you need to use te picture why yott 
bdievcdiatdiat language is met when dgCedroBlade . 
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1 product t$ used? 

2 THECOUim AUrislit Aiidlunderstaaddicre 

3 is an objccdoo. 

4 Mk.K£BEItr: sazneobjecdoiu 

5 TOT \m>4ESS: Once ^ain, the active ekdrodc 

6 is hcxvMthbcni of ibe device. Aodtheretuni 

7 electrode is spaced msudi a way that it's backhand that 

8 only dus piece fane is protrufis^ so diatwicntl^ 

9 surgeon, wfaca sbe cones and brings ihc device 19 close to 

10 the tissoe to be tztated, she is pulling down on'tetksue 

11 ovcrboe. And this is spaced back aiuiiwayfnmilbe area 

12 tobctieatoL And as kng as die return ekctrode is not 
n m contact \vlu!ed>at€ca:8y is on, t!tts device 11^ 

114 BYMJCBOBROW: 

115 Q. DtGoldbetg, let me now ask you some quesdoos about 
16 sonieclaisn$diatdqKndoodiisdaim,ioeaxiingt^ 

|]7 «ddanaddItioi»llxBdtatioototheUa^:uageorCUiiiih 

18 And what I have placed here for yen and for the 

19 jiiiy istfaetextfiomCbim3»Clatja4»aBiinllandCltt^ 

20 21 of d)e *592pateot»a]lofwHch depciuli^>onClaiinL 

21 Andletimadtyoa,nistorallwlj^ycohawfb^ 

22 an opiitton 

about ivfaedter &e use of Ibe Saphyie, 

23 Control Itfand die ElectroBladetnlnngesClaia} of Che 

24 *592 patent? > 

I25 A. Ibavc»sir. ' 
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A (Continuiiig) The enliie joint in die course of 
aithroscopicsmgeiy is imioersedtn saline^ or - 
electrically conductive Httid. * 
Q. Is die language of this claim satisfied by these 
diree prcxhicts? 
A. Ycs,sir,itt& 
llO Q. No«rwewiDtumtoCIaim4. CIdni 4 says die 
a jD^K)dcf Claim 1 furdier comprising (leliv^ 

12 electrically conductive fluid to d» target site, Doyou 

13 bsve an opinioii about wfaeiber these diree products 

14 iiifxiu^diatdaiix^ 

15 A. ffd»cisfhud-ycs,Ihavt» 

16 Q« What is your opsnioo? 

17 A. My opinioQ is that, once again» diis claim is 

IS infiringed bydiese date— diese three (ffodttctsiii^^ 
19 ihb daim of de*S92 patent 
bo Q. WiQ you pkase explain d)e basb. for your c^ittion 
21 to 4k jury? 

I22 A. Yes* Again, this daim is l»scd upon die first 
|23 daxicL It is a dependent daim. I stroqgly believe dni 
de first daim is met by diesedaee devices. And die 
I25 issue, tead<Mon is deHvering die cfcctckally -. 
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1 Q. Would you pkasetdl us d»toptmon? 

2 A. MyoplnkmisdBtdieS^h^inftiDeesdjes^arate 

3 daim. Claimed 3 of die *592 patent 

4 Q. And v*ati*)out die odw products? 

5 A. mCdntrnlRFanddsElectroBlademDewiseinfiinge 

6 upondiatadifidoDalciaifldL 

7 Q. Using die IsQgoage of the dain, can yoo please 
a explain for die jury die baas for your q>inion? 

9 A. Ican^widiyourpcnnission. Qatm 3 rtquires Oatm 
llO ttobemet^andlhopedtttrtisvebcenclearandhave 
In conunntiicated^ I foddmtaUdiree devices fulfill die 
|l2 criteria for infimgliigtipon Cl»m No. L 
|l3 It also icqi&iesinasersnig the target site 

|l4 within a vohane of electrically coodoctive fluid and then 
lis posidoning die return dectrodevndundtt volume of 
|16 dectiicaUyeondncdveihdd to generate die cuncol 
1 17 flour padt 

jia 

|l9 

121 
122 
|23 
124 
125 
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1 coodttcdveffand to die target site^ and dvt is utet 

2 bappens durirug die course of arduoscopic surgery* 

2 Because die codre joint ^pace is fa c ommnni ration, and 

4 because diecrdxipe£c surgeon wanU die eodre joint to 

5 befiEed^fliddlsddiveredtodiattargctdte. tot 

6 by it swimndng around, tt*s delivered to die target site. 

7 Q. Now, fa fliecowofdie case, Snutii&Nqjhew had 
S argued diatduslaaguage about detiveririg die fluid 

9 reqdreddiatdierh&dbeq^Tcddirecdyiadiefit^ 
|10 datyouwaofiedletieat Do you agree widi that? ^ 
Ma.HgWrirn Oljecdon. Helsadanga 
qoesdoo aboit ncontenlion legai^ dnm construcdon. 

Tbe Court has nibd on cfaamoo ns t r uctiat 

THECOUai^ lamnotsttwwhcreyoo are going 
wididdL AHweaieinierestedtonowlswbatlds 

opinion is at dtts point 

wia. aoaaoW: Yes, your Honor* The reason I • 

raisedd»tisbecause^»sIurjdcrstandit,Sntttii& 

|l9 N^>bewwiU be argmngdu* they don't irdn^ 

120 apardcular^ound. I amply warded to cover diat ground. 

121 THECOum WeHitcoddbedatweocedto 
|22 watt untare<firect for yon to cover ftat ground, make 
|22 sure Snadift Nephew covers it Vlydontwc do d»t 

124 MR. BOBROW: Thank you, your Honor. 

125 fiYMitaoBaowt 
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PROCEEDINOS 



(ProccedtpgsconmiqKcdfaihecqimo^ 
beguuuii^ai9:l5 ftjiu and ibc folkwing occuncd widiout 
die ptcscnce of die ^ny.) 



I 
2 
3 
4 

5 

7 

ft imcouKrt tttsMkntood ivc have nuhipb 

9 issoesaodlpesswenexdioaddiesstfaMedtttpitd^ 

to moo for IIS before bincb, so I have DOt-rvtseea 

U tbemodoiis.btitIbavenoto&vioQ$]yRadtfn6«n 

12 ArtiiraCai& llmowSiiiidi&Nqpbewbasasts^ 

U dm Setter mdlcatcs that d^ybavc an iswc Sol 

14 doo*tcafe who 9oe$ first Wbatev<a ctoeds to be 

15 oddmedbdixewebragdvjiiiXBL 

16 MS. BUJMENFEUk YOiirHooor»wc provided two 

17 xnock»siodiambenwlttch>vesen^daSi&idi&N^^ 
IS vndL 

19 I> Mttwm^bootgobgtobeoaicdax.io 

20 Idoa*tdiiDlcweaoodttidealwididat..Dr.aioii«ill 

21 beaftexhmdwaowodoatDeodtodcalwidi'dittl^ 

22 momin^ AfldldoaHlaioar if there ate depositioaitsatt* 

23 that stia need 19 be dealt widibcfoic we Stan this 

24 BQonuo^ or noC 

25 MSLLOUDOt Yoof Honor. Smith ANqteyteto 



WeS^COtSKALA UAKOBS 

ar^ jAuo aouow« BSQ, 

m«mir B3Q. Ml 



r^fio 



fBH4a»Mtocoii»je 

an vuiAKAMMSOB^ A.no* 

XEnHiLWAUDLesaS . 

iucci«a.Ms«ia^t8^ 



RSH 4 IfCKAttSOW 

ftTi MAaXtHBaOLI^B)^ 



nsMaucMAjMf 

»T: KUKmOLMamUUBCnq, 
KAK£irtiOmESQ.«>tf 

KAtuEuxe fusoon: tsq. 

<>OTrt for ri>iftntwf • 
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1 osthatdicfdooootmxietobaYcobjecdaQSlDOur 

MS. BOYD: caa discuss de dcpoddoos» I 
dkiok i;vh8t wooM be sxuKC appropriate^ to ^soc5S 
Nephews* IduDkdBt'sdiepiimsiyissne. 

THBCO^ntT: All n^iL I am confused about 
diis h eca n gc I thoui^ the pmpose of givisg you all 
Wednesday was to allow you to icanaoge yoof resources 
10 so that we ooddaocomxDodate Mr. Marsdea*s problem. 

Theletlercoines8sassprise;if notashodc ^ 
to iDe» because yoo aie telling nie ts» despite kiK^^ 

13 ditt Mr. Marsdea has a problem»yoa all apparently have 

14 rdtbpiudeol to go fofward under your orient trial 

15 strategy. And I resent to some extent d« fact that you 

16 aie potting me m die position of seeming to have 10 

t7 balance a trial about money widi someone's mother* b|tf I 

IS thougbt that I trial to mate the best accoouttodation I 

19 coid4 and ;|>parentiyyott*ve made no accommodatioo» none 

20 whatsoever. Andlfiadtbat peiplexmg,if not 

21 distiessing. 

22 And tnist me wheal say I need no distress ia 

23 mylifcdiumonnttg. So you tdl me what you did with 

24 Wednesday that leads us to having to discuss this again 

25 today. I don't laulcrstsnd. 
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1 

3 
4 

5 
6 
7 



MS. FRESOOTT: Hc's saying that 
MS.ljOt1>EH: Your Honor, then: were privilege 
logs exdianged in ^ case. IdonHhavcithandy^butl 
would bet that tUs doatment was ^ 
privOcg&log. Bml donHbavethatberctolodcaL 

Agm, what Mr. Roos testified to is he 
vndcistood ite issue was bemg looked into by attorneys: 
a That does tioCuKsn that \^ was being discussed m this 
9 doctixncnticflccledaiycoininumcationJro 
10 Tlicrc has been DO cvideoR whatsoever of any aitORi^ 
tnvoKement in this statem e nt . 

As I say. it a{ypeafs m the project design 
qusdi^. FDA can come look at it It's a tedmical 
|14 docttnieott 

lis THE COWCR Vdl, it had always been my 

Its understand that ledaiicd documents going to atton^ 
17 weren't privileged, so I guess I need some iwficatioo 
|g either that it has dways been listed as a privileged 
19 document or that at soinep(»nt in ttn«:» this paittcolar 
|20 verstOD of this particolar document was cbaned as* 
t privileged and dxie*$ some basis for it 

So I dooH Imow when dttS is going to come m 
but if, m the next hour. Ssu^ & Hepbew wants to gine me 
;4 Gopies<rf*wiBlamitc]mmslob6ihebonafideeI^ 
privilege widi respect to dds version of the <fcKamicnt 
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In 

113 



I 

2 
3 
4 
5 
$ 
7 
8 
9 
llO 
ill 

In 

113 
14 

15 



phn ii for das oomutg. 

L2st wcxfc. you heard lesttnioiiy from some 6ve 
witnesses. Wdtthcie ate abo other wa}fs Hot evidence 

can be mtrodueed and we win spend SOM tiRK tlttsmomSes 
hirodnciflg some facts that have bcco admined hy die 

aad rcacSng die testimony of sooie wbncises vrfao 
ace not tee in the courtroom, but who Uve been ipie»tioood 
previously under oodt > 

So let mo start with ^ adsuaod fSKts. 
Bcfofe tbe aiat tbe pvfe agmd that 
dxre are ccrtaia focts that are tone and te eaa be 
iDtrodoccd to you as adahtod facts and u to ivhich no 
ftmberpraof it ttcpiirod. SoFnigoiogto bcginby 
icadbg some of tboseadmitaed facts to yoiL . 
TfaefntiiHd9: Alkr May lit, 20ai, 
15 Smidi ^Hqiicwbds made; sold, and offcffd for safe in the 
17 Ihitied Stateateft^lovriDgaceiued products: Saplqne 90-' 
De^Abb«or.aepnsoom309a«. sapfayie^O-OegEee 

19 Ahbior,aern5onn309as. sapbym90-DegreeBBAhlaax; 

20 aEpnoMM* stphyio90-De9PeDAblalorwiihsiKtioo.MP 
9250im09683. SaphyredOHDegioa Ahbior wiihsnctip^ 

22 925013/7209^ Sapi9te90>DegreearAbIatGrviihiuc^ 

23 REP7MPm.€ollectivdytbeSapbjieL Dyooics Series 9000 
I24 Electn^l8deBeseelor4J.720S96l. Dtyories Series 9000 
25 ElGCtRfiladeResecloc;72Q970a Dyoides Series 700 
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1 andd)eba^forJt,IHnhwytoiakcalookatit I'm 

2 notcoavinoeddtttlt isrcadyatdiemcHneaa. 

3 Solooed-wenecdtobringdiejuryia Sq 
I 4 ifycciaUhaveddogslogivemetolookatwidtreq;»ect 

5 to these test dncc issues, you dKwdd^dwn to my 

6 Cleric here 60 1 can start looking at d»mwhetid«j^ 

I 7 COOiCS SL 

S MS.BOYD: lapdo^yourHonor. I 

19 ©ejected one fwalol^ectiod,wluditt to a new Plcvinsky 
llO designBtioo we leceivtdyesterd^. We received dns one 
|ll yesterday* 

|l2 MS. LOUDENS ve*ie not gmng to read that 

|13 transcrqiC 

||4 THeooUBT: An right Ibankyoa 

|l5 AUri^ Let's get Ibejucyocgamzed and in; 

lid (M das point 4e)wy entered d>e courtroom 

|l7 and took dnr seats in die booL) 

|lg THE OOWCI^ Ooodmormng»U<fies and gentlemen. 

Il9 l^logiae for taking some of your time tins 

20 moroii^ but if we take caic of ihb^ before you come io. 
2t djeoieticaUywe'n be more efTicient while yo«^ sitting. 
|22 Allright Lefsproceed. 

MS.LOUOEM1 Good morning, bdies and genttonen, 
|24 My name is Karen fecobs Louden, fmooeof theanwncys 
25 fcrAithroCaic. And kt me go over what our gcoera l game 



Mbo.VOSSe, DyoidesScriea 7000 BP. asxtiebe. 7205957. 
I)yoiatt Cbocml RP oexierator Adj^pacr. 7207908. 

Ho. I0» Smt& & Hepbew bessn rdcs of d» 
4 CbntmlBPmlbeUiBSiedStases kilBly 2001 and d»t 
ptodoa Bno was tfscoadnued fa die fim half of 2002. 

Ho. II. Saddi it Mcpbew hcgan salea of die 
ElectreBlade in Uehed States in March 2002. 

Hou 12. Soddk A Hepfaev hc«an sales of d« 
Saphyie la detMiod States in April 2002. 

Ha 13, Smidi & Nephew has known of 536^ 

patent UDCC laaoaiy 9, 1990. 

Hd 14.SaEBdi kH^bear bar known of te gS2 

patooliiaoeXanBaiy 9th. 1998. 

Ho. 15, SadA ft Hepbew hat kDowa of Ae 592 

patent siDoa lane 5th, 2001. 
Thaalcyon. 

How rm loiag to mm 10 i«4ni weeaS deporidoo -4 
tcstnaooy. And »« I »t*rted to say bcfofc, $ocnc of the 
wiliiesses win appear fife heie in eoistrocm, and you 
Ind Isora hfr. ^8(zs and Dr« Ocldbesf bst weau 
AidwOfo aho can btrodocc iwdmooy from peopte w^ 

122 nothBetotecoiirtrooo,hoiwfaolavepcevioasly 

123 teadfiod under oaihaad tint's weed! dcpossdoo 
24 tesdmooy. It w« called a dcposiikai where tiey were 
|25 ({ucsdoood uadcr oodL 
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1 'Answer Hot the cfUireprobe» but a portkm 
: ofit 

3 'Questioii: Whichpoctknof it? 

4 'Answer The (fistat end Maybe -not 

5 gcncnOy, I dcmH think more than two Inches. 

6 'QuesCtoo: When you say the distal end* are 

7 you referring to the eod that has the active electrode and 

8 the return electrode 00 it? 

9 'Answer Yes. 

10 'Qoestioii: btiie cases that y<m observed m 

n the October 2001 time frame, was there any flnid tint was 
12 introduced into thejotnts that were bcsQgopcr^OQ 
n using die bipolar ablation device? 

14 'Answer Yes. 

15 'Question: Was it saline that was mdiose 

16 joints? 

17 'Answer Idoo'ticmen^ 

18 'Question: Was it Rtoger^s lactate? 

19 'Answer Yes. 

70 'Ouestiott: What was vour rale? 

21 'Answer & would have been one of those 

22 'Quesdoo: Those were Ac two dM»oes»satme 
73 or Ringer's lactate? 

24 'Answ^ Geoeially^yes. IdonHlQMMf*! 

25 am not aware of another solution that would have been used 


Page 551 

1 s^noff on the release documenL 

3 •By Mr. Bobcovr. 

5 •<>iestiott: Was there somebody at Oratcc who had 

4 primary responsibility for the preparation of the IFU7 

5 'Answer I don't know diat there was one paswi 

6 whohadpdniaryiesponsibiUty fordiat(^^ 

7 MS. lOUDEH: la^ogiac. The answer on the 

8 last questi<n was cut ofL Ihe question was: 

9 "Was an IFU provided to the doctors that 

10 pcrfofincd the cases that you observed usmg this bipote 

11 ablation probe?* 

12 The witness* answer was: 
12 'Yes.' 

14 Chris, could you please pick 1^ at 69» 2? 

15 *QuestioQ: in all the cases that you observed 

16 you sa£d the portm of die b9<tepcobeduit was inserted 

17 intothepatzectwasat leastthetfistalendof it? 

18 "Answer Yes. Questioo. Was tiie active 

19 dectrode and dte return electrode of As Updarabladoa 
M ucvm, were wjose ctccuOQcs in contact witn eitner ftg 

21 safine or the Ringer*s lactate dtat was used during tfiis 
32 procedure? 

22 'Answer Tliey were in contact. Just to^ insert 

24 IntoihejoiBt Hi^ weie ia contact 

25 "Questioa: During the time diateoeigy was 


1 *Qoestioo: hcoBncction with your work in 

2 these cases, did you talk to any of the surgeons about 

3 nce(£ng to have either saline or Rinscr*s lactate m die 

4 joint caviQf? 

5 nA: MacFmin: Objectioo. Vague. 

6 TheWxtness: For Acse cases? No, 

7 •ByMr.'bobrow: . 

8 'Questtoo: For any cases; have you ever talked 

9 to any doctors about dse.need to have saline or Rii^s 

10 lactate b the Joint cavity being nperated on? 

11 'Mr. Macixnnn: ObjcctioiL Vegue; 

12 The^K^tness: For what kind of opecattoo? 

n • 

14 -ByMr.Bobrow: 

15 'Question: Bipolar aUatkn. 

.15 'Answer 1 don't recall any discussions 
17 spedfically about bipolar and saline or Ringer's lactate. 
IS *Questioa: Woe you involved in nny vt^y m the 
19 prqyaratiooofaninstructioQforuse^oraniFUjorwh^ 
30 carae to be called the Saphyie bipolar ablation probed 

21 -Answer Yes. 

22 *Questifln: What was your role? 

23 'Mr. MacFcrtin: Objection. Foundation^ vague; 

24 *Tbe. Witness: My role on the IFU was primarily a 

35 review for accuracy. Editing, essentially* Andldidbave j 
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1 applied the RFeneigy was applied between those, the 

2 active and return electrode of the bipolar ablatiott 

3 device, was the active and the return dectrode in contact 

4 witfi any of tesaUoe or die Ringer's lactate? 

5 "Answer The return would have been. The 

6 active* presumably a poftioo of it might have been, 

7 dfprndrng on d>e technique of daephyslciaa. 

8 "Question: So what you observed was that the 

9 activt electrode was in contact widi tissue? 

10. •Answer That's not all I observed but I . 

11 did observed the active dectrode was in contact wi^ 

12 tissua. 

13 • "Questioa: WhtfedKRFenergy was being 

14 applieif? 

15 "Answer ft was in contKt with tissue bodi 

16 whik and •'vrfaik it vires bdng applied and while it was 

17 beingappUed « 
IS "Quesdoo: * Did you observe tissue being ablaxed 

19 in the cases that you saw? 

20 -Answer Yes. 

21 "Questioa: In die cases dnt you observed vas 

22 there s<sne sort of a stonitx that was used TV screen or 

23 monitor that allowed you to see what was gonig on? 

24 'Answer A video monitor? Yes. That's how I 

25 observed that. 
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I -Qucsiioo: Solakekihatwassomcsoaof 

I a «opc that WM inserted into the joini$«*«ete 

3 was taking place; right? 

4 -AzKwcr Tteevras some sort of a scopes yes, 

5 oQuesiiofi: And <fid>oii observe that there was 

6 also soxne sort of irrigantdcUvefy such that the irrigant, 

7 dthersalioe or Ringer's lactate^ was fdiato the joi^ 
I 8 and then evaeualed from the jobt? 

jlO "Answer. There was definitcJy ddivery set tap 

111 fortteiirigant Icantieallyspeaktodctvaa^ 

III </lt. I don't recall bow that was set up, 
lis •Qocstiom Did yotttaaderstanddiat when these 

14 bipolarablatioo^obcsweictMcdiathceasesthatyott 

15 observed down in Florida, tot Acre was (totricalc^ 

116 that was nowii« from ibeactwe electrode to the return 

117 dcctrode? 

18 n»(fr.MacH3ritt: Wait 

|l9 ThoWmess: Yes. meaeoergywasactivatie* 

titttwasoociect That bvviiai would hare been occttning. 
|2l •ByMr.Bohow: 

-Qoestion: Did yoaonderstaod that that was 
occuriing while abtatioo was taking |te tot yoA 

124 were observing in tose eases! 

125 "hfr.MarfiBntn: Samedbjecdoo, 
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1 *Answcn Let xne see if I understand your 

2 (|ue5iion correctly^ 

3 ^Question: I will restate tt 

4 *Wasst>ouruaderstandnigtottbeSaphyre ' 

5 bipolar abbttoo probe was able to ablate tissue witoot 
$ to letum electrode bcootaavrith the tissue to be 

7 ablated? 

8 "Answer It eould ablate to tissue widKMt 

9 the letorn electrode being in cootact with any tissiK; It 
llO was not icqmrcd for to return electrode to be m contact 

II. with tissue In order to ablate to to active electrode;* 
lt2 MS, LCUDEK; woddyoa please put on to screen 

|t3 px-mwluch was previously adimttedukto evidence? 

14 ^3dn^pbced on to screen.) 

lis ^ByMr.Bdbrow: 

16 *Questioo: iryoulookat52425,totop 

17 paragra^ to first sentence that you wrote there is 
|l8 quote a conductive irrigation sobtioQ.sudi as 

19 ofRin8Br^crslerifesaliDe,is re(|tiredte 
pO arthroscople deccrosmgical procedures. 
|2I "Doyooseewfantrmrefcrnz^totfaere? . 

j22 "Answer Yes. 

12$ "Question: Did you bdkvc tot statement to be 

|24 trvevitoa you wrote it? 

25 "Answer Yes. > . 



Paee554 

The Witness: Yes. 
•ByMr.Bobrow: 

''Qoestioo: h to cases tot yoo observed in 
Horida where to Upolar ablation tot canse to be 
calWSapl^revw being used, wasSywrtmderstan&ig 
that there was electrical current toe was flowing from 
to active ekctrode to to return electrode tfaroo^ 
dtor a saline or Ringer's lactate^ vi^Wdicve^ 
solution was that was being tiSBd? 

•Answer. The question wag, was I aware tore 
was dectiic current flowing? 

^Question: from to active to to return 
througjh to saline or Ringcr*$ lactate. 
•Mr.Mat^^rrin: Odjectioa. 
•Answer Yes 
-ByMrBobrow: 

-Question: Wwe it says full tissue contact 
way not be reqwitd. I take tt that Ujal's talkie 
to active aectrode and not talking about to retare 

electrode is tot tru^ 

•Answer Yes. ThaTsimpliedtore. 
•Question: And vras to Saplq^product» to 
your undctstancfing, deagned so that it eonW^M^ 

24 tissue and to return dectrode would not be toodiing 

25 to tis sue to be ablated? 

AithroCaxc V, Smith &Ncphcw, CANo. 01-504 (SLR) 
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nQoatkac By conductive br%atkmsofa»kxu 
<SdyoaoKaackctncallycoodactiv^ 
"Amwo: Yes. 

«t)uotioE Where i lays, qaoie; tttA wnff 
^kmU ootbeml do yoo 106 what rmieftmag 10? 
"AnsweR IsoeteL 

*<Qiic9te: Wfaeayottvnoiethb.dUyoaeoR£ider 
stnife water 10 be Doa-coodneiive fhiid? 
-Awwcr; Yes.* 

MS.touoeii: twwIwiaaSkmyeoOeai^DsvU 
Pol!ack,locanopby toiiHtncss fertooertfcwiead^ 

Ibe aeia depontioa tertiaoay win be ffooi to 
dcposWon of Diw hteioo, who was a MK»rr of Efccii^ 
Eivnecrine at <>atec, who Witt les6fy «b« 
OKSapbyiepcodnetandevafaiatioosoftoprodnct Sol 
will phy tofolc of to anomqr ^ i» «k«8 to 
qoesdottS tBd lA; Mlack vrffl answer <i0^^ 
"Qocste; Audit to Teflon iasdatSonoa 
I20 toft or ibeSiiAyie bipolar ablttkwpnbeT 
21 "Annicr Yes. 

I22 <X^iest>oa: Does to hwilation define to 

23 Bntoof totenraefc car ndU ? 
I24 -Aastwr Tbcrettctwobycnofto 
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*Questtoii: Of ifaefetuncIectrDck? 
"Answer Yes. 

"QucsticHi: M/fay don't you go ahead and lake a 
moment to leviewExlubitNa 39. Do you recognize thb 
doctonent? 

•Answer Yes. 
•Question: What bit? 
•Answer lt*s a copy of tbe slides used for the 
icnew» 

•Question: What is a dcsignicvicw? 
•Ansaner It's a meeting iKtoe the eoginoer in 

12 chaigeof the prDjoct describes the status of the project 

13 and describes the design concepts. 
''Questioa:: Who is the engineer in char^ of 

thisprojeet? 

•Answar; Kate KnndsesL* 
M&tXXJDEN: Your HoDor» I WDoId move f 
tntoevideaoe. 

MS. BOYI): HO defection, ycwif Bmr. 
THECOUrn Thank you. 
MS.LOUDEMI -questioa: Ontfaefintps^do 
you sec how there's a three-cohann chart? I'msony. Next 
?^ 

*AttSv^en Olay, 

•Qiestioiu Andintfaeimdd!ecdnnBi»iticfers 
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product 

■•Question: So at 120 waas and set cut mode, do 

you know what the maximum peak to peak voltagcls. on the 
Sapbyve bipol^ ablation probe? 

"Answo^, I could calcuiatc it 

'(^lestion: How would you cakulatc it? 

•Answer Ihe maximnm peak to peak voltage for 

8 Ac Vuican generator for a given power, 120 watts, is that- 

9 P<ww<fividcd by 200 times 320 times 2.8, approximate^ 

10 - MS. LOUDEM: ihe next set of witnesses that you 

11 will hear from were involved m the design and marketing of 

12 Smith & Nephews QectroBbde and CtatiolRF products. 
We're going to show one move video fornow and this will 
be of Dianne DeLucia, who b a clinical research associate 
for the EIcctraBladc and CootrdRF products, and her 
testimony win coRoexn die diiucal cvahalioa of the 
products. 

(Videotape pbyed as follows.) 
"Question: 

•QuestioQ: What did you kan about die 

21 EfectroBbdelUsector during your discussions widite 

22 prcy^ leader and the Marketing Manner? 

23 *Answer I learned -excuseme — I learned 

24 wfaatitdad I fearoed what the iw&cations for it wo^ 

25 Andlteanaedwtywewegedevetoi^it 
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todie1VttboVao90. I>oyoukiMywwhattfaeTbrboVac90is? 

•Answer Imeanlknowifsan ArthroCaia 
pn^ Icoddb'tpointitouL 

•(^xstion: Kfr. Marion, do you recall earlier 
tesdiying about the reiura electiode in die Oratee Sap^ 
prodoct? 

•Answer Yes; 

^Quesdoa: Andrortfaeremradectrodem die 
Orafee Sai^iyte product, is that covered by msulatioa? 
•Answer Yci 

•Questioa: bailof dierctaudectiodBia 
d» S^hyic l^olar product covered by msidatioii? 
•Answer ball die dectrode covered? No. 
•Question: So does die insulation of die Oratcc 
Saphyre product deftoe the Hnut of the return electrode? 

•Answer The return electrode die htsnlatioo 
defines the exposed portion of the return eketrode. 

•Qucstioo: The Insuladcxi docs not de/lae the 
limit of the return electiode; b dnt coneec? 
•Answer Ibat'scocroet. 
MS.tXXJDEK: Kcxt you will hear &om Kate 
Knudsen^ who was one of the witnesses that Smitti & N^hew 
tmficated it will call bter bits case; Ms.Kmid5eo 
was the project -for die Sapfayie. She wiU testify 
25 very briefly about die voltage lai^ges for the Saphyre i 
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1 •Qoestko: Now, what were you told that the 

2 ElcctroBbdeRcsectortfid? 

3 'Answer It provided mediamcalicsectioa and 

4 coBgulatiop capabilities In the same mstroaMot 

5 "Question: When you ay coagulatioQ 

6 c^>abilities in the same iiotiumei^ what do you mean by 

7 diat? 

8 "Answer Justviiiatltaid. 

9 'Questioo: Letmeasfcitafiulediffertndy. 

10 'When you use deftefmo6Qgnlatiott.wfaatdo .you 
U meaabydat? 

12 'Answer By coagulation, I mean diat it 

13 coagulated die blood in blood vessels. 

14 "Questioo: Were you told diat die ElectroBiade 

15 Resectorwasint&aiedforenhroscopicappltcatiooi? 

16 . •Answer Yes. 

I? 'Questioci: And were you also told Unt the * 

18 BcctroBlade Resector was Indicated for use in saline or 

19 a Ringer's lactate environment? 
30 TAttswer Yes: 

21 "Qoestion: And were you told that it was 

22 contra indic atcd for applicatio n s that <fid not use saline 

23 or Ringer's lactate? 

24 •Answer Yes. 

25 "Question: And in the world dut you wodc in 
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the mescal devices aad d» Uk^ wim does H nK3^ 
soniething to be amtnnxficated? 

'Answer U means that yoafocomrocndtfiat it 
not be tuder diose eiicuastaooes. 

"Qucsdoo: Iscc So, in effect, you wcte 
told that South & Nepbew was lecomroending that the 
ElcctroBlade Resector not be tsed widwut tiie presence of 
saline or Ringer's lactate in the joint cavity where the 
arthroscopic piocedme was being undcrtakea? 
'Answer Coaeot 

"Questioa: Are you fendliar with a prodntit 
12 called an Litelilctflaidsttnagement system? 
*An$wen Iknowtfaenaae. 
'QacstioD: Do yoa know what it i^ 
"Answer It*s « pump that provides inigating 
15 flttid dnnng operative i^ocedures. 

"Qoes&n: bitapunptet'sreade^Smitlidt 
Hephew? 

"Answer ItissoldbySnuth&He^iew. 
*Questioo: Now»inconnecttOQwiditfae 
E!a:troBlade Resector citnkal evahiatioost it it die 
case that ifae Elcctn>BUde Rescctor was used OQ ]i:ve 
hiunan betng^ff 

*Answer Ycsl 

"Qoesdoo: Were some of those opetatioos 
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who used the QectroBlade resector in the clinical 
evalnations to foltow any certain procedures or pratocob? 
'Answer Yes. 

*Qoestk»: What were die surgeons asked by 
SnudiA Nephew to do? 

"Answer Tint is contained b a document that 
has been provided ** 

"QuestsoQ: Which document? 
"Answer - m the deposition. 
"Question: Pardon? I^*tmeatttomteiiupt 
"Which document is dtft? 
"Answer Uwoold be the supplemental training 
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1 using the EkctroBtadeResoctor on live faoman beings 

2 performed m the United Stated 

3 "Answer YeSL 

4 - "Qoesdoo: Were some of dnn performed in 

5 Canada? 

6 'Answer Yes. 

7 "Question: Were tboee the two coontrie^ 

8 'Answer YesL 

9 'Qoestioo: What percentage i9pioxim8tdy, in 

10 approximate tenns, were in the US. versus Canada? Doyoo 

11 have any recollection of that 

12 "Answer Approximately 3 percent were 

13 performed in Canada aadq)proxlmaridy 9? percent 

14 pcfffonnedmthelfoitalStBfte& 

15 'QoestioQ: In co nn ec tio n widi fee dimcai 
\6 evaluadoos performed in the United States, were d» 
17 surgeons who use the EkctroBbde Rejector on live 
tg patKotsatskcd to use die device to coagulate u^ngltF 

19 energy? 

20 "Answer No. 
21 

22 "Question: . DidstxgeoM^ In fact, use die 

23 ElcctroBbderesector to coagulate using de Control Rn 

24 "Answer Some of dicm dd. 

25 "Qoestioo: Did Smidi&Htphew ask the surgeons 



1 

2 "Qoestioo: Were odier iostxuctioQS provided to 

3 dssoigeoosbySmtdi&Mephewhitennsofsiepsor 

4 preoedtties to follow when vsingttkeElectreBladeReseetor 

5 oo live patients mcfinicaievahatioos? 

6 . "Answer The snrgooos were asked to view a 
? traioittgCDpiior to going into soigery* 

g "Qoestioii: At^dung else dial the smgeons 

9 wereadQedtodobySnudi&H^icwinconoectioowtthdie 

10 cUnicalevalnatiottsbeddes follow the su^lemenM 

11 tnuningdioclJist and view dstiainbg CD before si^^ 

12 "Answer 

13 'QDesdoo: Did Smitfadt Nephew provide 

14 EIcctroBlade Rescctors to the swgeoos who performed the 

15 efinicalevaluatioas? 

16 "Answer Yes. 

17 'Qoestion: Approximately bow many - * 
IS EkctioBlade Resectcx- devices were provided to surgeons 

19 in die United States in connedioowitih die clinical 

20 cvaloanooS? 

21 . 'Answer Approximately t05. 

22 'Questioii: Were the ElectroBladeResectors 

23 diat were prov^ by Smith AHepfaew to d» surgeons far 

24 nse in dttdinicaievaluatioQS in die Umted States 

25 packaged fan steritepadcage? ' 
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1 expertise, if any? 

2 "Answer I really wouldaU claimmg la be aa 

3 authority on wbat the internal expertise of the fimwat 

4 'QoestioQ: Have you ever socq an actual Control 

5 RF as sold by Smith & Mbpliew? 

6 "Answer Know. 

7 '<^>csdoii: Hm you ever seen an actsal 

8 ElcctroBlade as sold by Smith ^Nephew? 

9 "Answcn No, 

10 *QuesticQ: Rave yoo ever heard of anyone using 
U either of those two devices? 

12 'Answer Md 

IS *QQe$tioo: Do yon understand tii^ the puipose 

14 of ^ leturn ckctrode on Ihe Control RF was btended 10 

15 be? 

1^ 'Answer Ibe fmrpose of the letoro electrode 

17 on a Control RF intended to fa& I guess I don*t really 

18 understand your questioa. 

19 'Qocsdon: Was die tetum electrode OD the 

20 Control RFmtended to be m contact With the tissoe? 

21 ''Answer Oli^oat. That's not my tmderstancfing. 

22 'Question: And ibr the ElectroBlade, was the 

23 letum electrode intended to beta contacted with the 
- 24 tissoet 

25 "Answer Nfytmderstantfingwaskwasoot 
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1 'Answer Yes. 

2 'Questiocu Did you draft dns document? 

3 'Answer Yes. 

4 "Question: And who a^ccd you to draft this . 

5 documeaC? 

6 'Answer TV Endoscopy Division of Smith db 

7 Nq>hcw. 

S O^deotape stopped.) 

9 MS.LOai>EH: YourHooor^atdustimelwould 
to move into eyidcnoe. 

11 ^ BOYD: HO objection* your Hboor. 

12 THECOUKT: lhankyou. 

15 (PlaindfTs Exhibit Na 735 was received into 

14 evidence.) 

15 Ms:tOUi>EM: Please put it on the scseoa» 
Id rx-ns. 

17 (Exhibit placed on die tcreca) 

18 (VideotB^ pb^ as follows.) 

19 'Questioa: Was dneanyooeinpaxticuter? '\ 

20 'Answer ItwasabnostoertudyDoi^ 

21 MacArdmr. 

22 "Questioa: And what did Mr. MacAithuradc yoo 

23 to do? 

24 'Answer Wdl, I doa*t know exactly, but front 

25 looking at this docutneii^ I tmsf^ne that he asked rne to ~ 
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1 intended to be m contact with dK tissue: 

2 'Questioo: And was the reason why it need not 
5 be m contact widi the tissue Is that dttse devices weve 

4 . intimded to be used wiQi mi ekctricaQy conducting flii^ 

5 like saime? , 

6 'Answer Hut's my onderstamfiog. 

7 "Questtoo: Ifl could have the Court RqM)iier 

$ mark as die next cxhiMt in order fX-735. a document tiiat 

9 I will hand up to you in jnst a moment And if you could 

10 just take a moment to look at dkc document and lell me if 

11 youRcogaaswhatitts^ 

12 'Answer 1 believe this document, what I was 

13 referring to earlier, has a sowing stucfy. Ihe title is 

14 initial assessment of die feanbility ofttsing lado 

15 fietpjencydectncal energy in new aiduoscopic surgical 
1$ instruments. 

17 'QuestioQ: And based 00 yooc*- 

18 MS. OQYP: Objectioo* your Konor. Iherc'sa 

19 roisstatoxwnt in the reading of the transcriptioa Ifs — 

21 fcasibattyisingrsufiofrequenqr electrical energy b new 

22 anhrosoopic smgical instruments. 

2) Ms.uotn>EK: lapologise. I Stand oonected. 

24 'Question: And based on your review of das 

25 document, is that what it is? 
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1 assess the feasibili^ofusingRPelectrical energy for 

2 ardiroscopic instnaneatSL 

3 "Questioa: Do yos know iHiy Mr. MacArthur asked 

4 yoQtodolhBt? 

5 'Answer I diink because diey were trying to 

6 deterndhe if tfaey wanted to get into the business or how 

7 they would get into die buoKss. I donH know exactly. 

8 (^deotape stopped) 

9 MS. uxiDET^ ifl could have die Court 

10 Hqwcter maiic as rx-M a document bearing Bates number SH 

11 0034455-. 

12 ^** (Ptamtifrs Exhibit Ho. 94 was roarloed for 

13 identfficatioa) 

14 (Videotape played as foUowsL) 

15 "Q<3estioa: If you could take a moment to leview 

16 diisdocumenc and kt me know when you've done to...' 

17 ♦ 

18 "Question (COatimiiag): And do you see in die 

19 To* line ofddsmemonadumdiat das was seat to Team 

21 'Answer Yes. 

22 "Questioo: Can you tdl me what die document b? 

23 'Answer It appears to be a summary of ABen 

24 Oslan'sundcrstaodingof tbecomposidonsof eioctrodcs and 

25 oetamtcsmcoonnercial products -in selected commercial 
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1 year for a startup company 

2 Q. Aod how did ifae company do ta 1998? 

3 A. Ifaetevmuesmortthaadoobkd Weact^ 

4 just over 12 miiUoa a 1998* wtdch was aa even belter 

5 second year. 

6 Q. E)uring the first year or two that ymi were there, 

7 did ArthroCaic add tievpnxlucts to its product line? 

8 A. Wedid. I dKXigbt it was vesy» very tjnportant d»t 

9 we be a veiy good product devclopaxniorganiTation, that 

10 we Ustea very carefi% to What physicians 

11 waiited,aiidtiiatwebevcfydili9eattotry«idoot<»Iy 

12 expand the prodiKts set, btit so we had inoiesi)ectdbtd 

13 instromcnts for different surgeries, but also very 

14 (filigenttoinipnTvetfaeprodnclssetiSocvealQSltuniecits 

15 that wc bad, we it rated lheni,broa^ cor newer 

16 mstnaneatstiMt had performance or better 

17 fbnetiottali^. 

IS So we had been very pioductive b product 

19 devdopment I think over the last six years* we've 

20 brought out iBore flian one new prodoct a inontl\ widdi in 

21 the medical device business bactuaSy a pretty good 

22 perfotmaooe. 

23 Q. Now» was there a time witeaArtfaroG»e came out with 

24 a new cocstrolkr for its probes? 

25 A. IherewasL 1 dxx^ it was veiy onpoitant &at we 
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1 MIL BLUMIBHFELD: Your Hooor, could hfr. Baker 

2 just step down for a mtnute to show die jury what these 

3 products ate? 

4 TKECOURT: YcsL 

5 (At diispobt die wimess stepped down frorn the 

6 witness stand and approached counsel table.) 

7 BYKOLBUA^ENFELD: 

8 Q. Mr. Baker, we have a box bore marked as Plamtiff^s 

9 ExMbita 

10 Could you just briefly explam to die jury what 

11 diatb? 

12 A. Sure. Utts is die System 2000 Controller. Youcaa 

13 see it*s got a metal casing on it Forapieoeof 

14 e!ectronics»it*srdathdy durable. 

15 And dien there are a number of connexions b 

16 dtt front where you would connect b die patient cable. 

17 whidi is a dot couneds dits eontrolier to die 

18 actual disposable device. And this is the part that 

19 actually touches dwpatkat This is shipped b a sterile 

20 padoge and tea after it*s used, sfs meant to be 

21 discarded 

22 And ^ cable fits into die cootrolkr, and 

23 diendiere^ also connections here for a- an actu^ 

24 control umt, to turn die dierapy 00 and off and to Adjust 

25 the level of die dierapy. that would be eidier a fo^^ 
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1 bring out a new cootrolkr platform to replace the 970, 

2 which is the coocioUer the eon^aoy was selling when I 

3 .joined die con^any^ one that would have fai^MT 

4 perfonnsnce, one that would we codd produce internally. 

5 We could build ourselves. Itfaou^tetwasavcry»vay 

6 impoituzitpieoeof die product deiftlopflECQteffiDrt and the 

7 overall strategy 

8 So we had sort of, I guess the medical device 

9 equivalent of the Manhattan project on trying to gel dds 

10 coatrdlkrrcadyfcraiarlQetandwelaandiodttlnHoYente' 

11 of 1997,aboatsixmontfasaflerljoinedtheeonipaiiy. 

12 Q. And is that controtkrstiU on the market? 

13 A. Itis. It has been an extreme^ reliable and 

14 successfaldefloc. lhat*s the System a Mouse Controiler 

15 Q. And bow many probes for arthroscopy does ArthPoCare 

16 haveootbemariDetnow? 

17 A. The arthroscopic product set indudes about 30 

18 different disposable devices today, so we've, as you can 

19 see, we've been very djligent b expanding die product set 

20 and trying to biprove it 

21 AiKi generally, w&at no uiese prooocis oo7 

22 A. Gencmlly,dKy*ie used for ardsosco^c surgery, 

23 wfaidi is surgery inside of closed joints and they aroused 

24 to citfaer cut tissue or remove tissue or to coagubtc 

25 bleeding blood vessds. 
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1 switch, viridch we dontban^ here, 

2 wentookre»depiemfingtipoa hdwthiBSiBg^ 

3 do dm piuocduruL 

4 BYVOLBLUMEN^LD: 

5 Q. And what is -* die probe that you have b your hand is 

6 marked fX«30. 

7 • Can you tdlvrhat probe diat is? 

8 A. This looks like an Dbnunatcr. In ^Tm sure 

9 icis. Ihisboricof our ••cur rnore popular probes. 

10 Ifs8 90-degro6p9ob& And one of the ones that wt 

11 broQght out actaaiiy shortly after die System 2000 was 

12 tntroduoed* 

13 Q. Okay. Ihaslc you, Mr. Baker. 

14 A. Yes. 

15 (At diis point the witness diea resumed die 

16 witness stand.) 

17 BYMlCBLUMEHmih * 

18 Q. You meotioaedardirosoopy a couple of times, Mr. 

19 Baker: ' 

20 What pctoentaee of ArdvoCare's business is 

21 b arthrosoopy? 

22 A. WeUvdiea I jobed die company, aU of our busir^ 

23 was b arthroscopy. It was reaUy die only business we 

24 had And today, even six years later, it*$ Still a vast 

25 ma jority of our business. 
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( ft*scfaen between 75 and 80 pcfoent of obr 

2 Saks in nK>st of the recent quartos tbdtev«;mllK 

3 first quarter of this >car was 77 percent of our safes. 

4 Q. And Ik^w important b«thfx»copy to ArthroCue's 

5 business? 

6 A. It*s kind of difncult to overstate the iinportanoe 

7 of arthfxlscopy device. It is the business that pays tbo 
S bills. It's Che biggest business, irs the business 

9 that's profitable. And widiout the arthroscopy businesSp • 

10 we probably would not be a viable eon^»any. 

11 Q. How, what types of patients are these anhrosooi^ 

12 products used with? 

13 A. You know, sonxtimes when you talk to peopfe about 

14 artfaro$copy»dKynmxKxliatcly go to sort of thinking about 

15 high ievd athletes. Those people aicpattenis»01ynqno 

16 atfatrtes. When yoa go bto a sm^cal suite and you see 

17 who*s getting aithroscopyoa any given day»yoa*ie going 
IS to see an kbds of people. Evoyooaftom older folks 

19 may have bad an injury or scone kind of d^eoerative 

20 disease to wedocad warriors like inyaelf, who any be»yo^ 

21 know, who maybe over did it a little Ut and need SQOia 

22 repair to some trauma or ixnybe the kids who may have hurt 

23 themselves playing soccer or baseball Arthrosoo^ 

24 surgeorbdone^just about die fUU.^edmm of the 
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1 we make ui researdi and devdopmeot That's die only way 

2 that we can earn a return for our ^larebdders and it*s 

3 very important diat we r* we get patents and dat we 

4 protect patents to piotea die reseaidiworic and the 

5 mvendonsdiatourdiardK^derswillpayfor. 

6 Q. How, you talked about die research work; Mr. Baker. 

7 How onidi did ActfaroCare Invest in research 

8 and development, say last yeat^ 

9 A. hi the last couple of years, we have almost 

10 continuously invested over 10 pocoeiit of our revenues bade 

11 in research and development, so wo are very (fifigcnt^Mut 

12 making sure dnt we sof&ientty fund die research and 

13 development effort because it is at die oore of eveiydut^ 

14 diatwedo^ 

15 Q. How maxqr United Stales patents does ArthroCare own? 
1^ A. I bdieve we have over 70 issued U5> patents widi 

17 over a hundred appBcatiOQS still peadaag,. . 

18 Q» Nbw,yiooondastaDdd»ttwoof diepateittshithis ; 

19 case are what we*ve been refcmng to as die '536 and^ 

20 *S82 pateoti9 

21 A. Wseocvect 

22 Q. And do yoa lemember wlien diose patents Issued? 

23 A. Yes. I beUcvediose patents issued bDeocaber of 

24 tm. 

25 Q. WasdntanhnpoctaateventloAtdiroCare? 


1 Q. And smoe AidooCare started marketmg piodiiUt n 

2 I99S» how many coQtrolkrs have been placed? 

5 A. We*ve actually diq^ or placed over 17^ 

4 cootrt^kr aoitsin tfaelastsixyears^ 

5 Q. And what types of places do you dop cootroUen; 10? • 
€ A. Ibetnajority of tfiem go to hospitals, although wcVe 

7 seeing more aiMl more of tbem go to freestanding surgery 
S centers or evc& the physidaos' offices ^itoe surgery mi^ 
9 beperfonned. 

to Q. And how many probes has Arthrodue sold? 

11 A. Wc*VB«ctaaliy sold over two milfioddi^ios^ 

12 probes, whichisaaastouDcfingomdKrforaooavaflyofour 

13 relative youth. 

14 Q. Now, you said.diatAithroCare^ revenues b 1996 * 

15 were about SSmillioQ and dm di^doi&led die fdlowing 
U year. 

17 What were AithroCare's revenues in 20027 
1$ A. CXo- 2002 revenues were just over S89s^]UoiL 

19 Q. And, Mr. Baker, are patents important to AitfaroCare's 

20 business? 

21 A. They're absolutely critical We're - we really are 

22 a platform technology coRspany. Almost everything we do is 

23 based on this tedmobgy that our foundcn invented It's 

24 very, very important that we be able to establish 

25 ownership for dc fruits of the cnonnousmvestmcnt dot 
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1 ^-A* Very k^portaatcveBL 

2 Q. Aadwiywaateaaio^ortaflteveat? 

3 A. Well ibese were the fiat and first pttats that 

4 tssaodsioceljanedtbeccinpaayihtticxfiy wcscbmd 

5 patents eovenqg die savcalioosftal- that had been made 
d dwt iwece at the core of our prodoet Baa 

7 Soitwis vcryiBD90rtaati9iis«-lirstoG^ive 

8 werevcty proud of thca became an tnouBQesamoanr of wodc 

9 had gone laio ten. ¥fealaodmg|a hwisvcn^haportant 

10 to kite world know those p»teols hid issoed. Boditfao ^ 

11 aidns>y« so tbQrfcPCW die patents cxinad^botahol 

12 deak iiivcatms tad IcgitSBMiieii^it to Icaow, too, 

13 So wo made a press release b December of *97, 

14 tdldas abcvt the ptftests. 

15 Q. Nbw,fol998»howw»sAithf«Care'tbiianessdlrealBa? 

16 A. CoaU you repeat the qiKstkoOt plcai^ 

17 <i h 1998, bow was ArdMCta'ibosbessdo^ 

18 A. Bowwuhdofa^ 

19 Q. Yes. 

20 A. 1998 aeaaOy was-* we more daadouiblBdieveane 

21 over tf» year before* and WB began to woricdilisea^f* 

22 tryic^ ~ lo t^y and begin the sutial efforts to 

24 aiifareteopy* 

25 Q> ADtf^hL Do you temenber a tfane la ibe stnaaier 
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t ofimiato AflluoCarewB9CMmeiedbySiiiftfi&Heph^ 

I K Ycs^ldo. 

I Q. Afidcanyoacxpbiatotfaejiicr^vlatibatcopiacl 
♦ wT 

5 A. Ibdievekwa^apboDccsllsndrmoocnife 

7 ivlx> wviny Chief FitttncidOnsctr at i!etmK^ 

S itcaaKial(>lo2]aRaffVsofnc& Bmitwuanm^^ 

10 ofacoofitotidtoinetttftcwftiott. 

II Q. Aa5«ttetifl»ihttcoatict came in. woe 7011 
12 nado awara of iK? 

U A. Yet. 

14 Q* Were yoa familaf widi Smidi ft Hcpbd^ hAbq tet 

15 coQtectwasmadel 

1^ A. Yes. Atlhat]niBi;aK**tflflfoi]rtetaf vat 

17 itaflymartfaroKopy ai4Sim6ftfkpbcw»pro^ 

IS iity»lco«npaaym a itbro« co p y iaittBttof aaafcttof 

19 prodQcti.iSBoorgaks.sizeors8latae. Soil-* 

20 kivoaldlmbeniot909sibfe80tiotapobea«waie<f 

21 tesL 

23 Q. AodvtedUyoanndcxuaiidSbaAftlMKW^ 

23 attfajoaoopy piodttct Kne to iD cl ode at dwt tMM(? 

2$ lacgoiftfKotcopy ptodact ftie;» IQicy bad tfviMoo 



1 >4R.HARS0Qt Noobjectioo. 

2 TIIE.OOURT: ihonkyou. 

2 DcnnYoatC: s^trttiked 

4 ••• (Plaiiiti0'$ExhaUNd.676v«recci 

5 evideooe.) 

6 BYMitBUJMQIFQi): 

7 Q. IT yoo look flt the Tim paragraph of the ktter/Mr. 

8 Baker.yooseethere^saitfcieDoetoaiDeetiivw^ 

9 HaimiatidyottonAi9Btl0»199S. 

10 A. Ibat'scooect 

11 Q. And <Sd yon attend tfiatiiieoiu^ 

12 A. Idid 

U Q. Wbetevastfaeinocdiig? 

14 A. lh&ineeticgiMttacQaUyheidatoar<M 

15 headquastasmSwoyvak. WchddkiiioQriBaia 

17 Q. And what was the piKpo$e of that meetisg? 

U A. Well, denocAigtvastiienMtingtet Smith ft; 

19 N^hewhadaslQedfa; AiiditwBslo<Escu3i^lgQess» 

20 broadt/^tfaepossDjilidesofwhatMr. BaUbnlftfen 

21 M^sftevebiisiDeasoppoctiimtiesbet^ 

22 aadSaddiftNe^KW. 

23 Q. Who wasatdKnoedogoQ behalf ofSimihftNe^iew? 

24 A. Mir*BairordimaltenBedii^l^.|>x«MacA^ 
wasatthenntlogaodhe'taGrotzp Maoi^tnR&Oaz^^ 
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1 systems, the piimp$3f8teiii6 for !h]iddelh^»d« 

2 ii i s l n i H i c iit ^fstOM^ haod i i isiHiin cttts as ^aidl as aort of 

3 proccchire specific implaDtaUe devices* like scrws; 

4 aachors; tfs&gs &2t mi^it be left b^stnd iaade a padent 

5 aspatt^aicpair. 

6 Sotfaqr badaveiy tioadaiUiiiwcoptcpcoduct 

7 tbcL 

8 Q. Howr^^dthatprodoalhieiiichideatKptteia^ 

9 fieqoeiicy device? 

10 A. No^it&tiiot 

11 Q. Doyouhsvoyoivtiotdxwkofexhtbksm&QOtof 

12 yoo? CaayoQtalcealookat£xhibil67f»naia^ 
U 1t*s probably the last one mte book. 

14 A. I'vegotlt 

15 Q. And what is Exhibit 676? 

16 A. Has be letter that b to KfissChristbeBaDDi* 

17 who at that time was Chief HnaocialOffioer» from a 

18 David Ballbfd* whose job tSdeblbted as TedmolocT 

19 Bussness Manager at Smidi ft Hqifaew. 

20 Q. And when was the letter datedf 

31 A. The letter bdacedMylTdwl^ 

22 Q. Did yott see the kner in the summer of 1998? 

23 A. Idid 

24 i^BLUMENFEtD; Yoor Honor, we ofo Exhibit 

25 676mtoevidenoe. 



1 Todd Fkvindcy also attended doc meeting. 

2 Beromd»meeting;tfdAithroCaKcaodSmitfiftM(B^ 

3 s^ a nondisclosure tgteemeai? 

4 A. IbefievelhatwedML 

5 a Ctoyoaial»elookat naiotiS*sexlBbit95byour 

6 book 

7 A. Ihmit 

8 Q. WhatisEii)ibit93? 

9 A. £xiabit9)ba--aQevalttatkm»Qoodisciosuie 

10 agreement. It's on the End oscop y IXyision» SaaAJk, 

11 Nc|^ieir kneiheacL 

12 It tt executed it looks like OQ die 22nd of 

13 jQfyl998. 

14 Q. bitexecntedboChbySmillLft^HBplKwandby 

15 AidvoQBe? 

16 A. Ihat'soonect 

17 MIL BUIMMGLO; Your Hbnon we move ~« 

18 PlabtUTs Exhibit 93 hicoevklence. 

19 MitMAltSDaf: Noobiectioa. 

20 THEGOUm Thank yoa 

21 DennYCUXK; soaaarioed 

22 *^ CPlaioiia'sExlttbitNo.93wasieoeivedinio 

23 evidenoe.) 

24 OYMIUBtJUMBIFeUh 

25 Now, did AitfaroCiBe want a nondbdosure agreement 
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1 belbreflxctmgwiibSiiiiib&N^^ 

2 A. A iKMidbctesufc flgrocxncnt would lave bocn oonml la 
) a needng of Ibis Qipe; pai^brty with an j^gou^ 

4 broad as ifadoaeSinhli&Kc^cMr lad foqocsicd 

5 have bcco powxbfe that wc would noc only potcntiany 

6 dtscttsstbecoofideodftlbmiDm topics, bmihatiM 

7 woatdbrndboiwcdconfideataltiidpioprie^ 
% lochucti topics as wdL 

9 Q. IxtTsiinbackiDibcnocsiQg ksdf.YheAn8USS 

10 t998iDnl2i«. 

11 Mft.BUM8ifaft Canyoupiit676bAdci9^ 

12 pieasc? 

13 STMLattlMOiRLOc 

14 Q. Atcfaeboaomortf)ep8gie;doyoa9eeteQr$ta 

15 ageDdftfonbemoan^ 
l€ A. Yet. 

17 Q. ADdMr.Balfc(difidic8tBddtttliewaseob8togive 

18 apicscattiionoftwfaotiSiBsib&Hcpbcwaodibcpawv 

19 Smtih AHepbcw^obal safes. Do yoii tee 6a|} 

20 A. Yes* 

21 Q. DoyoostaaesteiBlKdKrl^.BalfM 

22 picscaiirfoo n tfac nict6nT 

23 A. BBAiasaBunerofftct 

24 Q. Do yooioiiate^witttte said about Sii»6ibKq^c^ 

25 itssaksfisc^ 
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1 A. The entire Smith &Hq>bew learn talked to us about 

2 our tcchoology and, frankly, they were quite con^liroentary. 

3 1 think they had been hearing a lot from customers ind 

4 frmdietrcGstribitiors about our activities in die field 

5 «nd how dungs were going and obviously our sales numhffs 

6 had been going up quite steeply, so I think diey were voy 

7 awaie of die prwhict fine and they were quite coropGnientar^ 
S aboutit. 

9 Q. Now, at die August lOdi meeting, was tec 81^ 

10 discttssion about ArtfaroCare's patents? 

11 A. Thctewas. b was clear tons di^ were aware of 

12 dxat It's funny how it happened. 

13 We actul^ die just gotten die plaques in 

14 from die patents dut had issued back m December. VAka 

15 you get an US. patent, yoo get die option to puidase a 

16 plaqQe;^cii is like ft piece of wood wtdi a metal plaie 

17 on die front of it that*s the first page of die patent 

18 Attdwerouttneiydodntboc8useit's^yoakziow,alot.of 

19 work goes into diese patents and I can put diem 00 die 

Ai Wail. ciaptMfy^i wui sec uJClU oOQ SOe \DBjL SOQIC 

21 physical reimnder of tfie company's pnigress and dungs 

22 fikedds. 
23 

24 A, (Cooltnntng) Wo actually long diose plaques mdtt. 

25 conference room where the meetittg was to be held. And 
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1 A» ft was ft gcpcnl pcescotatioo about Sn^dh & H^Aew^ 
.2 somiaiwbaxiiWtlaKW^soascof'wbsA 

3 about ad only the -dkdrvoylar^ge presence in 

4 ardraoop/eadtestreag^ of tbctr global nlesgroc^ 

5 ami dnrodxr products that they bad, but also aboizt 

6 the broader con^m/ and other diviskm of the om^Mi^ 

7 and dKodierdvisioDS activities as woiL 

S MR^ttiJUENFEUh csny0atiiratoPaee2,Cliri^^ 

9 BYMILBUfMENmOs 

10 Q. At the top of Page 2 ax3r*s a heading under 

11 MacAithar*snain& Itsaysdbcossioaof ArtfaroCaxc's 

12 technology and bow it nielli qiwte» ItU tfe lMte» 

13 quote, m the Smidi&Neitovaidosoopyprodaa line. Do 

14 yoaaoediat? 

15 A. Yes. 

U Q. At die August 10th mcetiog was there a ifisossioa 
17 aboDt ruling the hofemSmidi& Nephew's product tine? 
U A. Yes. There was quite a bit of dlscosslonaboat 

19 that itfamkdiat was die central purpose of tbesDCcting. 

20 IfaBfeasondieyhadaslaedforit ^VHleSittihAH^hew 

21 had a Tcry large ardkroscoptc product fine, it really 

22 cfidnt have any pro(to that was like the ArthroCare 

23 prodooc 

24 Q. And^Mr.KfacArd»rtalktoyottaboEitAfdiioCare*s 

25 icchnologyT 
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1 dKywcrescttxDgi9fortfa6meedng;dieynotloeddiem 

2 and cmnmented on them. They adced us if those woe the 

3 plaioes for d» patents diat had just issued in December. 

4 AgiiB^diey were vciyoon^linKmaiy about de patents . 

5 themselves, 

6 And so k was very dear 10 us diey knew about 

7 diepotoots. .- 

8 Q. How did the AiigustlOdi, 1998 meedng end? 

9 — . 

10 A.. We had a broad ditttnsioo about the ways that dip tyo 

11 conpaoies might o^teborate and ^otaiy there's a range 
U ofwaysyoocpulddodat And then we ended the meetiag 

13 agiceiogdiat we would have further foUowt^^scsssioos 

14 to try to expkre some more specific ideas of types of 

15 c<^htboratioodiatitt«ht** that mi8^ work for bodi 

16 companies. 

17 Q. And were there further <fiscus$iooswidiSnttdi4t« 

18 HeplKW? 

19 K Ycs^dierewoe. There were a number of pbooe 

20 coBVcrsatioos and tglfponff r f nf t ■'wt i bdieva there 

21 were also facts as exchanged indurfiiiig a fairly specific 

22 preposal from ArtfaroCare for the business ret ationsiiqi. 

23 Q. How, Baker, can you torn to ExMbk 147, please? 

24 What bHaintifrs Exhibit 147? 

25 A This is a letter from David Balfofd to mc^ dated 
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1 August 27» 1998. 

2 Q. And- 
MiLBUJMENFGU): Yolff Hooor» we ofTcr Exhibit 

4 147 uitiievideiio& 

5 M!tMAftSim Hoo(jectiai,yourHa^^ 

6 TBE00lfln& Thank you. 

7 DEnnroatK: so narked 

8 (Pl8tntiff*sEx]iiUtHoLl47)micodvod^ 

9 evideooe.) 

10 MILBtUMENFELD: rutthBtvp. 
a BYMt^BUMEIIFaih 

U Q. Isdii$,inr«ot»tfiekneryoQiecdvedtxktSie 
IS miflKrof 1998ih»iMr.Balf«d? 

14 A. kit. 

15 Q. ItRfmtoatdqilmccxifaeoGeorAi^^ 

16 1998niiapo8sibfcdistribadcaallt8iioe; . 

17 The iKXtseotem says Smith AHephewo)^^ 

18 picfc»conaderiBgwtd«id6Cxdush^ 

19 u flbnsGioj ff rdaMXfhm 

21 The ooQaclisiveo|yd<tt»b dial lAst you M 

22 josticfaieltoastepiopoadlhatyooBi^ 

23 A. Thatrsccntct We had had some some sQooesses ill 

24 havB^eidatfon^widt other compaitobcfo^ We 

25 had proposed a iionexda«veitiatioiMiiy^ 
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I Simdi&NephewrmlhesQnunerof 1998? 
A. Wdt these WIS some <fiscussion bade aodfoith about 

they wanted and what «e*d be wUUoglo provide. I 

4 believe we proposed a subset of our pfoduels: They • 

5 oithxtttelyidtneddat proposal aiui we dtisa^ 

6 toseiltenardativelysmallquaiiti^orsocDeofour 

7 newer pioducti 

8 Q. Cao>x>ak)okatExiubUl70»Pbii!tifr$Exl^ 

9 in your ootebook, please? 

10 A. Ihavek. . . 

II Q. What tsExhtbtt 170? 

12 A. Thi$baBat0Kfr.I>avidBalford6oiasK. 

13 Q. WhatisdKdale? 

14 A. ItappeatstohavobeeQsedt Qo Septeadxrlhetlsl^ 

15 1998. . 

16 MiLBUM^irai): roorHbMr.weinm 

17 ExhiUtnOintoevkfaKe. 

18 MILMAXSI)EK: HDObjectiOCL 

TBBCXXflcr. Ihaokyoa. 
30 cn>in^aE3diibitNB.I70wt$i^^ 
21 evideaoe.) 

32 BYhOLDtUMENmO: 

33 Q. What was Ifait Fax about. Mr. Baker? 

24 -A. I believe dtts was our propoat to tfaea of what dKy 
35- A o old purchase for evahiatioci prodacL • • • 
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1 desi^ and iDaaniactnie some product for them thM 

2 eooUvse 10 fin the hole mdnr product line I gne9 

3 IstfiebestwaytopatiL 

4 - ThdrcooBter-pioposal and their strong 

5 ptdbenoe was Ibr an exdnaveoptioci, which would Im 

6 r wpiiiod us to exit the bwsinest and yve ttieoi sole — ■ 

7 have dna be the sole player hi die market Iheonly 

8 pcxsooout^MewidioortechDotoQr. 

9 There were a number of leasons, as yao can 

10 hna^ae^ why that was pcobkmaiicforiis. 

11 Q. Theie*saSsoai^ocooemthatp3ragjaphto 

12 samples of d» latest AithroOne system and probe 

13 tedaioiQgy^ 

14 DoyoQseedm? 

15 A. Yes. 

16 Q. And dtMingd»comm n nt c » fa 'onswidiSmidi& Nephew m 

17 tfaesunmKTof 1998»wasdmdisciBsiottofpio¥fclng 
IS san^Ies of ArdtfoCne products to Snidi^H^hew? 
19 A. Yes. hi partiodar. I recall tficy were hiterested 
30 m^ettmg samples of some of our most Rocatly designed 

21 WglifSi petlkniuance pwxtaets. 

22 Q. And did di^si^wfaydiey wanted dioseprodocti!? 
A. They said tfa^ wanted to do some testii^ and 

24 evaloadoo on theoL 

25 Q. And what products (fid you oltimntdy provide to 
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1 Q. And there was a note at die bottom d)0ut calling yoa 

2 with any cfaaoges or oommcots. 

3 . Do you remember, cfid you get aiqr changes or 

4 comments fiwm Smith Sc Wc|ji>ew? 

5 A- We&l 

6 can you look at Exhi^ 621 in your book, pkase? 

7 A. Ihsveit 

8 Q. Wbftb Exhibit 6217 

9 A. This is a Fax to OK from a Donna Dayliss. I believe 

10 it is,atSmitfK&)fcpbew, dated die22Ddof September 1998^ 

11 MR.BUA4ENmD: YovHbiior,wemo^I^am^ 

12 Exhilnl 621 bto evidence. 

13 MiLKAasoTOHOolleotioa. 
H^^. THECOClKlb Thank yoa 

15 DertnYOeKK: somndBed. 

16 (PlaintiersE]dnl»tNo.62lwasteoeiv^into 
n evideooe.) * « 

18 . vnt BLUHENFmi): Can yoo pot that op, please? 

19 . Cm you mm n> die second page? 

30 OYMJLBtUHeNFELD: 

21 Q. Whnt lsExhilHt62UMr.BJdKt? 

22 A. TlttsexhiHtba-aFazedpurdiaseordertfaatis 

33 signed It has a purchase order number €o it for a System 

24 2000 Controlla as wea as four Cerent 9pes of oar 

25 newer <fisposable wands. 
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1 Q. And weie these producu slapped to Smiths Nephew 

2 inl99S? 

4 Q. Now» the Systm 2000 lhat*s listed ftsdtfltr^ 

5 item, b that what winariQcd as Flamtt^ 
$ ( i n dic gti n g)? 

7 A. Well^yesL lhey*ic both System 2000 and. 

$ Q. And one of the probes that's listed. Item Ho. 3» 

9 dot's -it'slistcd as the BtnunatorWaod. 

10 Is d»t die same wand that has been csarixd as 

11 £xhitnt20CuKiK:adD«)7 

12 A. Ihat'sconect Ihat*s a -die probe attached to 

13 dkeendrfdatcabledmtsd)e£liniiiiator 

14 Q. Nowr- 

15 Mft.BtJUME}amZh Your Hboor, at diis time Wd 

16 inoveExidbitsl3aiid20intoevideooeL 

17 KOLMARSDEH: Hocbjectioa. 

18 tHB courts thank yoiL 

19 DErtnr CLERK: so marked 

30 (l1aiiitiira£)dttbtt$MKl3aad20^ve^ 

21 inlDCvideaoeL) 

23 BYMR.BUA4a«^U>: 

23 Q. Now, ^yfaeayoo send out probes gke d« Rfm^^ 

24 F^diat^ marked as Eidubit20L does aa iHJ go vKth^ 
A. 1hat*a oonoet. Rcsidatioiisicq|Uttcdiatcve(y 
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patents? 

A. It does have several patent numbers listed here 



MR. BUlMeKF£U)s Caa we turn to die second pa^? 
Right down at tf« bottom. 

BYMLSLUMENFELO: 

Q. Do >ousoe US. patent luimben listed? 
A. Yei. 

Q. Did AidvoCare at diet time»ttti998» list dK336 
and d« *8S2 patents in its ffm 
A. Ihat'scociea 

Now, diere's a diird patent at issue hcre» die 592 
patent lhaft not listed bem, is is? 
A. ldoa*t duck die *592 had issued in 1998. 

15 Q. Alii^ht hadifitioatosewfingoataaiFUat 

16 diotime^ did an opetalior*s manual go out when yciad^^ 

17 die System 2000? 

18 A. Yea* An opentoc'amamial is included in 

19 S^tem2000packi^ 

20 Q/Gtt yon Com to ilabtifrs Exhibit 668, pleased 

21 A. Okay. 

22 Q. mat b Exhibit 668? 

23 A. lUsiaaiiopccator*am8noalfiardieSystem:»)0QL 

24 dated Imaiy 1998* 

25 Q. AndwuQldacopyorddsoperator^siDanualhavebeen 



1 prochxt be dapped widi an iru. 

2 Q. AndwhatisanlFU7 

3 A. it*i an instructioos for use document h'adie 

4 document yoo*ve heard talked about ^tea bit bero^ that 

5 describes bow the jKoduct is to be used. 

6 Q. Gin you take a lode at Exhibit 667? 

7 A. Ihavett 

8 Q. Andii^is£xlubit6677 

9 K ThiaisanllVdocumeitf for'anArdiPoCafeArdiroWaal 

10 Q. Aid Is ifatstteJmdkat was betsgnsed to 1998? 

11 A. Una revision of die mi was done in July of 1998, 

12 so ddsia die one that wooid have been used. 

13 Q. And would a copy of duslHJ have bcca sent out 

14 widi die probes diat woe sent to Smidi ft Nephew in 1998? 

15 A. YcsL 

16 MR. BUJMENFEU): Your Honor, we oCfer 

17 PlaintEfTs Exhibit 667 mto evidence. 

18 MR.MAR3I>CK: HOobjecHoO. 

19 THEOomt^. thank you. 

20 Denny CLERK: So maikod. 

21 (PlaintifraExhflitt)^ 667 was received into 

22 evidence.) 

23 ByMR.BtUMSIFELD: 

24 Q. How, die iFUdiafs in front ofyou. Exhibit 667, 

25 does dat have listed OQ it any numbers of ArthroCare's 
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1 included with die materials scot to Sinidi^Nq^icw? 

2 A. Yes, it would bave^ 

3 MIL BLUdENFELD: Wc also offer Exiiibit 668 

4 mto evideooa^ your HonoCi 

5 MR. MARSDQ^ NO objection. 

6 iHSCOUEtl^ Tbaakyou. 

7 DEPUTYCLERK: Soinarked. 

8 ^laxntifrsExliilritNa 668 was noeivcd into 

9 evideooe.) 

to BY14R.8UIMENF6LO: ^ 

11 Q, Now, are AnfaioCaiepaleotsabo listed in die 

12 opesatof's nanual? 

13 A. Yes. I believe diey'ie listed In febadL 

14 Q. IfyoucouMturataPi^T.l **or7*l,I gue8sit 

15 is,please. 

16 A. Ihaveit 

17 Q. Axe die *536 and '882 patents also listed in dks 

18 mamial? 

19 A, Hud's concct 

20 Q. How, after you sent de controller and die probes 

21 anddiepq^erstoSnudiftl^bewindiefancf 199S, 

22 woe there fuidierdiscussMms with Snudi& Nephew? 

23 A. DtscusMQS, as I recall, went on for several more 

24 weeks, bef(»edi^ more or less petered cot sometime m 

25 diefalL 



AithioCaie v. Smith & Ifcpbew^ CA No. 01*504 (SLR) 



Page 629 •P«ge 632 



A 15229 



Jury Trial -Volttine 



Condeoscit 



Monday, May 5> 2003 



Pasc705| 

I Dr. Chodis a cancer sui^eoQ at Johns Hopkms 
and v^c'vcbrcwghthini hoe to testify as an cxp« 
use of clectrosui^c^ devices and also Uietr his^ 
their devdopnieot and some of the tednlcal backgr^^ 
you*U i»cd CO indnstaod m Older to itsoln the issu^ 
this case. 

DIRECT EXAMIKATION 

BrMS.BOYD: 

Q. I>r.Cbod,caayoointrodooey€Qi3dftotliejoiy» 
10 plea$e7 

II A. KfynameisMkfaadCliocL rmafiilHune Acuity 
12 iKni)er of Mms Hopkins in gcacnd mid OQCok«^ 

D livcbBiltimoce^Mar)iaiid. 

14 Q. And can yootdltfae jury yoigcducatiooalbadcpp^ 

15 $tiitiDgwidicoOege» please? 

16 A. IgocaBa^Klix'ofScienoede^slteUiuversity 

17 of CaHforeiam Irvine. I went to Yale Mnfical School and 

18 8ra<toteduil9S3» bidnygenetalsa^caltnimogatdie 

19 Utnvtraty of Pteon^ytvania fa Pbaadriphia, Wentontnd 

20 did a two-year sur^cat oncology l^ow^ at Memoc^ 

21 Sloane-Xetierii^ Cancer Center. And I*ve been on the 
facdty» fUl^ facid^ at Johns Hoi^ for 1^ 
deven years, doing surreal oocok)gy and general surgery. 

24 Q. rmhra^hvyoaaoolkctiottofsomeexhilntsdiat 

25 tyo*regomgtobettsinstodayQiandingattotdxx)ktotbc 



PagsTO? 

1 A Yc$.Ihave. 

2 Q. 1^ you see that he defined a person of ordinaiy 
} skill in the art or c^dinaiy skill in this fidd as 

4 someone with a Badielor*s degree belectxicalengineerit^ 

5 pfay9cs»mediamcalen^neering or medical scienoeL- 

6 sdenoes, and experience widi a design, devdopment, 

7 opcratioo and evaiuatioa of RF powered dcctiosurgical 
$ devices for clinical ^^cations? 

9 A. Yc$» based on that depositioQ, I think I qualify. 
|10 Q. Okay. Soyottareapcnoaofonfinaiy skill in the . 
art under Dr. Goldberg's definition? 
A. Itfnnksa 

Q. Doytmnseefeetrosofgctyinyour practioe-inyour 
surgical pcactioe? 

15 A. Yes^Ido. 

16 Q. Howdoyottuseeieetrosuigery? 
A. Wdl.dectrosurgeiy is all of surgery. Kfostof * 

18 surged bdocM using dectrosotgical devices. Iwould 

19 saythree-q[nrtersofthe«*ofit-oCthotinermm 

20 the operating room dcnngsurgjwalpiooedares; it's QStng 

21 dectcosogical devices. 

122 Q. WlnIdmkofsiHgety,Iilitnkofscalpebaad 
23 . knives. Are diose nsed in surgexy? 
24 K Rardynow. It*s poorly understood, but we itaQy 
|25 rardyuseascdpdo^tfortficmakhigofaddn-. 
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1 witness). And we*vn also provided diose to AithroCaic's 
a coonseL 



Ott you tarn to Tab 422-A, i^ease? 
' IsdiatacQntotcopyofyoaracadeancrcsaaio 
or cutricufaiBi vitao? 
A. Yc^itis. 
Q. Ctoy. 

MS. aom rdfike to move Defendant's Etbibit 
No. 422*A into evidence. 

MR.DeiASi: HOObfCCtion. 

THE cornet: ihaakyoo. 
DEfUTTCL£aK: SO marked. . 
(Ddfendaitf 's Exhibit Ha 422*A was ieoeived into 
14 evidence.) 
ar MS. BOYD: 

Q. Dr. Cbo^ are yoobdng compensated for your time 
speat woddng on this ease? 
A. Yes, I am. 

Q. And do yon do a lot of consulting for lawsuits? 
A. t do a few every year. Mosdy medtol m alp r actice 
Q. Hwyoo ever testified in a patent infrtn ge m e rt t 
case before? 
A. No^lhavenot. 

Q. And have yoo reviewed Dr. Gddberg's expert reports 
diat he submitted in this case? 
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indsiott. And reaQydoctrosorgkal devices are used to. 
go dni^ the *• llow tfarovs^ d« ttssiies^ to control 
bleec&Dg and to really petfocmroost operationsL 

Q« Can you give the jury some examples of die Afferent 
kinds of dectrosurgiGal devices dat yonnse in your 
practice? 

A. I pexii^ use a faaif*do2en or a dozen different 
ekctiosursM <iewioes, using a variety of different 
types in aerations.' Insomei^eratioQelm^UGc^diree, 
flDur, five denrioes sn.dte same padent. 
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Q. What would you say die most conunoadectrosuf]^ 
<ievice is that yoo use? 

A. Mostcomiim is probably the Bovk dectroartoy or 
Doviescalpd. 

Q. What does tiiat device do? 
A. It*sadevicetfaatuse$dectiQSuise(ytaaixu>nopobr 
system di&t's used for « variety of fimctions» including 
cutting tfaroush tissue, coagulating or controlling bleeding, 
desstcatbg tissue or destroying tissue in some cases.. 
Q. You used a term tbalwt've beard a littfe bit about 
inthistriaL You used the lenn monopolar and vfe*ve also 
13 bcaidbipdar. 

Can you explain for the jury what the 
dilTexcnce is between diose two kinds of devices? 
A. It*s based on leaBy the oicoic. Eveiy 
dectn>surgical device needs a continued circuit between 
thegeoeratorihroughthe- to the patient and back to 
the gtuciator. 

A monopolar system, which is the most commonly 
used fonn» b •* b wbefcagroum£og pattern, <fispersive 
22 clectrode^theretttndectrodebptacedasagdFadoii 
2$ the skin of the sorfke and die device Itself is like a 

24 prtibediat the o&mt flows out oC . 

25 So the active cfectrode in a monopotar system 
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one wants. 

Q. Okay. In general, how does dcctrosufgery work? 
What b the mechanism that's being used? 
A. It'sreally using electrical cttiTcnt to generate 
heat lt*s realty thermal mjury beat destnictioo of 
tissue* 

As the current flows and enters at the point 
of the active dectrode^ heat is generated and thus 
controb^ has die cITccts that wp talked about. 
Q. AUrigltf. One of the other dnngsdiat we* ve heard 
some about during tfss trial b devices that use satinet 
dectrosurgical devices diat use saline versus those diat 
don't 

Can you explain for the Jury why you would use 
saline wiiieQ yon aie using an clectroswgical device 
A. Salute can be used in die area of the active 
electrode or in die area of die dcctrode in Older to kind 
ofenhanoetheabiUtyofdiattiptopctfofiit Really, 
what saline does it it bnproves the oootact between Uke - 

20 tqp and die tissue, allowing current to flow better into 

21 the d$sue,somedmesgeneratii« beat, in some cases 

22 actudly having cooling cffiKt so it can enhance hi some 

23 cases the per fo rm an ce of die devices 

24 Q. All right And can yoa give die jury some examples 

25 ofpartkolar p r oce du r es diat yea use ekctrosurgical ~- 
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battfaefyof tfaepcebe; Iheconeat flows dtroc^Oe . 
patient and out thb dispersive or groumfing or rotota pad. 
Q. Ok^* And that's a monopolar device? 
A* Montyolar gysteaiL 

Q. Can you ei^latn a bip^ device and how dttt's 
(filTcmtf? 

A. A bipolar device bvAoc die letunidectrode; if 
you will, in ad£tioo to die active electrode or bodi 
dectrodes are brought widim die surgical ndd. hittie 
classic b^>otar devices^ vitoe bodi eiectn)des aie aoti^ 
dectrodes^orbodiate^minelric; For example, a bipolar 
dectrosurgical fcraps» where die current flows from one 
tq> to die other tip of a fbtoeps to control bleo£n& for 

14 gramplc. 

15 Q« Qkiy. Do you use bodi iDOQOpolar and Upobr devices 
14 in your itfBctioe? 

A. Yes, &cqueady. 

Q. Whidi was developed first? Monopolar or b^)olar? 
A. Monopobr was the first developed, nify to a Inmdred < 

20 yearstga 

21 Q. Okay, And are dxie advantages to btpobr devices 
over monopolar devices? 

A. It realty depends on the settmg. There are some 
cases when bip^ devices may be more advantageous and 
some cases In winch monopolar may have the d&a dnt 
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1 devices foe? 

2 A. Ihatltae- 

3 Q. ia your own pmcdoe? 

4 A. Saline enhanced? 

5 Q. lust b general, igaiiL 

4 A. WcII,dio~8SlmeatioQod,dibBonecicctrie 

7 artBry,aBoviesca!pdbamonopolBrwidx)utsalme. 

8 11ierearedevices,suchasa- a tissue linked dissector 

9 device, wfaidib a monopolar salioe^eohanoeddevica 

10 Une are bipolar saiine-enbanced devices and there are-* 
U so all varieties of dxnt 

12 Asltay,Imaya»sixoreiajttf (fiffctcnt 

n types. 

14 Q. Doyoueverwodcwidiradi^Qgistsinyour prictioe? 

15 A. Requently. 

14 Q. What** bow docs a cancer surgeoo and a ladiologtst, 
17 howdoyouwodctogedier? * 

15 A. Ibey're an In^ortant part of die team dot takes 

19 care of cancer parents, for example. Mosdy diagnostic 

20 m die form of reacfiog X-tays and diagraming cancer, for . 

21 example. 

22 Do you ever mstruct radiologists 00 bow to use 

23 dectros ur gical tedmiqoes or dectrosurgical devices for 

24 yourpatleots? 
A* Well, radiologists mfjcquently use dectrosurgical 
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t discussion mfrmn of the jiBy. So for tlMinoinea^ 

2 moveoa. WenusbtGoniebacktotL 

3 BYMS-DOYD: 

4 Q. Assumix3gUfidy)e'SS2paleatreqube$tlmor 

5 foiS'dcctnxics»M least tlice or four dcctr^ 

7 MitDeMASk Objecdoo^yoarUooor* Agms, 

S tluskoutsicktfaescop& Ste'scsseatiallya^^ 

9 whether die S^byie- 

10 THEOOUBT: $he*s esseotiany askxQg whal? 
Mlt M4ASI; wbctfacr tbe Sapbyze piobe 

12 in&iogesd)o '882 and that -OQ tins paitkukr 
U noninMngemaitarcparoait,anddiat*snotwiddnh^ 
MS. BOm Hb report describes tbe prodocts 

15 and describes bow insnytlccirodes are on all die products 

16 and due's all tfds question goes toL 

17 TBECOUlcn WcII,infntt^i$tk)CnMe 

18 t!ttnjustttiatooeissoe;$oifyoaxcplaasetlttque^^ 

19 it nu^ be pctnassibk; I doa*l belies 

20 pwot 

21 M&BOVDeCicay. 

22 0YMS.0am 

7y Q. How many electrodes does die S^iiyre product lum? 

24 A. TwodcctrodcsL 

25 Q. Okay. Coidd a device that has two electrodes 
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I M&BOm Okay, lliank you, your Honor. 
aYMS-eOYih 

Q. Did yooieview Judge Robinson's daimcoostnictior 
order that defines cartab of tlie tehaas b die paiems in 
suit ndiis case? 
6 A. Ye$.Idtd 

MS. BOYD: wc' re faavmg some tecfamcal 

8 difHcuUki WecaftpuKkt^Jafien 

9 BYMS.BOYD; 

10 Q. Are yon fiunifiarwidiJu49eR6bbsoo*s decision on 

II what die '592 patent means it says dutdK return 
12 electrode must be spaced away from the tissue or diat it 
n not contact die tissae? 

14 A. Yes. 

15 Q* Okay* And ate you aware that diatdeftnidoo wis- 

16 diedeflntdoawasdattlieictQmele^rodeisnotto 

17 contact die body at aU during the perfonnanoe of the 
Ig elauned aaBtfaodT 

19 A. Yes. 

20 Q. Based on your sMy of the SapfayreEkctroBlade and 

21 CooirolltF products, does die return dectrodetoucb the 

22 bo^l^ dtt/mg ^be pcrfoBBBOoe of die dfimied Bw^HodT 

23 A. Yes. b^fcars 10 looch die tissue fieqneotfy 

24 during die perfbcBsanoe of die** tise of the product. 

25 Q. Hflwdoyouknowftal} 



Fb^722 

1 infnnge a patent that lequiiesdsoe Of snore ckctn)^ 

2 hiSLWtdASb dbjectioo, your Honor. Again^ 

3 she*s trying to do de same ftfaig. It*s outside die scope 

4 offaisiqmt 

5 THEOOWCK Sustained. 

6 M&BOm.ltiaskyDU. 

7 BYMS.BOYD: 

g Q/Tunungtothe*592patent»didyou2oWewdio*S92 

9 patent in your wosk on dsscaso? 

10 A. Ye$»Idld 

11 MS.BOyD: Canwehavethedaimconstrttctiott 

12 lule on the screen, please? 

13 THBCOUiat.]fImi^s^»d)ere*sjust 

14 nothing in dusr^ort that has anythtsg to do with clttm 

15 constziictioa and an infiriiignDait analysis, so unless 

16 texe*s some report that rm not sceisigr- 
I? MS.BOyD: Ibdeveyoaliaveteopemng 
IS yepott- The snfiineementanalynsb in dc rebuttal 

19 report. 

20 THECOURTt Allri^ 

21 MS^BOm I can hand up a copy of it to you, 

22 if you'd like. 

23 THECOimT: Well,ifyou$ay it*5*eic»I 

24 will assume it Is, and these won't be an objectiois, sol 

25 won't need K> see it 
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1 A. Bodi by*- by my testing of die product in a ••b 

2 a eadamicdioulder as wdl as reviewing die use videos. 

3 Q. Okay. IdmikwebaveihedaimcoosmKSion 

4 language now diat we can put up oa die screm just so we 

5 know what we are talking aboiit 
MS. BOYD: Can you scroQ to the next page? 

7 Yes. If you can pdl out Paragraph 4. ActuaOy.diat 
g headbg^diepatagsaphunderaeadiit 
Ihaakyoo. 

10 BTMS-BOnflte ^ 

11 Q. Okay. You say diat you reviewed some vidws. What 

12 sect of videos did yoo review of the S^ihyre and Coi^rol 

13 ar andEkctroBlade? 

14 A. Sales videos segardbg its use as wen as my lesdag. 

15 Q. So deseweie videos diatSiaidi&Hqhew had put 

16 tcgediett 

d A. Yes. * 

18 Q. Ok^. And what kind of tesdng did you do of die 

19 products 

20 A. b a** batauman cadaver* shoidder, I tested die» 

21 attdacedcvioei Tod«bcstof«ayknowledgc,pattof 

22 die woik- part of die testing diat I did looked- 

23 demonstrated how it pcffocmed-pctfomisb what I 

24 diou^ was a nonnal procedure. 

25 Q. Okay> So somcofthc testbgdaiyoodid. you 
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1 wem trying to ^tilate an arthroscopic procedme usii^ 

2 thisdevice? 

3 A. Some of .the lesttn^ yes. 

4 Q. And wIfecQ yott did tiibse lc$ts» what did you observe 

5 icgardii^ the return eterode and how ttwori^ 

6 it touched or (fidn*t touch? 

7 A. During the use of the electrode; the- durioigdie 

8 use of product, the return ekctrodefivqueotly 

9 contacted die tissue within the joint capsule. 

10 Q. (^y. Were there tixnesiiito it didn't touch? 

11 A. Yes, 

12 Q. CkMf. 
t2 A. Yes. 

14 Q. And the device \mked when it didn^ touch? 

15 A. Hie device wofked when the letum electrode dU&*t 

16 touch as long as the active dectrode was touching the 

17 tissue. 

18 Q. And did dte device woikwiiea die letom dectrode did 

19 touch the iisme? 

^ A. Actually, it performed equally as wdl and £dB*t 

21 cause any ooticeabte effect at die site of die lettira 

22 decttodc* 

23 Q. Attrigiht Mow» when you talked about bipolar 

24 deWces,yootalixd about, yoo'lcnow, forceps I think was 

25 die exampfedttt you gave and you talked about there being 
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1 A. Well» the** the shoulder or die joint space is a 

2 itanrowconqwtmcnt and aldiough the joint space is filled 

3 wichnidd,ooepurposeof die fluid in the joint space is 

4 to distend it to allow as much space as possible to week 

5 widiinstnmients> but it's still a narrow space; 

6 And so if probe, the Shalt of die probe will 

7 fiequei^ contact tissue in wfaidiyou*ie not wofldngoo. 

8 Q* Okay. So die shoulder diat you did your tests on 

9 had ~ was it saline or was it a different kind of fhdd? 
to A. Saline 

11 It had salme in it and diat distended die joint. 

12 diatpallcddtejdntoQtatitdebit Andwasdnta 

13 jdntdmt had been used for other tests? 

14 A. Yes, it had been. 

15 Q. piay. Sowasit-tfithadnUbeenusedforodier 

16 tests, would it Ckdy have been a smaller ^>ace or a 

17 larger HMce? Or would it have been die sue? 

IS A. It's hard to say. Idiink it seemed to BK as dwngh 

19 itwasajobtq^datwaseonqparat^iolhatina-^. 

20 Inalivepttkat 

21 

22 Q. Kow»weNe seen die piobes that are at issue; And 

23 there are, what, about 3/S of an &xh aGross» a qu^^ 

24 an inch to 3/8 of an inch across. How nmdi space are you 

25 actual^ taOdng about inskfe the shoulder if you're doings- 
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1 tissue effect at bod] dectrodes* 

2 HovisHdifferealt Why (fidaHyoagetft 

3 tisstK:.efif€Ct at the letom dectrode? 

4 A. Well, this -this is a b^lardevioci but it 

5 functions a littie bit like a nioix^lardevi^ it'sldnd 
€ of a bkod between die twa la this case^ one of die 

7 electrodes is stiB in d» surgical fel^ but one of te 

8 electrodes is polled bade; if you win^ aw^ Irom the 

9 active electrode and ifs made broader so diatdieie's a 
to lower Cttueut density so that there's no eflect or 

11 dicxmd effect 8t die site of ite return dectrode. 

12 creating all oftbe tbennal effiect^ just at the active 
U electrode. 

14 It really is the safliie; similar to sonae of 

15 the, for exanpfey the Roos device;^ whidi had a broad 
ttf MILDcMASk C^jcction» your Honor. He*s 

17 essentiaUycpiniQg as to the validity of the patents and 

18 comparii^ a to Roos and that's not witfm tie scope of 

19 his report 

20 MS.BOYD: 1 ^logizc^ yolxr Honn: Wecan 

21 end there. 

22 BYMS.6OY0: 

23 Q. So when yoa actuaOy used these devices in a human 

24 shoulder^ the return •* the retum electrode touched 

25 tissirefrequeody, you said? Whyisdiat? 
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1 artlirosoc^iic surgery? 

2 A. It depends where u die joint space. Someaieasla 
^ tt^uch there may be a half-inch and diete are areas 

4 inchiding areas v^m we need to work widi in which the 

5 ^paoe is idatiT^f narrow. 
6 

7 Q. Olaj. Based on yourieview of die videos of die 
g SaplQie, ElectroBlade and Control and based on your 

9 testing of dKiseprodocts in a fasunaa shoulder, do tfa^ 

10 satis^ die Jodgi*stnterpretaitiott of what spacing a r 

11 return dectrode sw^ and d« return dectrode not in 

12 contact leiptte? 

» A. WdLduss^ die retnn dectrode is not to 

14 contact die body at all during the perfocmanoe of the 

15 claimed method»so»nOr I thidcit*s — 

16 Q. In your <^inioQ» then, can the SaphyreElectroBbde 

17 orCoatrolltpinfiruigedttfive nine — cjGeusene-* yes, 
IS dB*592paiaic? 

19 A. Ho, AbsdutelyaoC 

20 Q. Okay. Iwanttommfiothe *536paieitt. Wecanptit 

21 diatup. 

22 Did you review die '536 patent in yoor work on 

23 dnscase? 

24 A. Yes,Idid 

25 Q. And does that patent lequhe a fluid supply? 



AitbroCate v. Smith & liepbew, CA No, 01-504 (SLR) Page 725 - Pa^ 728 



A 15253 



Jury Trial * VolumcD Condgiselt^ Monday, May s, 2003 



P^729 

1 A. Yes. 

2 Q. 1liatpatciat$foraaclectrosursicalQrstei& 
) Are yoa familiar widi ludlge Robioson's 

4 coQstnx&oofwIiatcIectcosuigicalsys^ 

5 A. YcsL 

6 Q. Ofcay. 

7 MS.BOm Cao\(«havctbedaifflConsttuctioQ 

8 up <m the screen? And go l>adc a page. Back aaotfaer one: 

9 Tmsony. Tin going the Tvrong<fiiccdoa. Onemoi& 

10 Ekctrosuigical systcRL 

11 ]f>oo€aaliighiighttfiebeacfingl4yiAe 

12 paiagraph tbcicu. 
n BY MS. BOYD: 

14 Q. So the Ju(^** Judge Robittsoa, rather, las 

15 ooostcucdj^stcm to mean an asscnAlage or combination of 

16 Uungs or parts forming an unitaiywhc^ 

17 Kow» in ifisousstngyoartests»)m talked 

18 alKNit tike shoulder bdngfilkdwidifh&d. 

19 WatidndoffluxdisiisQallytisedni 

20 arthroscopic sutgcqf? 

21 A. Usually saline or lactate Ringer's. 

22 Q. And are boib of those sdQtkttsdfidricaUy 

24 A. Yes;theyar& 

25 Q* la nonnal arthroscopic suigery» not etectr osurglcal. 
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1 surgery? 

2 A. Yott need the camera. 

3 Q. Okay. 

4 A. You need dte video systern to look within the joint 

5 You need tsysttm of-* that introduces Add uiiothb 
$ joist^aee. Perhaps an ability to evacuate or inigate. 

7 Aadyoaneedfostnimentstodothewock. 

8 Q. Okay. So when you are doing clecuosurycal 

9 arthroscopic surgery, ho# does the etoctrosorgical system 

10 oooie into that surgery? 

11 A. h*- it **diose are die devices that are used. 

12 Mow.ittd»eca9eofd)e-oftheSaphyic» 

15 for example^ and these device they use die fluid d»t*s 

14 existing in the joint zp&cc to pctfomi» to function. 

15 Q. And that's fludthatwotdd be tee wbedker you're 

16 pcrfenntag dcctrosurgical teyhni(|tgs or standard 

17 techniques? 

18 A. lbat*s correct 

19 Q. Do die S^hyro^ Control RF or EkctroBhidepnmdc 

20 Uieir own fluid? 

21 A. Hbwibey don't 

22 Q. Are there any dectrosngicaldeviees that do? 
25 A. Many nxany dcvloes do. The ones that rdy on 

24 saSne eiAanccuicnt There ate monopolar and btp<^ar * 

25 devices d^«* that have the saline witUn die systeta.^. 
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1 but the more tracSttoaalmodianicalclectrosoopicsDig^ 

2 why do yoQttso saline or Ringor's lactate? 

y A. BecsQse it's suvephysiologicaUycoa^atible, more 

4 coaipatibtoivitht)ie paticnt»kssli]ody to cause 

5 efltnpli^y^iWHWf ■ 

6 Q. Cksy, "WbatkindofcosiplicatiQQSWodd^s^, 

7 sterile water or <fistilled water perhaps bare? 

8 A. lace- may result in dedroiytebntbalanoes in the 

9 patient. Sowetendtotisei^ysiotogically inert 

10 physiidc^ fluid such as salme Ringer's. 

U Q. Are yoD aware of any aftfuoscopic surgery that It 
12 done without saline or lactate Ringer's? 
U A. KOu 

14 Q. When you use the dectrosuifical devices here and you 

15 have to have salme or lactate Ringer's and bodi of dnse 

16 are electricaDy conducted fluids; wby is U that dKK's 

17 not a Auid simply as the 'S36 patent requited 
IS A. In which devices? 

19 Q. In the Sapbyre and OectroBlade and owe Control RK 

20 A. In those devices, they utili» the -the fluid 

21 thafs^thafs in (be *-tbafs present in die jonxt 

25 Q. Okay Let's go bade to regular non-electiosnrgical 

24 arthroscopic surgery. 

25 What do you need to use to do arthroscopic 
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1 Q. And why b it diatsofne of Aeseodter devices that 

2 you tse actually defhtrdxir own fhdd? 

5 A. Most cases because the fhnd is hot there, nuchas 

4 when Qsiog it m die-* In air^lkr example; where you 

5 wotdd want In dm --the device you wouU want to provide 

6 the salme or diere's some cases, some devices to widch we 

7 use what's called hypertonic saline, wfaidi has more salt 

8 In it dun die nonnal tissuo lo acto^Iy make die tissue 

9 perforfli»tooondncteven better than- than — dian 

10 safine. r - 

11 Q. Andjust to be dear, why is it that you don't need 

12 touseditf kind of fluid supply in an ardoosoopic 
15 dedRisurgery? 

14 A. Because it*s already diere. 

15 Q. Based on your review and use of die Sai^iyre 

16 ElectroBlade and Control RP and usmgtt»defimdon of 

17 dectrosoigical system that has been provided by ludgi 

18 Robinson, in your opinion, can &e use of the Saphyxe, 

19 ElectroBlade or Control RF infringe crradier do d» 

20 Sa^iyie^ElectroBlade or Control apinfrioge die '556 

21 patent? 

22 A. No, because I ddxdc it's not part of dtt system. 
25 Q. Okay. 

24 lABOYD: Ho furdier questions. 

25 iHECOtJatb aH right ClPoss^examinatiott. 
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1 CROSS-EXAMfNATION 

2 0YMR.DCMASI: 

3 Q. Hdlo,I^.CbotL My nanw is tl»Tim DcMasL Wc 

4 have iwtjott before Tm one of dte counsel icpxesentifkg 

5 AjlhioCareawiljusthsveaoocpkquesdoitf. 

6 I think there are about three topics I want 

7 to cover with you. I will tiy to move through them fairiy 

8 quiddy. 

9 The first one was your testimony about the 

10 Roos*198patait» the Roosaitide and the Doss *007 
It patent 

12 Daring that testimony, you said to the Roos 

13 *198 patent <fisclosed a bipolar device that was used with 

14 saline; contct? 

15 A. Ithinkso»ye& 

IS Q. And do you bare a copy of the Roos 498 patent toe? 

17 A. Yes^Ido. 

18 Q. CHoy* Caayoupka9e**andyDa*ineicvie«aidiis 

19 docnmcnf? 

20 A. Idid^yes; 

21 Q. And can you please show us i^feoedKwixd saline 

22 appears anywhere in that patent? 

23 A. I thtidc it factually say condiicdngfliadL not 

24 saline. 

25 Q. Well, the word saline never a peers? 
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1 So the term is irrigation fluid that current 

2 b passing through in thtf particular aiticie and it's 

3 not specifically mentiimii^ saline. 

4 Q. It's not charactftriTing that inigatioo fluid as 

5 an electrically comhictivc fluid etdier? 

6 A. Excq)t dot the current is flowing through the fhnd. 

7 Q. WdUyottlls^widt me dot there's a (fisttnctioa 

8 betWodecttkaUy conducting fluids and sot dectrkally 

9 condnrting ftaid^? 

10 A. Yes: 

11 Q. Ami <lgeinea»y y^HMfPcHng A"'^ inrh^ 

12 or Ringer's bctale? 

13 A. Yes: 

14 Q. Nm-eleclricdiyoooducting fluid bciiides distilled 

15 water, water; cr^ycme? 

16 K Wdl, it depends Cfa bow one defiiKs electrically 

17 coodnctiog fhad. In most ^pes of fluids^ even salme^ 

18 one can get it to conduct a curieiU; but *• so a currtrtf 

19 CQotd conduct tfarou^anydiingdsat has sooiedcctro^les 

20 in it, even -even -even water. But electrically 

21 conducting fluid implies fhdd in which-- in which* 

22 cuneottt •-can more reaflyfkywditoagih, I would say. 

23 Q. Soeveryfhiidcreveiy tkiuid,ifyooappfyahi^. 

24 enoc^ voltage* caa conduct some amount of dcctridty? 

25 A. Fethaps^yes. - • 
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1 A. IcaaieviewtbedxmDent again, butas itmay 

2 say-*I«^Iwoddbeh^pytogothrm^tewho]edutt8 

3 to see whether it says conducting Httidsudi as sdtao or 

4 something, for exan^^ such as that 

5 Q. Yes. It does DOC s^ saline; coocct? 

6 A. CorrecC 

7 Q. Itdoesootsaycondnctingnuidydoesit? 

8 A. Ithinkadoes. 

9 Q. Can yoo please d»w OS where it says conducting 

10 lluu!? 

a A. Idon*thavethiscopy hi^ightrd,soitwi]l ^tt 

12 would take JOB a while to go ihrou^ it to find where but, 

13 asIrecall^raprettysureitineatioQsdiat 

14 Ican*tfinditforyou. 

15 Q. Okay, l^msng totfaeRoosElsasscrartide tfaat 

16 you testified about, you s»<l again, diatdiisdesaibed 

17 a device that was bipdar that was used with saline. 

18 Can ycudiowne in ^artide where the word 

19 saline even ^pears? 

20 A. lust as Trnglanciog through it» again, I ••without 

21 ahi0dightedeopy»it'sdifficalttolookatthewhole 

22 aiticle,butlsoehereoalyd^forexasq)le»a 

23 secondary oonnectioD via the iiT^atioafluid, current can 

24 tn *Aii»trwi from die ^«»tti^ loop to tt^Q^f parts of 

25 d^resectoscopewidiirns&tiott fluid. 
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1 Q. And that does act mean that every fluid or every * 

2 Squid Is an electrically cnnducdngfhdd? 

3 A. Again, it d^ends on hoFW one defines that term. 

4 Rtgtit Arid dxatiirigatioQ liquid dutdi^ refer. 

5 to, diQrdoiiH refer to it specific^ as aadectricaQy 

6 cooductmg fMd or a noo-electncally corvtucting flmd? 

7 A. rd have to review it I'msony. I don't remember 

8 tfdtey do or oot But because it's suggesting** because 

9 it states that die current flows through it, arul they 

10 doaH specify dat It's not cooductiog, I tlanktt*s-*^ r 

11 thmkdiecuncotisflowiasdvoQghit Sollaletpret 

12 dat as oondtKtfng fltiid> 

13 Q. Bai^9gaiD^anyfittt4tf youputahigjienoog^ 

14 voltage, wiflcoodttctscmie amount of efectrid^ 

15 A. Correct 

16 Q. IVith reject ta die * 198 patent, on your direct 

17 exaninadoQ, you (£d not provide any opinion or in y&r 

18 report, for diat matte, that die Roos*l98 patent 

19 invalidated any of Arthrocare's patents? 

20 A. Sony. Can you restate diat? 

21 Q. Sot. You did not provide aaopixuon on your direct 

22 or in your reports that die Roos *198 patent invalidated 

23 any of Axthroc8re*s patents in suit? 

24 A. Ihat'sconect 

25 Q. And you £da*t provide an opinioQ other on your. . 
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1 Q, AndahoindudedindibsystanistfacEkctroBlade 

2 itxcplor. Do you 9ce that right there Cuuficadog)? 

3 A. Yes., 

4 Q. Soocconfiogtothi$<k)Cun)ent«Sinith&H^ 

5 that the smrator, the EkctroBUdc receptor and tiic 

6 fluid so{^Iy system ate all pait of ooe system? 

7 A. Not necessarily. Iincaa,lthidclh2t,>ts.mhis 
Is di^noB, the fccosnmeoded system cooligur^^ 

9 the lotdiJet arthroscopic floUimaiiasemeat system, m 
itO that just like if you were to have a (Sagcmduit would 
III ttich)de,yottkiMW,aiidectrical energy source* such as 
|l2 phig^somed^faxto the voIL that does DOC me«i 
|l3 dsat necessarily that's part of the system. 
|l4 Q. ButaccorcfiDgtoSmithftHe^xw'sowiidocuaeDt, 
lis dicy» the various coix^>oi)ei>ts of tlds system Cmtficatii^ 
116 iiidude die goieiator»^ probe arid die fluid stwty? 
|l7 A. I^diatiiidttsdrswiD&irsbdudedtfiere. 

18 Yes. 

|l9 Q. Ihelasttopielwanttogotossyoa^ovideaa 
lao opimoowidiiespea 10 lfae*592 potent 00 Do 
m you recall dMi:? 
Is A* Yes. 

p Q. Youdso stated duruigyoortfiicctdiatyQOdid 

124 sometestii^ ttfyourownoaftcadmr. 

125 A. Yes^ldid 
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1 in actual arthroscopic procedure? 

2 A. Part of die testing bchtdcddiat. Odier parts of 

3 de testily purposcfoUy did i¥3t simulate; Sosotne 

4 components of the testing dtd» indeed, simulate what I 

5 diot^bt was Doiinal action and other coiiipotiefite of it I 

6 £dnot 

7 Q. And you tested the Saphyxe device? 

8 A. Ycs^Idid. 

9 Q. And you tested tbeEkctroBUde device? 

10 A. Yes. 

U Q. And you tested die Control RF device? 

12 A. Yes. 

13 Q. And wben you tested die Sapt^xe device inside the 

14 joist space, while yw were applying enexsy.dKre were 

15 points in time wfa»t die xetumdectrode was not in 
td contact widi tissue? 
17 A. T!ial*8contel 

IS When you used die ElectxoBIade and you applied 
19 cDerg/»d«e were points m lime when die return 
|20 dectmde of deEkctroBlade was not m contact widi 

21 tissue? 

22 A During some p<»nts in time, yes. 

23 Q. And when you ttsed the Control Rfproduqt^ and you 

24 cner]gj2edit»diere are points in time where die letnm 

25 electrode was not in contact- widi tissue? 
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1 Q. AnddiatwBSttSnttdiAKe^KW*sfadlideS? 

2 A Yes. 

3 Q. Aadyoaweredietep^oneofdietedmlciansfiQai 
I 4 Snadt&Hspbpw? 
, S A Yes. . . 

6 Q. And also wldi a couple lawyers ftom&aidi ft NqilK^ 

7 couosd? 
I 8 A Yes. 

I 9 Q. loduifing Mir. Hetat and ooB of hb associates? 
jlO A. Yes. 

Ill Q. Yott-dieteclBddan^wfaileyonweiedoiqgyour 
||2 testing, actual^ took a iddeoti^eoryQarte^? 
jl3 A. Yes. 

|l4 Q. AttdyouicvieweddtftndeotapeBfterawasmade? 
|l5 A. Y<s»I<Sd. 

lid Q. And»m fact, yott based your -your report of 
Il7 nomnWngcmcat, at least m some part, on diat videotape? 
lis A. I hascdUoo die testing, not oo the videot^ 
19 Q. Iti^ And die same wi^ your fiestimoiiy here todqr. 
ho Youbased- 
lit A. Yes. 

122 Q. -your testimony oo die -diatfiesda^ 
|23 A. Testing, ri^tt. 

124 Q. And when yon did dial testing, you tried, as best you 
J 25 could, to draulate bow these devices — how they t»ere used 
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1 A. Thflt'aconccl. 

2 Q. And you said in your direct testimony, fieqpendy. 

3 Ftequeady.dno was contact? 

4 A. Somedmesthere*s contact Sometimes dtercL was not 

5 Q. R%bt 

6 A But&equeidiy,dietewa$. 

7 Q. ReqiQeotly does not mean always? 

8 A Tbflt'sii^ 

9 Q. So diete were ponnts in time where energy was 

110 appUedwidiaUdiesedeirioesanddxrewasnocoatact 

111 between teremm and the dsmel? 

112 A Yes. 

113 Q. Ok^. 

|l4 MitD^AASl: dBis^canyoupkaseputi^die 

115 Judge's dttttcoostrocdott of not in contact? 
lid. There it i& Had. .4 
jl?. Would you please call dial out? 
[is BYUILDelytASts 

Il9 Q. And dds is the dmmconstnictioadiat yen talked 
bo widiMa.Boydc6outdaringyourdiicctexandnadon? 
121 A. Yes. 

{22 Q* ft says, die dmmlimitatHio the return electrode 
123 is not in contact widi die body stnicnne Is dear. The 
24 lemmdcctrodeisnottocQidactdiebodyataUthirir^ 
{25 dicpcrfonnanceofthedalmedmBdiDd 
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I 

2 
3 

4 (IVDcecdings.coimncnced ia the courtroom, 

5 bcgiimu^atWOajiuaid thefoUwi^ 

6 the presence of the jury.) 
7 

« TOE COURT: Are there any issua before wc bring 

9 oarjwynL 

10 ^MacTCRRlH: opposing counsel has som 

11 oijectkQStosomeoftiieexhibttsxvem 

12 tie witness and atso to some depodtioatestinxmy we 

13 intend to itad to jury. 

14 MS. LCXJDET^ I believe as to the evidence that 

15 SnaA&Nq)lw$aiditwMintrod« 
\l$ are two outstanding issues. 

17 Ok is the use of certain demonstrative 

18 exhaA«,iiiMweh8vcol;^cledta 

19 Iteeisacoapleofdides.botdxyfidim 
\20 ^staac category. 

21 lliefirstidalesto€Immlof*882.^vtich * 

|22 your Honor wiUiecaQb subject to tbectttincate of 

23 coocctico. Smith & Nq^icw*s experts have offered na 

24 optmoQ about whether the claim IS invalid or ooc Yet 
[25 <hqr purport to have some slides wMch shgy die datm as 
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1 iffeisttotdpcopectedcfaim^tfatecfossoni s and 

2 diangei: 

3 Soweot^etttoitbothhitermscfttbes^ 

4 outskfe of the expert rtpoct as iwell as beiog argumentative 

5 aadpcftrayinglheclaimofsonielfaingotfacrdiaaid^ 
€ v^ww. 

7 The second kind of objoctioavvfaich applies to 

a twoord»eeofSmidi&Kepbew*sexhi1>its,wfaichI 
9 tmderstaad di^tntettdtousewMifac^ 
110 ^ could clarify biut» m any evenly tb^ have a manbcr 
|ll ofstides-wehavenoolijectioQtodieptcQire. ^ 

12 exaa^le^thistsa^ctureheieoftheSmitfa&Hepbevr 

13 system. But tfa^ have aigumentativebea<£ng$, like dse 

14 Ihndst^plxisnotpaitofdieElectroBlade system. 

15 Lanvyeraigumenty of course, is not evidence. 

1$ WedonHdnnkdieysfaouldbeabletoputupademoostrattve 
17 diatmakatfieir arguments iRrhiktfiey are exao^^ 

Ig WfaitfSSCS. 

19 We can just deal widi the demonstratives or I 

|20 can move to ttiedeporicioo designations as wdL 

21 THecouicr:Na. Lefsgetdooewiihihe 

22 deaoonstrattves first 

23 The ones 00 die asserted claims of the *S82 

24 patent, I am not so troubled by die exhibit itself as 

25 feet that it's outride the scope of d» expert's report 
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MS. tOUDE^e Ym7 Honor, tbere was (he 
inasiaimng issue &om}«5terdaysb^ Ross* dcposidoa 
transcript. 

Then to the extent 1 don't kixw if Smith & 
Hephevivas planning on playing Mr. Wolosdco's (ieposttion 



^morning. There Is an issue outstanding about that 
MR. MacFERMhfc We Can do it later, y w H6oor« 
THE COURT: AU fight 

-nfECOUKl: IS there somedungdse? We still 
haive to deal Mr. Ross: 

MS. LOUDEN: 1 hdicve your Hooor Said you. 
needed to look Itvther at the Ross HaBScc^ 
THECOlBtT: VeO. 1 didn't lodc further. 
m,lJOVS>Qh wecanhoUofToodiatthea 
THKCOUiat Olcay. Do I luve what I need? Ido. 
It's tq) here stnn^boe. I will kok foi^. 

MlLHEBExn 1 want to alert die Court, I thinlc 
IS i»eean defer until 6ie next Ixcak. Tbete is an issue with 
19 re^)ecttogettingMr.Raineoutofhe(e. Maybeattho 
Dcxtbceak. 

THECOmtr. Alliigfat ihankyou. 

22 (At this point jury entered dsoourtroon 

23 and took their seats in die box.) 

24 THECOURTV Good moming, b<fics and gcatlemca. 

25 AUr^ Let'sprooeed. I am not sure who I dwdd be 
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10 introduce the company to you. He is going to introduce 
Uk accused products to yoiL He is also going to tell you 
a little bit ri»out the types of suigery in wluch the 
accused products are used. 

Heis going to do a demonstration. TherewiU 
benoblood. There will be no fluid or leaki^ Botlie 
is going to do a tittle demonstration on a rubber knee 
modd that we have set up, so you can get a better 
understancfing of the instnimcnts. 

10 DnteCT EXAMINATION 

srMR.HEBacr. 

Q. Good momjng, Mr. Sparks, Could you introduce to th: 
13 jury;p!case? 

A. Yes, good morning. 

Good Tp<**i«»gj , ladBes and gentlemen of the jury. 
I am Ron sparks. 

Good morning, your Honor. 
THE CSURH Good morning. 
8YMR.IlEB£ia^ 

30 Q. MhSpaik5,aieyoaittanied7 
A. Yes^Iam. 

Q. How long have you been nnnkd? 
A. IhaivebeeamaniedforlOyears: 
Q. Doyoahaveany childieb? 
A. Ihsvetwodan^]ler& 



looking at to proceed. 

MJLHEBERT; 1 was advisodthat ArtfaroCaie w&s 
gmag to do mne depositions. 

THE cotncn IS that die case? 

MS. UXmCN: I dsink wo wiU wait until afkr 
yoor Honor has addressed soy issue. 

THECOmcn AUri^ 

MiLHEBEnT; ]nthatcas&«* 

THE ooinm Mr. Hetet; yon are oa 

M&.H£aatn Smidi& Nephew caUs Ron Spades. 
• 

DEFBIDAirrS TESmtONT 
CONTINUED 
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Q. Their age^ 
A. 19udlL 

Q. ^Wheredoyonlive? ... 

A. I Hve in Wenham, Massadusetts. 

Q. Is diat near Boston? 

A. Ye& His ^boot 25 miles north of BostooL 

Q. Do yoa hove any college degrees, Mr. %»arks? 

A. Yes. I stu&d business at deUoivexsity of ' 

Massachnsett& IrecdvedaBadidor'sdcgree. Istudied 



KON STARKS^ having been duly 
sworn as a witness, was examined and 
testiikdasfoUows... 

MILHE&EItl^ Good morning, ladies and geotlemea 
of diejury. Onoe again, my name is Made Hebert 
thus for in die ease^ yon hawe mosdy heard 
AidiroCtte^s case. Today,yoQaregt»og-weare9^ 
to be getting mto die meat of Smiths Nephew's case. We 

23 hope to present to you five live witnesses today. "Hie 

24 firstofourwimessesisMr.RooSparkSL Mr.Sparksis 

25 die President of Smidi&Hepbew Endoscopy. Heis gotqg 



advanced management at d» NCAD (phooeticX The European 
institute for BusuKSS. That was in Fontambkn, fianoe. 
Q. AreyoucmployodbySmidi&Nepbew? 
A. Yes,Iam. 

14 Q. What is your tide? 

15 A. My dde is Ptesid6Dt,Smidi& Nephew Endoscopy. 

16 Q. I>oyoalaaofW«taoSmidi&Nepbew,Iaoorporatedis 

17 incorporated? « 

18 A. Idoi It btneorpofstedm the State of Delaware. 

19 Q. About how long have you been die President of Snddifc 

20 Nephew Gndosoopy? 

21 A. Approximately five years. 

22 Q. Can you generally exi^ to dsejury what your 

23 duties and re^Kmsibilities are ssPtesident of Simdi& 

24 Nephew Endoscopy? 

25 A. Yes. li<ydiHie»iie>priin«rijy.responableto . 
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1 A. to d>c worid of aithroscopy, endoscopy, m gcnosl we 

2 «i$ccancm to see mstde the bodv. ICi a way 

3 prcjoctiogwfaatb going on inside ibe body diirif^su^ 

4 so (he sur^gcon caa see wbat b bappoung and u$e his ha»ts 

5 ficdy, 

6 Q. What badness late pboem the Mansfidd* 

7 Massachusetts facUiiy? 

Z A. Mansfield Is predoffibantly soft tissue icpao; so 

9 flaiwoiildbewberewobavescicMvandaadiORandditR^^ 

10 that rcactach muscles, tcodoos aod so fordi to the booe» 

It Tbafs produced in MaasTieid. 

12 Q. And fittaOy^wbtc business takes place m the Andom; 

\y Massadmsctts faciUiy? 

14 A. Andover is ^R^ieie our world bcadquariersibreadoscepy 

15 is. Il^twlmour^spcsablBpcoduetsaceaswdlti 

16 optics- the seofo and so for^ that 810 used in 

17 anfaroscopy aod endoscopy. 

IS Q. WBchoftbesofWepUsts doesSiBiA&K^hew 

19 tetoaOymaonftetotepiodiKit? 

30 A. AH five of them. Wo ptodnce in an five 

21 Q. AppnmiDatcly,hoiir]B8iqrcnipIoyees docs Smith ft Ni^hew 

29 ^ ApprnKhaalely; 150a 

24 Q. laconiKctioowiKhyoiirdu^esasPtcskleatofSinfihft 

25 Nephew Endoscopy* lave yott had occasioa to become fumBar 
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1 A. We do business in the surgical terms; bi 

2 arthroscopy* wc do business m general surgery, vascular 

3 surgery^ spine. And diose arc really our major^ four 

4 major areas currendy. 

5 Q. The term minimally invasive has been used in tf)e 

6 trial Is arthroscopy surgery a ^pe of msnimally- 

7 invasive surgery? 

a A. Yes» arthroscopy is a part of endoscopy. Thatis 

9 one of the ^edaltieswidim that group wUdi is minimally 

10 invasive using the sc^e, small iiKisioQS or puncture 

11 wounds to get in dte body to do surgery, and it's alt 

12 defined as immsnlly invasive. 

13 Q. How docs minimally invasive ocmipare v^th soonethiag 

14 that isn*t minimally invasive? 

15 A. WelU the philosophy is if you caa seduce the trauma, 

16 if you can reduce the si2e of die inctsiotts that are made 

17 to do (^surgery. Open surgery wo bdieve, and this is 

18 arguable, bm we bdieve is bad for patients beeaose the 

19 mctsioa is larger the traunia is larige and you expose 

20 diepatienttotheaml^otthereof tttfOR. Youieduod. 

21 cocebodytempciatQie: So anything we can do to make 

22 suigeiy smaller ormoreeiosodenviroiunettt is good 

23 dtlmi^ for the patient 

24 Q. IsdKreabencfUintcrmsof recovery time as well? 

25 A. Very definite. That's really v^m^ whole 


P^776 

1 with Smith &Hephew^s patents 

2 A. YeipIbmuG; 

3 Q. Are patemstn^Mtaiit to Snd^ ft H^iK:w Endoscopy? 

4 A. Vcxy ixx^KJitaot ft'saaneasureofouriescaiGhaod 

5 dovelcpixKtit oo^iUL 

S Q. Have yoaheaid a program called Invoiturert? 
7 A. Yes* the Eavcntmm is a program that we use to 
S cQCOurage surgeoos to bring their ideas to us and we've 
9 set up a process that gets &ose ideas to the matket, to 

10 the patieots fester tiian we believe as^bcdy in die woild. 

It It's designed spedficaHy for teL 

12 Q. Appioxiixsatcly, how maaylHted States pateots does 

13 Smith & Nephew Bidoscopy have? 

14 A. We have i|qfiioximatdy3S0 active paints ^^ihe 

15 acquisitioii of Oratec* that number is up over 400 tMW. 
1( Asd probably 50 or 60 patents pending right iMW* 

17 Ihose are not yet patents^ but they're patent 
\Z applicatiotts that are peodiisg? 

19 A. Correct There is a significant number of patent 

20 appUcatiooi annually 

21 Q. rdnowUketotarotoadesoriptioaofSimthdt 

22 Hephew*sbusiiies$m the areas bwlttdi Smith ft Hepbew 

23 does business. 

24 So» first ofaiL Kir. Sparks, what ma£cal 

25 area does Smith ft Nephew Endoscopy do bustncss in? 


Page'C 

1 cndosn^ic market really was bocne out of is the ahili^ 

2 to get people back to** without making this sound too 

3 mdodranatie^ but to get back to tEbeir daily lives as . 

4 quiddy as they can. Thafs the whole focus of the 

5 nunmmllyiovesive appioech to sutgety, 

6 Q. Hofw»ardirosoopies«g»y1 believe it's been 

7 testified to boo die inside of a joint Isdsat 

8 ccaislsteat with your understanding? 

9 A. The term arthroscopy is vesy single: The aithro past 

10 of it icfea to the articulating joints and die soopy part 

11 of it refers to using a scope. So iTsagm part of x ■ 

12 endoscopy. So anyvidKre there Is an articuiating joint that 

13 we do surgery, we tend loose (be term aithrosoopy. 

14 Q. Bow do yoo get inside? How do you get to the inside 

15 ofajoint? 

16 A. Yoohaveto — die first aod foremost part of an 

17 cndoscopieprooechire in endoscopy is die first wdl 4~ 

18 penetrated endoscopic a|^)rDach» but the first thing you 

19 have to do is to open op die body somehow so you use 

20 access products like cannuhzation* trocars and 

21. obturators (phoaetic) and the next thing you will do is 

22 mtroduoe*-' in d« case ofarthroscopy. you will 

23 introduce a fiuid to b(^d the tissue m place so you can 

24 see; la the case of Iqiarosooplcsurgeryp which Is also 

25 endoscopy, you win use a gas to do die same thing to 
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1 create a space to work in. 
Q. Howdocsthesurseansceti^iss«ngoii,oiithe 
inside of the joittt? 

A. M>x>uwiUseetaaiiK»neiit»>»et»ea$copc,fiber 
oplk cabling which dimes a ti^ mto space 

6 regardless whether you arc in ibc kna or ibdomca or where 
an we use a camaa system today wfaicfa views inside that 
space Uffou^ the soopeit 

Q. Did you bring some cqmpoientwUk you that we can 
10 demonstrate in a few ssttute^ . 
tl A. I have scopes and cameras. 1 have die entire system 

12 here^yes. 

13 Q. What type of Onid is used m arthroscopic smgety? 

14 A. Weli,tbeofigu»laithzoscopxBSWciedoiiemo^ 

15 of a diagnostic precedurewhkh you win see a Itttie 

16 later* I belkve; and die criginat procedures were done on 

7 a<fiagiiosticVasisL To do fh^ we needed to use a fluid 
Ig loaeateaspace. AnddKbestfhndtousehasahirtyi 

19 been, it remains (0 be isotonic salbe. 

20 Q. How long has tsotomcsaEoe been used in 

21 arthroscopic surgeiy? 
A. h*s been used sbce die Titstd^ of artfarosoopie 

23 appioadi, which date bade to ceitatiily die middle seventies 

24 to early sevc9ties»pedtf^ even earlier duo that 

25 Q. Atdie tiroetotsaKnebegpntobeusedip 
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Q. So in an anhroscoptesurgery* docs die fluid move 
around in the joint? 

A. No. In fact, I*vc seen some products in die past 
where dicre has been a pump used and it really is ahnost 
impossible to see. So we don't want the Hold moving 
around. 

Q. Do yon want the fluid to be motionless? 
A. . {act» we have pcodocts 00 the market that are 
designed to do exactly that It's what we caH a solid 

10 cohmnof water cfleot, so there is just the solid mount 

11 orvohuKofwaterttithekDee. 

12 Q. CSof. We're gnng to come bade to die specifics of 

13 die surgery. Butmy nextquestiooisdoesSmidi&Kepbew 

14 endoscopy have a missiott statement? 

15 A. Yci^ wedo. 

16 Q. Were you mvohred in developtng that mtssioii 

17 statement? 

Ig A. Yes»lw». I was very involved hi developsngiL; 

19 Q. Whattsitr 

20 A. Our what we like to call strategic Intent is to be 

21 d» best in die world at banging surgkallechBique to 

22 maiket that redooes trauma and paio to the padenti 

23 ledoces costs to die holdi care ^stcm**^stems hi this 

24 case** and provides better outcoooes for patients. And 

25 dial's our focus. 
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1 aidiioscopicsuisaysoiQgbadctodiemO'^wasita 

2 cooducdvellnki? 

3 A. Ycs»it*s always been a conductive fhdd 

4 Q. You sxndoned that die fhiid,diia die saline creates 

5 a ^MceiDsidBdiejdnt Does die sadme actually inflate 

6 die jomt? 

7 A. No.iidoesnot We don't want it to mflate die 
g jwit 

9 Q.. Does it expand d»e joint? 

10 A. No. 

11 Q. Do die bones movemany way when die saline Is put 

12 intodiejoti^ 

13 A. Ho/it woddtaioe a tremendous ainoant of pressore to 

14 move ds bones aroimd. IhatisnotsomednngwewQuU 

15 like to have happet^na 

16 Q. How does die saline create a qiaoe dm? 

17 A. Well, basically we want bd» saline to create 
IS aqiacebyhokSngtissueootofthewayhiplacesodiat 

19 it*s not moving around. So diere's been a lot <£scQS»oa 

20 SO far hi diese last few days abcot saline. If salme is 

21 moving, flusfati^ being drawn out and diere is a kt of 

22 modott. And punning, as seme have sug8ested» you wOl 
hm a lot of movement m die knee andyoa WQOH be able 

24 tosecsowhatwewantittodoispret^inochbesdUt 

25 00 bubbles, no movement and hold the tissue in place. 



lOLHEBBcr: uay 1 ^i^oadh, youT Hcooc? 
iHEOOUKn Yestyou may, 

BYMR.HEBeitR 

Q. MhSpario^rmfaaiMfing you what has been marked as 
Exfa^DIX-mand I'd ask if you can identify diat? 
A. Ye^lcttu It*sdieSmidiftKephewEbdosoopy 
Dtviston 2003 produa catalog. 

MR. BEBEicn 1 move its admtssiat 

lOLBIJUMEHFELSe HOObjectioO. 

THBCOUinfe thankyoQ. ' ^ . 

THE DEhJTY CLfiKC: so marked 
(Defendant's Exhibit No. 322 wa» marked for 
tdenft^RcatsoiL) 

BYMILBEBQCft 

Q. Does die product catalog list die various products 
16 i^SuSAS^tkfhswEadoKop^ 

^ Yes. bi fact, dus ts specific to die United States. « 
Q. Are Snddi&Nepbew Endoscopy products organiiedm 
any paidcubr monnci? 

A. Yc«» wo orgBais diem ia die way d»t we do surgery. 
So In oraer to do an eadosoopie smi^ techmque weO, 
you first have to access die body caviQr or joint » i*e 
haw an access ptodoct section. You diea must visualize, 
you have to see what you are doing if you area swigeon- 
And ooce die smgeoo las a dear picture where be or she 
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t Q. What happened ta the TJ. part of chcoame? 

2 A. We cvcQUiaUy dropped that hecaiise it becam 

3 Httle bit diflkdt 10 deal with. So it*$ simpler just 

4 to say Smith ^N^hevr. 

5 Q. Your tijneiiiie-ivc are gotog to come tack to your 

6 companynow. WearegriogtoleaveibeSmidi&N^thewr 

7 lustocy. Your timdiDc has an eveotio 1991. Cmyoo 
S descsibcforoswhatfaappeoediottiefiddof 

9 etoctresurgeiy in your company io 19917 

10 A. That is the year we introduced our first 

11 electrosoigical probe with handle to be used during 

12 aithroscopy. It was introduood specifically for 

13 aithrosoopy 

14 Q. Were you here yesterday for Mr. 6aker*s testimony? 

15 A. Yes»IwasL 

16 Q. Did you hear when Mr. Baker testified that AitfaroCare 

17 wasfounded? 

18 A. Yes, I do. I do itcall that, yes; 

19 Q. Wheamsfbat? 
» A. 1993. 

31 Q. SowasSmidi&Nq>hewmthelieldofelcclrofiurgefy 

32 betoeAftfaroCare was even founded? 
23 A. Ycs^hwis. 

34 Q. Hie particolarpnxhictdtttyoa are taOdng about 
25 as being intioSjoed is 1991, was that a product ftr use 
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t Q. Is that product currently sold by your company? 

2 A. Yes^tlts. 

3 MILHEBERT: ifwetumtocatal<9PageP-28. 

4 aVMICKEBERr. 

5 Q. Is diis a page of yotv catalog showirig the various 

6 dectrosurgical probes that you currently sell? 

7 A. 1hat*scontct 

8 Q. Odier dun some of dte accused ones, which we aie 

9 goingU>gettD? 

10 A. ContcL 

11 Q. Ifwe go back to the timeline, die next event is. 

12 1995. Canyontelluswhathai^medoQduitdate? 

13 A. Yes; lBl995Smidi&KcphcwDyontcsasweitaamcd 

14 it merged with a company called Acufex Microsurgical, to 

15 fonn the ocgantzation we now iisve today, which is Smidi& 

16 Kqsfaew Endoscopy. 

17 Q. WhatbttftnesswasAcufex Microsurgical mvolvedm? 
1$ A. AcufcxMkrosurgkal was soft tissue repair. Soft 

19 was one ^d>e pioneering «gantzatioQS for a product ' 

20 called Maxon Q)bonctic)» which is a biodegradable inaterial 

21 diat is used to anchor soft dssoe to bona 

22 Q. Did Acute MIcrosurpcal have aiiyetectnwiiigical 

23 products at die time you acquired ttcn? 

24 A. Yc^dxy<&L 

25 Q. Whattypeofdectrosurgical products did ft have? 


P^SOO 

.1 ' in ardmosoopie surgety? 

2 A. Yes. Itwas^ecifiotoaithrosoopy. Ifaatisdto 

3 oolypteoeit istised 

4 Q. Was it used m the prescoce of any particular Siadf 

5 A. It was used in isotonic satine. 

6 Q. And at that tine» was isotonic saGne a conductive 

7 flmd? 

8 A. Yes, it was. 

9 Have you Ittanl die tenaBovieOpbooetic)? 

10 A. Iamfami]tarwithit;yesL ft is a brand name for 

11 ane]ectro5ur^olpn)dct.RFpro(hxt,ifyouwtIL 

12 Q. 11)0 dectrosoigicatprodiKt that you introduced u 

13 1991, was d»t a monopolar or bipolar product? 
14. A. ft b and wasa monopolar prodncL 

15 MiLHEBam MayI^psoach,yoorHoM)c? 
Id IHECOUKIi VCS. 
17 BYMILBEBatn 

tg Q. I would like to hand you what has been marieed as 
19 Defendant's Demonstrativt£xfaibitDiriX*50«aDd ask if you 
30 can describe that^ Mr. Sparlo? 
3t A. Yes. ThisiswhatwctefatoasourelcUiomigical 
32 probe with handle. refer to it as widi handle because 

23 there is the handle; these is the pn^ Agaia^ there is 

24 an arthroscopic device, which is used very of^ and 

25 always used in saline. 


PsgeJ 

1 A. Acufcz» we Still have a very strcmglaparoscopie 

2 dectrosufgMprodactfine^wecurxcallyaeiltodiy. 

3 MiLHEBac& oooldweg0toPu0Blt«9iolfae 

4 catakg. 

5 BYiOLBEBOCn 

6 Q. is dds a page fiom your catalog ihat shows some of 

7 the ^ectrosurgical laparosoopfe instnosnents that yotB! 

8 coni^ioysdls? 

9 A. Yes^itb. 

10 Q. Is dus die product line that you were refcmnglo . 

11 due you got from Aci^ex? ^ 

12 A. It^saain^ffovcdadvanoedversioo of it,yes. 

13 MiLBESESCK fiacktDdietimeliae. 

14 BYMItHEBeKn 

15 The next event myoiar timeline bin 2000. Caayou 

16 just briefliy tell us what diat Is? 

17 A. Yes; Agno^ldttitkwhatweicfcmdloeariiertai 

18 our Adveanses Program is we created laboratories created 

19 that are spcdiic to getting product to the drawing board. 

20 In fact, we bring prototypes from dedracwing board to die 

21 bioaduslaboraUxy to test dnn within a natter of hours. 

22 That qtodcturparouod provides us the ability to get ideas 

23 m fast, get them out Aodifds^ work, we can get them 

24 to market Ifnot,dKy can gob die dust bta 

25 Q. Do you woricwidi surgeons bdiat laboratory? 
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1 A. Yes»we<fa». 

2 Q. TTie next event is in 2001. (^>outdl vs what dot 

4 A. b 2001 reacquired a conipany called Onhope^ 

5 Biosystemslindted that UQS ¥07 specific to soft tissue 

6 icpair in die shoulder. We needed to streagibea our 

7 linethcft. Soweacqwicddiat 

8 Q. I wodd like to spend a few moments OQ die vety last 

9 lEicmxaitoayoardineUne. Itsaysm2002Snu&&N^^ 

10 Endoscopy aoquiteOratec At die time you acquired 

11 Oratecvhtt sort of product Une<fidUh8ve? 

12 A. Oratec is a» one of die pioneers in radio ficqueocy 

13 dectrosurgoy for arfhroscopy and spine. 

14 Q. Did yon s^ardraoopym spine? 

15 A. And. 

16 Q. Two <fiffocat areas? 

17 A. Yes. Idon'tlcnowiflhaveaBo^acoeat 
i$ Airway, diat*s what it is. 

19 Q- Did Smidi&Nepbev acquired any patents whca it 

20 aoqotred OnCoc? 

A. Omte a fiswL ¥esL 
22 Q. Did OcBiee have any abiatioo products foriseb 
2) ofthrosoopiesuryccyT 

24 A. Ycs,itAL 

25 Q. Weiedmseprwhicts used in any particular fluid? 
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1 MR. KEBERTs If 1 could have die witness come 

2 down fiom die standi your Honor-. 

3 THBCOum VCS. 

4 (At dus point die witness dien stepped down 

5 fana die witness stand.) 

6 aYMR.HEBEim 

7 Q. Mr. Sparks, I tmhancfittg you what has been marfced 

8 as vnc-S7< t ask yott'if you can ideatily diat? 

9 A. Yes^lcan. Ibistsdie DyooicsCcHitrd RFprodoct 

10 ia.HE8Eier: laaovediat in evidence. 

11 Mt.Bt2A(ENFEUhNOOljecdoa. 

12 ^ (DefoidaarsExbibkNo.574wasieceavedinto 

13 evidcnoe.) 

14 0YMR.HE8Err: 

15 Q. b die Control RPprodoctstia sold by your company? 

16 A. N(Q^H*snoc 

17 Q. Approxinialeiy what were d» total sales of the Control 

18 ap product before it was tfsoootimied? 

19 A. Approx2matdyS35.D00. 

20 Q. Why was die cotttrdler Control RF product 

22 A. BeeausB die Sapl^piodnctb better. 

23 Q. Did die $aphyre product have aay impact oa die 

24 dcctnooto<fiscootipoe dp Control aw 

25 A- Yes^itcfid If s a better product, it b caaer to 
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1 A. AS of Aosepiodncts sue used, ds ablation 

2 pnxfaetsintelinBmusedsaisotoiiiosatiDe; 

3 Q. DocsSnddi&Tlcpbewstinselldiosepioduct^ 

4 A. Yes»wodoi» 

5 Q. p-S,i$tlds anexaiiqpfeofteiiK»^)dtrfl^^ 

6 pioducts diat we are taOdiig about d»t you got 

7 acquisitioaof Oratoc? 

8 A. Yes. it is. 

9 Q. You have be^ -* you understand diat one of die 

10 accused pfodiKts in dds case is dwSapbyxe product? . 

11 A. Idoundostanddm^yes. 

12 Wbo developed die Sqdsyiepiodu^ 
IS K Orateedld. 

14 Q. Did Qrateic develop die Saphyie product before or 

15 after Smidi&N^bevacqaiied it? 

16 A. Hwasde>«Iope4cr nidevelopiiieQtbefoieiM» 

17 acquired ft. 

IS Q. DidyouacqdicOratecinorder.tosetdie Sapbyre 

19 product? 

20 A. N6»we(Bdiiot 

21 Q. Atdietiii»<^ dcacqnisilioa,didyoakDowd>out 

22 die S^byre {Hodttct? 

23 A, Ho^Ididiiot 

24 At dns point 1 would QoB to discuss and 80 brief^ 

25 dirottgh each of the accased products. 
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1 jndoe^ its pedbisiarioe is better, asid that 
8 just efinBDate das &o^a die boe^ 

3 Q. CanyouidestiiyfordiejuiyAeirarioaspatfsof 

4 deCootrolltF product? 

5 A. Susa lUs is bandit and here you have a 

6 sotatingtip» so you cas see diat diet has a elide sound 

7 to k -iD^iye you can't bear diat-: so diatyoa can use 

8 it in difieient angles. 

9 Obviously, dnsloag tube here at die end» 

10 ddststebttstnessaid^dneisaiidtectiodeoa^end 
a tberednt is used to resect 

12 You can see at die end of Has long cable, 

13 inaybolwiBsboiurittoyottdiatway*- 

14 <l You can take St out if you wast 

15 A. TlBSisEkBtiyu«tosetinloalitdebagof 

16 cradoeis yon always get oa die aiiplaoe* 

17 Thereyoafo. « 

18 Tbat*8acoiinector*/n»twe^n^dplu8isitoa 

19 standard generator usii« a face plate adq>ter. 

20 Q. Tbere is a dear plastic tube. Is«iatQsed«> 

21 sa|3pfy$a]iae when die ContrdRF is used? . 

22 A. Nd 

23 Q. What is diat dear plastic tube used f<a? 

24 K TOswotiM be applied to wan suctkau 

25 Does die Control RFindudet fluid supply? 
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I "yarding, airx)og<>tficr things, the '882 
I 2 THECOURH And k Would be hdpftil if I saw 

'3 thedocument 

4 (Dbcumc&U passed fonvaid.) 

1^ TBECOURT^ idunkln^glitcoiiecdtDseeyoii 

6 folks at ddebar. 90 if tfae lawyers would ccmieiq^^ 
i 7 appiectaielt 

8 

9 (^debarcoiifereDoetOutofchebeanivoflbe 
1 10 jury, as fellows.) 

ju MS. BOYih ihe Superior Fiicptaoe test says 

in diattfaestaadaidiswiiatapeisQiiorordmarysfcillm 
In tike M would read die claim as, what tb^ know, if tfaete 
|u was a concctioa that Deeded to be made and would di^ 
It5 kix>w how to inake that coficctioii. lint's the fact 
ju testbioiiywc want to bring out with llr.Hdm w^ 
|l7 only person of ofxfinary skill bfte art who ^ this kind 
|l8 of.aoalysisBtattmepnortotfaeaU^atioQ^ 
|19 M>»6UA4ENFEU>: Your HoDor, we addkcssod this 

|20 iSSQeiocoeofoQrexpdrtrq>orts;i]iDr.Go!dbcig*s |20 
|21 expert iqHxt Ihf^haiiedKeetedinicate^qperts^Di; m 
Ivt Ta>ior»I>r.Choti»Dr.MBiiWBrii«,aiidim \n 
m said a wofd about what die daimmeantyWfaafs file m 
124 <xttinca«e of eonectioo issue; lliey tried hi 
[25 dotfajs^^nfiiTcrcatwitoesidiatfliyhatfat {2^ 
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Mr. Heim recognhes one error in that claim but not the 

second error, and we believe diat is the right standard 
to apply under Supcrwr Fireplace. 

Hffi COURT: nn r)ot saying whether his 
(estimooy is right crwror«. Tm just trying to figure 

oiit wiicdicr you aU were 00 the wne p^ comoig into 
this trial, so dnt is lib unfainiesi 

Now; we're going to take your time ktttc^ die 
jury go out and Tm gomg to look over his dq>osition. 
which I assume someone has to dteide wbcdKr he should be 
alkrtwd to testify today about whatever was going on b 
thisdqKKitkxt If what he is doing today Isconsisteot 
widi what he did in dds dcpositioa or at least dwB Is 
an oppommity to test it, and dm was no aolioo h 
lunine to prevent him fium testifying today, then it's 
going to go fofMrani If there was &n obstacle Co the 
piaimilf having a far on^octunify to test dits 
testuMoy daring die ptttrial process; tin le win 
testify consistency. 

(&d of sidebar confcteaoe.) 

• • * • 

THEOOURT: Latfies and gentlemen. I ^<rfogiae. 
I have to do a little more homework on this Issoe antV 
rather dsan haw& yott sit here; yon woold be men 
comf(Ktablg, I'm sine, stretcfafag and tnaybe having a snack. 



1 
2 
3 
4 

5 

1.6 
! 7 
8 

19 

jto 

111 
112 



disclosed yet and now, not having put fa any expert report 
so that die jory could hev fiom an es^ert on what does 
diis claim mean, dieyVe trying to have a fiurtwdaess 
who has never been Identified as an o^ert testify m 
what it means to one skilled m d» art. 

What makes It even wocse. when we took hfe, 
1Idm*s deposition, whkh was ottfy a couple weeks agOr and 
we adced what are yon going to testify to at triat Ms. 
Boyd tfireded him not to answer* Andsotoaow^iiiv 
this on ns at trial iitm a person who has not been an 
«*pcn witrsesa; It seems hi^lify unfair to i& 

THECCURi^ wcfi. die bottom line is. always 
the bottom line is if the oppodng par^ £d not haven 
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|l4 fair oppoitunify during tfoovery to test a witness's 



115 
|l6 
Il7 



tesdmony.dien ft doesn't come hi at trial Soif.ln 
hd^ there was d» deposition and diere was'an aUen^t 
to find out what he was goB« to testify about so it cotdd 
jl8 be tested and CO we could address diisprenial.dicn he 
119 cannot testify tod^. 

j20 MS. BOYD: Ibis document diatindodes Us 

I21 analysis of what mistakes may have been made m die daim 

was produced earfy in cfiscovery. He was quesdoned 
In exfiensivefy on dns document in his dq)o$itioii. 
j24 MR.HEBEia^ tf^lmay.yocvHonoc Widan 

^ dw document, widdn&e four comers of die document. 



m 

21 

{22 

23 
{24 
125 
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So wcVe gofag to recess hopefUly not imcil we recess for 
die evening, hppeiulfy just a few mmo^ to let me make 
sure I understand «iur is goii^ on berc;. All right? 

(AtdiispMotdiejuiy dm leltihe 
courtroom, and die fdlon^ oceurstd vnA^ 
ofdsjury.) 

IHEOOUien sir,yoamaystqrdownandtifea 
breadieraswett. 

IHewriHBSS: AOri^ Thankyou. 

MIL BUIMEKFEU): Your Omcc? r 

THECOincn Yti. 

MfLStUMEKFELD: rm socry. IdtddHkaryour 
tastcommeat Bnt to pick up where we left off at sidebar. 
Mr. Hczm was sometBie who was Gsted as a trial witness 
pursuant to your I^»or*s provisioa about lisd^ 
toward die end of <fisoovery and we onfy took his depontion 
oo^>rtl22ad. And at die (kpostioo. we <fid go dtrod^ 
widi him die story of his con^ltancy widi Smidi ft Nephew. 

Wo knew diat d^ was going lobe somedung he vrasgoiiv 
to testify abooL 

In the middfe of his dqiositkn and dds 
was at Page 100 because we didn't know w^ else diey nug}it{ 
be calling him. Mr. dark who was taking the deposition 
€^ 

'Qiestion; Are yoocq^ectiog to testify in die 
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1 trial of dtts case? 

''Answer. Tve been told lhat it's likely 1*11 
be testifying in tbe txial of dib case: 

"Question: And wbat do you expect to testily 

about? 

"Ms. Boyd: ObjccttoD. To die cxteat It olb 
for attoney/clieat privilege tofonnatton. I 
I die witness not to answer 
I "TheDeponcbt: Sonidtftdoldo? 

10 *m Beyd: You donl answer/ 

I AnddKwouklnotlet!iim<Bsdosewlatttwas 
12 that they appaxeatiy planned to bavtbimooiae to trial and 
» testilyto. Andif tb^f'segdogtohavehimnovirtiyto 
H coxne band testify about d^Dgs after sfaeinstniciedlttjn 

15 ttotto<fisdo9etfaesu^n»iter,iheolie^dioddat 

16 be^letodolt 

17 TOECOWOt mitte gay tes% c o ns i ste ntly 

18 with wtiat be was d^osed about 

19 i6.B0fYD: And he was deposed on tins document 
» llwfacttiiatMf^ChdcdynHadchnnqQestioosaboat 

21 diis particular put ofthis document watnH oar 

22 xesponsibaity. We mstnicied him not to <fi^^ 

23 aaytinng we talked ^)oat,hblilKiy trial testis^ 
24 
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U*s gaznesmansMp. lbetetdiat,wdl»he£dn*taslcthe 
right question so» that's olcay» we are free and dear, 
when a question was asked, why are you impoctant? What 
aie yon doing hem? TfaaCs an appropriate question. We 
are not supposed to be throwing smprises. Weareall 
supposed to know we are on the came page. We know what 
each witness is going to testily abottt. Quitefiaokly, 
that's not way we^ do d*9cs here* 

So we are all ^3ing to take ft ve minutes, you 
are goiog to reorganise; and we wiU bring the jury back 
In* 

(Shoit leoess taken.) 
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MS. aOYD: And frankly^ I don*t thhdcl had 
talked to hm about Us lengthy trial tBsdmony at thil 
poinl,alflxNiS)iIdoQHicnienteqwcific^* Botny 
instruction was only not to dbclose attoro^s^client 

6 privileged infoanatton. And wcifid have — 

7 THE OOUKl^ Maybe 1 haven't been out in the 
S real world in too long. The whde point of pretrial 

9 <fiscovtryand<^ldeatifytngvritnessestasowedon*thald 

10 up the jury. The only saving grace is that this is all 

11 yourtfanetitttyouaiespeofingottdttskindofgacbagiV 

12 soIam'nolgoinglobehePBanykxigBr,evcad»is^yon 

13 are not |>iesenting evidence to the jvy. 

14 How; I SQ^osediattfns person apparently 

15 v^notldeotifieddinivtlecoisseofiSseo^^ 

16 theeod. He wasn't dqxssed until the end. Ihereasoohe 

17 was identified as one who nis^ testify is bccanse ha 
Ig ]d«)itiestify. 

1^ bseettstomotetitisanwro^ittte 

20 question for lawyen to ade» why are you Identified nan 

21 trial witness Whatbitthitrou are going to testify 

22 about? 

22 M6w,IfiarddyddnkyourhistmctioiinaCtt> 

24 answer was inconreei Ucrcf<a«.hi$ testimony is limited 

25 to what he was d^osed about And the fact diat*- to me. 
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1 

2 ^Oourt resumed after die looes^ and tbc 

3 following oocanedwitiiouttiiepraence of the jury.) 
4 

5 IBB COUim Ut*a bring in die junr* 

6 SInoe we have some dead tine here; I am not 

7 exactiy sure why tins is sudi a huge controverqr with 
g respect to Mr. RaSle. Apparentfyhebasiclevant 

9 testimooy about e randier of Issnes. I did say the last 

10 time we discussed tins tisntsome.oftiK prospective . 

11 business Isntrdevant But I believe he baa soma ^ 

12 idevant testimony the iaequitabfeoQiMhKt 

13 testimony. 

14 Soyouneedtowockoutasdnlnle. 

15 (At thbpdnt die jisy catered die CQUttioom 

16 and tooled seats in die bot.) 

17 TUECOUan Vhaaicyou»lacfiesand0BntlemBar 
IS 1 just want to cqpl^ that even when you M not here, 

19 tfaedocklsticiEbg. So we me not wasting your time. 

20 Let*s proceed 

21 BYMS-aOYD: 

22 Q. Mr; Hcim, did you have your depoation taken b tins 

23 caaef? 

24 A. Yes, 

25 Q. And do you understand iMiat a deposition 
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1 A. Yes. j , 

2 Q. Can ycm explain to the jury what a depodtioii is? J 2 

3 A, A <kpc^tiont$ a process in whid! a prospective I 3 
I 4 witness ts'aslced questions under oatfvaiM] the quc^^ I 4 

5 ami answers are documented prior to tf)e (rial { 5 

j 6 Q, I>idMr,Pfcnyaark;anatlon«yforArt!iroC^ I 6 

7 take your deposttioQ? j 7 

9 A. Yes^hedtd. g 

9 Q. Did he ask you questions relating to FX-W. your [9 

llO May 199Sleastbilitystud/7 |io 

Itl A. Ycs^hocfid. |] 

ju Q, Did be adc you any questions about Pages 24 and 25 (|2 

m ofyourMay 1998 feasibility study? Ij) 

114 A. Na jl4 

|l5 Q. I ivould like to turn to some of die otficr portions jl5 

|U of your fcasibili^ study that he did ask you questiem ||6 

in about Before wc get to dx study itsdC can you 17 

lis describe in general tetinswb^ your project was in the jl8 
119 devdopnieoeofdK OmtrditFpn)d^fcrSratdiA Nephew? 19 

|20 A. Sniith & Nq>hew a^cod Team Kfcdcal to provide joo 

121 tedmicalguidanoB on die design of various aspecU of m 

m thepiodttct SnuAAK^ifaewwasincfaaiBeafdeovendl In 

m project We helped them with the des^ of die t9 of 23 

j24 die device &ndi[^ier electrosuijical aspects of it, as 124 

|23 well as some other parts of the design legai^Dg I25 
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Smhh A Nepljewr, bdieve. gave ihem ffae mmonum relable 

sp^mg that one coold have wiihoia having the prednet &a 
toworfc 

Q. Have you eva tested the Control w? or prototypes of - 
the Conttol BPin sanubied dcctrosurseiy, b aa ->oa 
««oeCatufgeoQ:dgbl? 
A. IamoocaiutgBOtt.cenamly. 

Q. ^ you never pofonncd arthroscopic smgay on a 
Ixvohamaa patieal? 
A. Hb. 

Q. I&ve yon cwdooesinuUaiioo surgeries to lest lie 
Comnd XFor Its protoiypcs? 

A. Wo received a Control ltp» I wffleaO it an 
eagiacering prototype, and tested it i^ 
Q» Mow» based oayoorwciri:ndcveiop»ngCbeCcotio^ 
and y m r fcs t i i^ g cf the Control RP,\rfl] ihc Ctintrol W 
worie to aflto ti(cae^Nto the aetiva ^bode is 
tissue but die return cfecttode b not «»efah^ ttssoe? 
A. SowohavoitsabneiBpdBioarcondnctiYcsaitne 
sohidon. and deactivedeefrodeii iD tee^ Aeieaim 
ekctiode if m there; and die return dcctiode is not 
tOttduBg titsae; bat the active efeekode 9 toucfe^ 

tissne;>wc>Jdn^gettbe app iop iitt tepiedctenninedtaig^ 
cfibet? 

Q. That'st^ht 
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1 asaonfactnrabifity and that sort of dung. I 1 

2 Q. WasoDeofdieddngsifaatyonhdpeddesign»was I 2 
I 3 krclaledtodie^iadngbctwtcnthcacavccfcctr^ js 

4 and dKieturo electrode on the Control m. I 4 

5 A. Ycs^itwsL I 5 

6 Q. And how dd yon detcmme that dttt^ado^ was I 6 
1 7 going to be? | y 

Z A. The best way to Start with that is to explain why | g 

I 9 the spacing is inoportant If die ^aciog between die { 9 

110 acttvedectrodeaDdtheictumelectrodelsiooclose, |tO 

111 whatooegetsisTO^^Mrksofelcctiicityarcii^ jn 
|l2 between die active efectrode and die retunielectioda | i2 
|l3 dtfovgii diesalioe or condocdvt liquid llnse are das [u 
|l4 same things that are diere. And obviously, if die 14 
|l5 dcctridty Is jumping throqghdiatshort«c ir c u itp it is |l5 
h$ notgotngintodietis5oeand,asaoonseqoenoe;te (16 
117 de»red predetermined surgical effect doesn't work jn 
lis So die way diat we ended iq» making diat {|g 
|l9 determination was domg some basic aualysis; and Aea 119 

120 dttoogliasBnesoftestsdiatwecondQciedstatr 120 

121 factlitks in Boulder. 21 

122 Q. Aru) could die return electrode and die active m 
|23 electrode in die CMitrolftF be any closer logedier and m 
124 stiUavmd die shoct-circuidng problem diat you described? 124 
pS A The numbers and die tedmical guidance we provided to 125 
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A. The answer is yes; one would. 
Q. And if bodi die active and die retumdeclrodB 
were touching tissue; would you still get diat effect? 
A. As I understand die goQmeti% we ha:ve die active 
electxodo toodnng dssne; die return electrode b 
subnxxged in salbe; but it's not completely submeigBd b 
saline-bccause part of die leturo electrode is also 
Koucfatng tissue widi die rested die return electrode 
toudsng safioe; 

A. K wonUoedaialywart: appropriately and ooRcclty ' 
Under diose s, 

Q. How nianydiflatot kinds of dectrosuigical devices 
would you say dot you have testoi in noQ^dinicat aon* 
human p atient tests? 

A. Bectiosoiglcal devices, engineering prototypes? 
Q. res. 

A. You know, I don't know the number. Ittscertainiy 
maayhuii(&ed& lanootsuieit'sdiousands; 
Q. And when you have done diosefiests^ have you seen 
sparking 

A. (X^oertably. parking always occurs widi 
dectrosurgery» 

Sparking always occurs widi dectrosur^ry 
except under the rarest of dieumstances; 
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t Q. InpartofyDivwofkkidcvdopingtbeO)QtiolltP 
2 pn>dQCt»<fidyoa ai»lyzB products tlialweiecu^^ 

4 A. Yw. 

5 Q. IVhatproductepmiluMel? 

6 A. WecxazmiiedtiuecccHnnttrd&I^Sevioes. Oneofthem 

7 wasaprodoadKittmsoIdljyftcoin^ynaiDodOn^ 

8 AiiotlMrproduGtWBSSoldbyaoon^aiiyttaanedA 

9 A]kdathiniprodiictivasbya€oiBpan^ 

10 Q. loyocrcq)erfeii»M«ttcnpoceraodcoQ5oit«nt 

11 tfieme(ficaldeito$fid4,isllieaaalysb€fpfodi^ 

12 already oatfemaAetty^calmtbedevdopD^ 
U product? 

14 A. b'sex&andyiDO&e. K^scxtitioely route: 

15 Q. lamgDbgtoadcyoQtfabqoestioQStiatgteoat* 

16 IwmapdogittmadvaxKe; DtdyoacopytbeAjtboCm 

17 prodoctii^yQOimdesigDfasibeCoocidiffpra^^ 
It A* Al>soliiiefyiiot 

19 Q. \niydda*cyoti? 

20 A. W€fl»q[|nlefimilcly»]t*snotapafti^^ 

21 design. 

22 mqrdoyoosaydttl? 

2S A. It'sovti^coiivlex. Aodtlatcompkx&yis 

24 reflected intfieiiisabcro^ 

25 die paits; and hivoald also naaife^ 
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1 ioioacDatu^co&MCtordiat'siathecootiollerdMitdKit 

2 supplies docnidky 10 Sl 

3 EachofiixMelltdBConacctKmpomtttsa 

4 pottntiaipototoflttlaie. TbeCoonolaFdevice»ontfaB * 

5 odicrliaodtbasasla^fedecttodeattheti^ vMa 

6 sb^isivetkttgpes avougb the shaft, that goes to a 

7 $iDgle€Oonocior«t]»tprodiioesdiecoolactroribeactHo 

9 Theyabobotfihavoaictiini^octoodewBoas 

10 wdL 

11 ThafllcyMi,Mr.HiBiBU 

12 UlBOrmwoQUyottlikotoaoss-cxaBdae^ 

13 lackt 

14 MnauMOQaft Thaalcyon. 

15 raaootam nr. Bbmrnfcld, 

16 MR.aiJiA4eNRlft ihaidc)oa,yoiirRboQi; 

17 CaOSS-EXAMtMIOH 

18 avioLBuniMvuk 

19 Q. OQodaAeRKioa.Mr.Bclm. bfynanvbla^ 

20 tamoneof AnlmOMCsattoncgrs: 

21 A* Oay. 

22 Q» HBtlbDowiBgapoodKlastpofatyQQfBai- 

23 the design of the AnboCaiepiobe^ are yon Mtt.;.^ 1 

24 Ar<iraCaiobastold tbocit2inilSonofiispn)ba7 | 

25 MS^Knroe oljoctloo» YoorHooor. THisocs _ 1 
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1 alM)iittboidiabi%ordiepiodwtaiiddBOOStor 

2 mannftctutng. 

3 <^ Lcsriogasye those idldyflfty and cost Issoes^ it 

4 kagooddcctro5ursicaldevue7 Doesitwodcwdliffira 

5 ttvoftoT 

6 A. Wcit based 190a ds tests i«e<Sd» it ocrtaioly does 

7 pcdocmilsuifteadedfiiocdaL . 

8 Q: Soagm^^R^^KmyourcoQcenisor^Kdiydldyoii 

9 dm&itwasiteutabaddeaaii? 

10 A. Weil, tbentiii issue wUbitistliett am better 

11 mys»]ooart^lmoii»aDdit«uvciyciettto^ 

12 begiiaiiig^dhmimbetterirasislodesiBaaprod^ 

13 that wodd ablate tissoe than the iastimn'itkinfto 

14 fcpreseoted by dKAfdooCve device. 

15 Q. Can you explain what some of Aeiaoportaat 

16 cngineenng<fistiix:tiocisai« between 

17 d«ArtfaroCaiodevioe7 

18 A. IhesingioWagest^efcaoe between diooedevBoes 

19 b that d»Ai1hroCBre device has imilti^nctiTeckclio^ 

20 pinsL Intho%orthatdevioe^ti«eareiiiaflyi«aid 

21 fiKtalpttts. Eadioooofdiose&tfeioimdaBetalpiBsSs 

22 connected Co its own wiia Andeaciiof those wixcsta 

23 then ttoeaded ihrongji the shaf^ going to another 

24 dectckftloonnectngpiniDtfasbandfe; Anddneadicr 

25 those little dectiical connecting pins then needs to go 
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1 todiecomiincialsocoest^iiiticliisnotantssuemthig 

2 case* y 

3 limoown Idnnkitgoestowhetherit 

4 wocks; following tip on yooriipesdons. The objection £s 

5 ovetndedL 

6 MS. BOYD: Thank yon. Your Uooor. 

7 THevrriHESS: iwasnotnwueofUiepieeisB 

8 ntnnber. I certnniy knew dial tbe device had been sold 

9 nd been sold siKoessftiay. 

10 . J 

11 ^ I 

n ; 

» 

14 
15 
16 
17 
18 
19 
20 
21 
22 

1 1 
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2 BYMJLBtUMEHFELD: 

J Q. And the CtotmlJtf that you worked 00 the dcdga of, 

4 isn't it a fact that Snuth^N^hev sold $35JN)0 of tt 

5 enddicapullcditofrtheroarkcl? 
S MS. BOYD: Objection, your Honor. 
7 A. Voakimr- 

tHEoomtn ovcm2kd 

A. 1 have absolutely no idea. Vmsony. 
MS. BOYD: The Judge needs to fule. 
1H£ COURT Ovcnmlod. 
TOBwroiESS: Sorry* 
MS* BOYD: Ibaak you, youT HouQc: 
THSwnMESS: M^ I answer die qucstioQ? 
I have absolntdy no idea of Tiliat the iDldnial 
business i70cca£ngs m of Snith & Nq>^ 
17 answer your questioiL 
II ByMR.BUIMeNrBDe 
19 Q. How; you <fid talk a litde bit about your 

anaoseoieats widi Snidi & Hepbew and tb^ calkd you in 
21 Iatol997ore8rl3rl99S;btetr^ 
A. Conccc 

23 Q. And tbcy called you because they wanted to have an 

24 tU^prodnctoaJOieffiaHcctandtfi^wantcdyourli^is 
" thstrigitf? 
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A» Yes. MnHumn. 

Ihe reason you're not going to get royalties is 
because tfai^fe not using your patents? 
A. Welt, that's not really quite right, Ittumsout 
that the nature of that i^rceroene is such that! don't 
expect royalties even if ihey viere to sdl the produ^ 
Q. But th^ not setting file product? 
A. That's my tinderstanding. You cvidcady know jaoic 
nbontdiatthantdoL Again, Tm not privy to their 
Internal business decisioQS. 
Q. . Now, you talked a little bit about the active 

dcctrode and the ictum electrode <^ the Control W 
A- Yes. 

Q. You said that you did some laboraioiy tests. Do you 
re iTi f j nb c f that? 
A. Yci. 

Q. Hcyw» the return clcctn)de on dvCbotrolitFi^ ' 
intended to be contacting widt tissue, is it? 
A. Youkaow,yourqucstiaD«*bfiEttX,Iknowyoumleo^ 
itnottobeamh>yifw**ii,miW^amf^^ffff^iy 

Q. Was the xenvnclecCfode on the Control RP blended 
to be m contact with dte tissue? 
A. During nonaalopentiom one would not mteod it. 
But cleartjr wfaai one des^ sudi a pioducl; one is awaic 
offefecCthatifientiraypoasiblediattfaeascr 
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A. Hiat's not leat^ quite how I recall the CQoversataou. 
What I recall Is that they wtie mtercstcd bx teaming mofc 
about what would be inv^ved in CDg^tx^ in such activity 
That's how I recall die ccovasatioa 
Q. And tn your ca^ conversations with tbeat^dcy 
mrntfone d ArthroCare^ i&tot flgy? 



A. Would you please bdpse out by vi^carfy is beie? 
Q. December •97»lannary'9a 
9 A. Well, certainly hi Deoeaiber they never ncattoned 
AfthroCare. That 

was a rnnch iitt>re general coQVcrsatioflL 
Q. How about m lanoaiy of '987 

12 A. In lAiuary,it^i entire^ possible di^broi«btq» 

13 the name ArtfBo(:BieL I don't know fbrswe^ but ifs 

14 entxcdypossihleL 

15 Q. K9W, since you started your work in early im for 

16 Siiddi&Nephew, you've been paid, what, over nmlllioo 

17 bySmithftHiitov? 
A. In aggregate, beetMceaOes^anteUcense agreement 
plus consulting fees. It would be over S2 mllliaaL 
Q. And diat was for your wo^b Redesign, die 
Control RF and the patents th^ you Bccosed to don? 
A. hi aggregate, yes, bodi of ifaemcQmbtncdL 

23 Q, And you sdd you don't ej^cct to get royddes under 
your patents* and there actually is a rofyatqr pnwlsiea hi 
your agreement, isn't tfwe? 
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coid4 b fact, cn^loy Ifae device or depbydie device m 
sudi a fashion it couU inadvertently contact tissue^ and 
imdent design woidd loquhc one to anddpatB that 

4 pos53iiliQr and maloe sure diatdspnxbct would not hm 

5 thepBtientan4todttexU»tp05siUe^ operate 
dmld sudi an eventual^ occur. 

7 Q. Butthemtaitioiiwasfordieretumelectrodeb 
S oonnatcperBtioo not to contact dssue; cornet? 

9 A. That woidd be correct 

10 MR. fiUiMENmise t have no further questions, 
U IBEOOincn Aflngbt Anyiediiect? 

13 MS. BOVSk! r have just one fKstion. 

13 Rei»RecrEXAMINA110N 

14 BYMS.BOYD: 

15 Q. Are yoo aware of coinpl^ats from pttients and doctors . 
H regarding die AithroCare devices, spedilcally con^labts 
17 that they canse injury when they're used? • 

IS MR.BUa^CEMFELO; <A»}ectioo,yourHooor. 

19 M& BOYD: It goes to rebut the markelpboe 

acce|]<anoe argnnsnt that Mr. Btumenfdd faroi^ out m 

21 cross. 

22 'TOBCOURit wdl, that was broMgfati;^ because 

23 d«e were questions about bow djcArthroCare product 

24 wasnt as good at dusodxr product, so that was okay. 
W Thatbobjcctioo^sotfaeotjectiooissustamed^ ^ 
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MS. BOYD: Itiank yoo, yooT HoooT. Nbfurther 
questions. 

THE COURT; All right Yoo may Step <kiwiip»r. 
Tbaokyoa 

(V^tness exoised) 

MR.MacFERm Goodaltemooa Simfh & Hq^iew 
E wiUoowbecaUiagKatefCmidseaasiisi^ Ms. 
KmidnbaQcngiBoeratSimtfifthMKW* Sbewasthe 
head of the team <t Oiatec that (fesigDcd and de^^ 
Sapt^xe <fevi06 and die wia testify about specific 
of tiie Saphyre diat am itkvanl to tfie tssues you i»in be 
deddmg in diis lawsdt 

I doo*t cxpea dKlI fi&idi today* but at 
least well be^ indi her testixDooy. 

Your B»or» Snddi & calk Kate ICa^ 

iHEOOmtn AttrigbL Ifaankyoa ' 
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KAJE mn)5ai;liaviiig been doty 
sworn as a witness* ma exanbed and 
testified as follows _ 

DOfiCreXAMlNAXlOK 

BYlflLMae^Eitm 

Q. Goodafteniooo,Ms.Kmidsea Would yoo please 
introduoe yaonelf to Ibe jtsyl 
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1 A- Yes. 

2 Q. Wbcn was the Sapfayre product totroduced 10 the marte 

3 A. ItwismA(»il of 2002, 1 believe. 

4 Q. Was die design for die Sapbyrecooapteted before that 

5 liflQO? 

6 A. Yes. 

7 Q. When was tfiat design completed? 

8 A. Hie des^ was actually completed m November of 2001. 

9 Q. Do you faMVWvdiat before or after Stiiidi& Nephew 

10 aoquiitd Ontec? 

11 A. Ibat was prior to the ocqoisitioo. 

12 Q. LetmeadcyouaboutdieSapliyre. WhattsdseSapl^ 

13 osed&rt 

14 A. The Saphyre probe is used to ablate soft tissue ia 

15 jototsL 

1$ Oiciy. Woold you pkoseexpltto what ablate means? 
17 A. 'ft b as ica ly goes in and oMilerates and removes 
1$ soft tissue that die doctor wants to get of ittsldB 

19 diejomt. 

20 Q. And wint do you undersund soft tissue to mean? 

21 A. Soft tissue in your jdnt is dungs like ligaments 

22 andlendoos. And when a ligament is torn inside your knee* 

23 theysHQf want to remove il so ftqf can fcplaoeit with a . . 

24 adoeooe. 

25 Q. Have you ever used a Saphyre yourself? 
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A. I*ni Kate Ksndseo* 
Q. WbmduyouMve? 
A. IfiveinSaaJbge^Caiifosnis. 
Q. Aieyottsnacried? 
1 



A. 

Q. Bow kog have yoo been manied? 
A. Three and a half years. 

DoyoufaaveanydiSdren? 
A. Ye& Ihavean lS-3noalb^lddau|^« 
Q. Wl«t do yon do for a living? 
A. Fm a project cagjneer at Smidi&Nqdiew. 
Q. How long have yoa been at Smidi ft Nepbew? 
A. Justomayear* 

14 Q. And Mieie were you befci^lhat? 

15 A. 1 was at a company called Oiatecl nt er v eadoos, 
winch was ncqpired by Smidi ft Hei^KW. 
Q. How long ba;ve you been at Oratee or bad you been? 

IS When <fidyoa start at Orateb? 
A. I started doe in June (tf*99. 
Q. What did you do at Oratee diatbiingsyQiU toe 
today? 

A. 1 was the p rojec t manag e r who started and ted the 
Ssphyre hipdar ablation project 
24 Q. And is diat die project that resulted in die S^)fayxe 
product? 
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A Nd 

Q* Have you ever used one on a patient? 
A KOL 
Q. WlQrnot? 

A Idoutdtflt the patients. I jtist make die devices 
for de doctor to ttest die intients. 

Toyourlmowlcdeethasaayooe at^diftN^hewor 
Oraleeever used die S^lQfio on oceastoo? 
A. Hotdi^lkttowc€. 
10 Q. Wfayisthat? 

A. Because; agria» my oonpony is involved msna)ang 
devices forte doctors and dedoctocs am mdsttge of 
actually taldfig eve of die patients. 

MiLMacfeaaa^: Your Honor, TdGke to 
appmach and hand die witaess a laser pointer. 
IHEGOUaK: soe. 

MIL MacFEaMH: And, Garyt ooiddyou mra tbi 
Efanoof^please? 
BYlOLMatfERMIf: 

20 Q. Ms.i:midsen,doyourecogniaawhatIputupondie 

21 BaioT 

22 A. Yes. 

23 Wbatbit? 

24 A Ifs a 90-degrceStphym bipolar aWadonsucdoo 

25 prabe; 
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MR^MacFERJUN: And just for the record, it's 
vomkcd as 01X*57>A. 
BVMfLMacfE&m 

Ql Cduld I fide to you pomt out ^n^icre (he electrodes 
are on dus device? 

On the screen, if you would. 

7 A. Hits ri^ here Is tbe active electrode, and this is 

8 die return dedrode right there. 

9 Q. AVbat is that pde to die middle of dse active 
to electrode? 

A. Tha right diere is the suction bote. 

12 Q. Cbo that be used to provide fluid? 

13 A. Ho. It*sju$tto Ihdd from inside d)ejbtiit 

Q. Was the ^actqg between die electrodes and Ihs 

16 Saphyie important in the des^? 

17 A. Yes: We wanted the return electrode to be as dose 
as possilile to the end with tbe active electrode ett it. 
Q. Did that rahsnls contact between feictuiQdeclio^ 

20 and die body? 
A. Vo. 

22 11ieaw!^<&d>ou^[»oedieckstrodesdoietogetlies^ 
A. Well, diejobt^paoe ma lot of die cases where 

24 die doctors aie iw d aus is really soBli and so the ictmn 

25 electrode needUo be inrideftatjointqaoe so diqrean 
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Q. Let tne see if lean angle this, rmgoiogtoadc 
you if >oo can describe where the surface of die active 
electrode is relative to *- see if you can describe wboe * 
die surface of the active dectnxb is relative to the 
return electrode* 

A. So again, dsis is die active electrode right dicte, 
and dat is die actual active surface dm die doctor uses 
and d&s is die return dcctrode. And die active dectrode 
is covered around like diat so that, again, diey can get lo 

all die anatomks inside die joint diat diey need to access 
to remove die tissue dot th^fe woiidt« on^ 
12 Q. Did diat minimize die contact between die ictuin 
dcctrode and die bo^ 

A. No. A^in,becatBe die joint is sudi a small space 
and becausedie spacing in dcre and the tissue m dxie 

16 is really iiKgdar and bumpy»di^coQldh%ndus 

17 des^ we CQuldn^t really ioB^diose; die return 6om 
cootacdtv dsme when die active WIS contacttt^ dssne. 

19 a IsHeaqrordimcttlttopositkQdiaSapi^to 

20 kcqi die return electrode &am contacting die body at aU 

21 while die Sapfaytetspullii^cocisy? 
A. IfsififBcult to get diatreliim to not contact 

23 tissue Again, die joiirt^ade fa rcanysmaO. Ibetno. 

24 electrodes are very dose to each odier. Tb^reboA 

25 fedng the same <firection and you'll probably notice die ~- 
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see what they're doing. 

Q. fa diere any odierieasonyoa want die r«o 
electrodes lo ba dose together? 
A. hi otir case^ we wanted d» return electrode to be CO 
die same lace as die wtive electrode because they're bodi 
going to cone in contact widi tissoei 

Goahead. 

Q. rmsooy. bdiefize ofdiejointrdevanttodia 
10 spacing betwoea? 

A. Yes. Again, it*s a really small joint space and so 
what we wanted was bodi electrodes to be hi die jomt 
space and to be visibfe to die doctor on die aidirosoope ' 
asdieywoeused,beorshe,usedbtbatproce(hneL 

15 Q. And bow dddiat affect die ^pacing between die 

16 electrode^ 

17 A. Agahv we wanted diem as dose as possible and we 
actually oooldan go any doscr diaa we dU because die 

19 active and ittum electrodes would be^ to arc to each 

20 odier and it would actually castseds device to &iL 
Q. What do you mean are to cadi other? 
A. It WQuhldiQrwouid begin to transmit energy 
(Erectly in an actual arc you can see like in a ^ari: 

24 pIng,andit wouIddiortdiepnibeoutsoitdidD*t 
function' any mote. 



21 



Pagp964 Paee9« 
return dcctrodc fa ptetyb^especgagy in c ompa i i s c tt 
2 totheacdvedectrodBL SovndiattofduMefacton; 
it*s ccTTTiifig hi contact widi ***t*?^. 

So was die Si9hyie designed to koqi die 

5 electrode from confafffngdw body at all while die 

6 Sqihyie fa aj^^fhig energy? 

7 X Hb^dat wasn't die design intent We added a 
feature of insidatlott along die back pcctioc^ die side 
diat is not facing die aodye dectrode, to protect what 

10 we iMwe termed lio n -targeted dsstie, Ag8ia,soif die 
doctor fa woddng in die' jobt, widi dds surface, what 
12 diey're doing, ^rercmovii^ all of diat tissue nd 
abfadngltandohlitefatmgit Soasdiey*reweikB9 
14 diqr*rekfad of ttsmg die probe m various cfirecdom 
And diat^s what we caU targeted tfasue^ 

16 because they're WBolmg to remove dot dssne. So any of 

17 *thetissoedut return dediode fa cenuvbcotitact wibi 
fa agam Oat targeted dssue» and ^t we did fa put some 

19 msuiatioii along die back dxrc to protca die back or die 

20 non-targeted dssue so dat back part sUys- we termed it 
acodback. 

Q, Have you appUed for patent protectioQ CO diat 
feature? 
A. Yo. 

Q. WbtbAe^Mw Hat ip^ieatioa? 
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A. It*$penduig. 

MltMacFmJH: Your HoooT, Fd to approach, 
if I can, the witness with an exfail»L 

THEOOURft Yes 
BYMR.l.%aCFERS(fife 
Q, Doyoaiccognizethai? 
A. Yes; 
Q. mattsit? 
A. It^saCD. 

Q. DoyoaiecognizedteCDt 
A. It*s«*-wdl, it says it's a sales ptesentatioa 
dia wouU be iiscd oar Maiketiiig Dcpami^ 
Q. AiMldoestlieCD«-<h. VMktfaeexbtUtmliDber 
cxldlecot 

A. 11ieDcfeod«Qt*sExlulntiUBiri)erbinX*^^^ 
Q. DoyottloRowbowtbiscDtt^ttscd? 
A. Agaia, oar MsioeiiiigDepartniait would 
tram salespeople 00 new piodiKls. 

MIL MatfBua>e Yw Honor, rd t± to 

DlX-slSlntocvidaioc;. 

IRBCOincn Aaycijeedoii? 
ML-OARK: i«>ob}ecdoo,yoisrHoQar. 
(Defendant's Eidabtt No. 31S was leoeived mto 

MiLTaacFEaRPfe YonrHoPor,.weinadeacopyof 
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1 A. Yes. 

2 Q. Docs this show dKSaphymicturoelectnxfen^ 

3 cootading the body at an while the cnetg/b applied? 

4 A. Nol 

5 Q. Havcyoacvcr scon 

6 A. Ihavea*t 

7 Q. To your kiMiwlcdse, has that ever beea done? 
a A. Ho. 

9 Q. To yowknowledge, has anyone at Oratee or at Smiths 

110 Nephew ever told anyone not to contact the ictum 

111 electrode to die body at aUwUkeoagy is applied? 
|t2 A. No. 

13 Q« Ibankyoa. 

||4 Ms. Knndseiv could you please turn to Tab 

lis rx-3itiayourtttndeA 
|u A. What was die mmfaei? 
It? Q. rx-sau 

lia liis.KmidseivIwilladeyoQ,doyoaicco8nsa» 
19 thttf 
llO A. Yes. 
Ul IVhatisM 

In A. IfswfaatwoeaUaalFUorinstnictioosroritxr * 
]23 for d^YukaaSa^iyrel^olar ablation probes; 
{24 Q. Gary bh^n^ne^mt your attentiob to ^neiaph 
125 IOl 
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BtWLUaCfmBk 

Q. ]4s.Knodsc&,weh8veBiadeac«)pyoriheca iwould 
like to d)OW you a video file from that q> dHt k labM 
a? «9os - and I have to do dils for the leooid ^ 

SAD sgm 2*24s&CJapg. 

Ms. Knndscn, could you please describe for us 

what dtt video b diowina «^ 
10 A. ThbbssaittaS«|ibyitb^<^abl3donprobe» 
actually in tacL That b die acdve electrode that b 
12 bdngttsedtoianovedssus. ISkendioabdieictaa 
electrode right dkoa. 

14 Q. lhankyoa 

15 A. Yoacaiseeri^dmit'sslowbgorangB^aat^a 
when it*s actually arcing or rcznoving the tissue; You 

17 can sec the tissue coxnbgmcoiitact with that saoac 
surface of the ictumdectrode. And it*s making bubbles 
as it's beii^cnetgiBcd and removing die tissue^ Andyoa 
can se^ diere b some sort of browdng spots and Uack 
spot CO die remaining tissue where It^ charred* because 
agnn, it's eatii^ dirou^ it ekctricaqy and heating it 
vp^ so chari ed dssue fcrnnint 
Q. Does thb video dK>w contact between the Saphyre 
25 leturodectrode and the body when energy b applied? 
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1 THE OOOKR I taika It thb ban a dmit t ed 

2 cdaUt 

3 VOL MacFEaaiK: ihb has been admitted, your 

4 Honor. 

5 iBa0C3UKR ihaokyott» 
I 6 BYlOLMacFBOdMt 

7 Q. Igoessdusbourbcstawofdib. Youmayhe 
a know because you lead dds» you hatve a copy in front of 
9 yut^coddyoapteaseieadwhtf it s^fs^afler Warning? 

110 A. Ihewaramgsaiys contact ofthe return electrode widi 

111 non<argeted tissue could itsdtfanhenoai damage of die 
jl2 aott-taigcledtbsuB; * 

113 Q. IMiy does that statement specify aoortBigctcd tissue? 
it4 A. Again, because die itturaebctsode and die aetive 
]l5 dectrode ate bodibdsatsaine^fiKxng die same plane and 

16 basicalfym die same area, dioiclninetectrodobgmng 

17 to come bcontaawidtd»laigetBd ti ssue, wt^b 
Ig aocq»t^ to us, because dot tissue ball going to be 

19 icmoved by d» doctor. Ub the non-iaig^tbsue that 

20 weareHymgtoprotectwididiatpatfedback. 
121 Q. bdiatstatemeatmstrucdng anyone not to coolaci 

die return eleotsode of de S^Iq^ widi tissoe? 
A. Nd It specifies noo-tai9Btod dssue codd be 

124 thcrmalfydama09d. 

125 Ma-MacmuoK; YourHooorJwotJdmoyeooto 
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PROCEEDINGS 



2 
3 

4 ^ fficocccdipgsconii^^ . 

5 bcgiimiijgatW2Mt,aiuIt|jcfoIto 

6 ibepreseaoeofthcjufy.) 

7 . 



THECOURTj AOrigbt Iimdcntaodwbad&a 
9 issue WcdOT't have that issue any mortt. Butdowefaave 
any others before we bring the jaiym? 
MiBOYDt No, your Honor. 
IKBCXMRTt AtlfigflL TeniftCL 
MR.BlUMENFEUh Your Booof, vre dott't have any 

14 is5iie^botIk.Gddbcigtsbadclpdi7. Ichtnk««*vo 

15 agreed 00 an order. He*II be icsuming the stand today* 
Smith ft N^hew has been kind caoa^ to i^iee - 

that he can be hi the coomom while odier witnesses « 
18 testi^today/whkii is- 1 Jiisi wanted to alert yoir 
BooortoOst 

THECXXmii Ckay. Great Ibankyoorayjundi. 
(Pause.) 

(At this die joiy entocd the cowtrcom 
and todc dieir seats b die box.) 

1HEC0UKR Good moniti^lacSes and geatlaaca. 
25 Wcsfa<ydd proceed, rmpotqntiesinewhegweaie. dy 



I AmUUNCSSIOoalM!^ 



•Tt JWtEOMljOIMSOw 
«M.ri.CUItK.f~ 



. Page 976 
t we bave awdnessonlbestaiid. 
3 MR. 1M«RRM That's conect 

3 THECXxntr: If she could come forward please, 

4 rdappredatoit 



to 



RS»AUCHA](0$0K2j& 

VILIUMiMAISDBCaueSO. 

xetmx wALzeiL csql Mtf 
WGBHS a*jQswiaLts^ 



DEFENDANTS TESTIMONY 
OOKIINIJED... 



IT 



VU lOfllTSBLMKfEMlKtSq^a 



KATE KNUDSEK, having been 
pxevioitsiy&ity sworn as a witness, ^ 
was examined and testified as 
foOows^ 

DIRECr EXAMDUIION 
CONTINUED 
BYMRMacFERftM 
Q. (k)odiiiormn8;Mrs.Kiiiidseii. 
A. Good morning. 

Q. You rcaIi2eyoa'iestin under oadi? 
A. Yc& 

20 Q. I would Hto to pkk 19 ^Rtoe we left off yesterday 
and ask yott d)oot one odier feature of dR Sai^Qfcc 
desigptfutyoawodcedozi. And that feature is a fluid 
supply. Docs die Sapl^xe probe do die fluid simply? 

24 A* N(V it does not provide fluid. 

25 Q. Does dc Saphyie electrosurgical system indttde a 
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1 evidenocL) 

2 BYMlLMacFERItSK: 

Q. IMlflfie to pby another section of the a>fm 

MIL Ma«RJUifc cwrfd yott play SAD ABU Tic«r 

BYKOLMacfERMK: . 

Q. KfoKiiud$eti»coidd you please potQt out wfa^we'ie 
lookiiig at hoe cm this video? 
A. llibts» again, OM of the moixipcto'aUat^ 
osc It's Biakn« bubbles. It*^- the active electrode 
is actually factog 19 into ti» tissue; You caa see when 
it's abbtiug, diere*s aa orange glow andL again, EkD 
12 ii^e saw ycsterd^, there's black remnants left Wnnd of 

|l3 char tissue. 

Q. 1$^ being used with ^Ihnd? 
A. Yes. 

Q. IVhatldnd of Quid is being used? 
A. It*stnsaliiie. 
iu Q. To your bwwkdgc. has this prodoct been aoc^ 
[19 ofinfRngeaieatbyAitfaroOm? 

A. Nii»itbasoot 
|21 Q. Aie dne any -^beddes being mpkr, are dm 

any other (fifTctcDces between die ArthroCareArthroWaods 

23 ihatyottlo<telatandd»SapliymMp<teal)la&»^^ 

24 A. Tboearc: TheAidiroCtecooesdiatliooloedat 

25 had a number of active dectrodes at their tip and our 
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1 integratedc^? 

2 A. No.dKydidnot 

3 Q. Doyouionowif ArthroCmAfthroOnesnowhavean 

4 integrated cablet 

5 A Soma of them do DOW. 

$ Q. For how long <fid they have an mtegratet^ 

7 A Ibdieve that came cot in April of this year. 

8 MlLMacFEWH:ihankyoa»Mrs.ICnudsea. No 

9 more qoestioos. 

I to CaOSS^EXAMMAHON 
111 BTMILaAltK: 

|t2 Q. Good morning, Mrs. Knudsen. My nas» is Fleiry Claik. 

13 rmalawyaforAjthioCareOnporatioQ. 

14 ^WheadeSaphyieb^polariftfatai probe is ia 

15 use, die return dectrode isn't atwq^ in contact with 

16 dietissQe»bit} 

17 A. Owiaf the time diat die active eteoHode is 

IS 8tMngdssoe,fnnnvid»tINeseen,dttieturnc]ecfiro^ 
19 is ^ is contacting tissue primarily. 
I20 Q. But is it Mwiys in contact widi tissue? 
21 A. I)nringd»tia»eneqy is appSed^iDOsdy always. 
122 IdooHlmow. 

Q. (Axf. We saw a videotape yesleiday and rdlOoB 10 
|24 go ahead and play datiigbt now. 
25 MR-OJUu:: diris^ifyottcoald. . ■ 



1 waad has jost one ac^ electrode. Tbe insulator 
It between the active and dcxctura electrodes arc 

3 diffaent The ArdnoCare one uses oeramic and wc use 

4 Teflon. And our probes have die long integrated cabfe 

5 d»tcoimccCs it direct^ to die generator and dieir 

6 probes did not have dtat 

7 Q. mat land of catbk<fiddsArdvoCaie cues have? 

8 A. A separate cable dwt connected d»e&posable probe 
J 9 todiegenenfeor. 

no Q. Are dioe any pracdcal^fifferenceabetami having 
111 an integrated cable and having a s^aratecabkt 
|l2 A. Wdl, certainly, we switdied to an btegratedcaUe 
lis because it was -it»$dieqicr» actually, to aaanufacture 
|l4 that cable for US. mho^itals like it better because 
|I5 dieydoo't have to ke^ trade of dns cable and stcrili» 
m it between aU die <fifrercntcascSL And we found during 
Is? some cfour procedures that ac&aloo nn rrtlop between d>e 
IS probeaoddiecablewoiddgetauidtosidettandit 
|l9 wodd cause damage cidier to the probe or to die generator 

bl Q. You saU you swUdied to an integrated c^? 
{22 A Yes. 
p Q, menwasdiat? 

124 A. A couple years ago. 

125 Q. IXdAithroOtft, the ones you looked at have an 
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(Videotape played.) 
BYMR.CLARK: 

Q. Now^dttsisavideGt^siiowa^dieSapfayieprobo 
in use; is dat collect? 

A. Y«. 

Q. is tie active electrode? 

A.Y(M. ' 

q. Hie tetundeetiode Is totter bade? 
A. y«. ^ 

Q. Yotttoow it's in we because yoa see Ae bubbles 
ifaat are etnaaatmc fion the tip; is that cionect? 
A. Yes. IbatdMwsAeeness/ being ^lied. 
Q. That shows the eneigy being applied? 
A. Rigitt. 
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1 

' 2 MSL OMXi Okay. Now» if we could play this 

3 again, Osris; and weUI try to pause it at ihepoim where 

4 the return electrode isaH m contact 

5 DYKOLOAJtC: 

6 Q« Do you see it's about to inake some buMeS? Do yoa 

7 see the return electrode is not m contact widi die tissue? 
S A. Omect 

9 Q. Olcay. So Ifae ictum dectrode is not always ia 

10 contact widilfae tissue when die Sq^i^ bipolar probe is 

11 touse? 

12 A. I cant exactly tell diat it's in Qscngfatdietc; 

13 but it does appear diat way. 

14 Q. Okay. Now» the return electrode 00 die Sapfayre is 

15 not intended to have a tissue effect; is diatconeci} 

16 A. it caaH not bave tissue efifcct 

17 Q. It caaH not have a tissue effect? l*msony« 

18 A. Right It is eneigi2ed and» tiKrefoie^ if it cooes 

10 In Mnta^ vn A tlcsn^ it 'wOl have an ^fittt. 

:0 Q. ItwiUbsveatissuecffcci? 
21 A. Yet, 

tZ Q, Did Oratec intend for deienon electrode 00 die 

23 S^yie to hawa tissue effixt? . 

24 A. Again Pm saying, we codda*tde^ a probe, I 

25 coddntdeagn a probe wim that ictom electrode dU 
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1 Q. I'm looking at the answer <m line 4 on Page 211. 

2 MR. MacFERiUK: ObjecttoQ, your Honor. This 

3 not impeachment 

4 IBECOtJia: Weil,! dunk diat can be denied * 

5 up on youriecfiroct or in her answer to diis question. 

6 AUrigbt 

7 THE wmiESS: I'm Sony. Can you repeat? 

8 BYMR-OAaiC: 

9 Q. Did I ask yon in your deposition: Isdkeietura 

10 electrode on die Sephyrebipolarablaticm probe intended 

11 to have an effect on tissue? And did you answer dutdtat 

12 was not dte design intent? 

13 A. That -diat*s what it reads here. Yes. 

14 Q. Okay. Now; the return electrode *- during tbe 

15 phyaciattcvahfflrrons on dgSq^ryreprobe^ you learned 

16 diat die letum electrode could have an effect on tissue; • 

17 is that coticit? 

18 A. We did know diat prior to diea but- 

10 0 Aim! vdu I^oph^^ that tf the f^iim «J^«fHMti» twi^^m^^ 

20 ciivdqc)ed in dssue^ it could actnaQy char tissue; is 

21 ccnect? 

22 A. Ycs;itcan. 

23 Q. Okay. And you added a warning on die ffUagatnsC** 

24 A. I believe the IFU says not to toudi- not to touefa 

25 noo-targeted tissue in the rtturo electrode; 
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1 oot have a tissue effect lhat was-* that was somednqg 

2 datloooldnotdou 

3 Q. Now»yottfccaIithatyouBaEveadq^o$itioaindiis . 

4 case; is that oonoot? 

5 A. Yes. 

6 Q. And you saw dat deposition at our law oflioe? 

7 A- Yes. 

S Q. At diatdepositioo you wete under 08di;bd»t 

9 correct? 

10 A. Yes, 

11 MiLCUiaL* YourKonQs^snsylappfoaciidB 

12 witness? 

13 IHBOOURl^ Yes. 

14 A iUBOB: could 70ttq>cak a little louder? 

15 Justalit^bit 

16 MiLCiARK: msorry. I^logize; 

17 BYMR.CtAAKt 

18 Q. How» I've handed you a copy of die transcript &om 
10 vnur fV^Aftx^M And tf vou coukl tum tft Pftoe I*m 

20 looking at Line 21. And I asked you in your dcposttioQ: 

21 IsdieietamdoctrodeoatbeSaphyicbtpdar 

22 ahlatioa probe intended to have a tissue efSxt? 

23 And you answered: Hiat was not die design 

24 totcot 

25 A. Tmsofry. IMm are you? 
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1 Q* But non-targeted dssue is tissue on die patient's 

2 body; is diat coned? 

3 A. Veil* it's it's tissue dttt die doctor is iMt 

4 iotencEag to rtznoye^wiscli would be the targeted tifiue. 

5 Q. Okay. And as a result of die** d)e fact dntdko 

6 return dcctrcde could have •* could potendaUy diar 

7 parent tissue^ cfid you 4firectdiat an Oratee 

8 repieseatBtive be present during all of the physician 

9 evahiatiGaS? 

10 A. Thsfsoommoo practice. 6ut,yes»wedid^ecify ^ 

11 tfaatigain. 

12 Q. Okay. And you nab dieseOiatec representatives; 

13 isthatcQneot? 

14 A. Actuaay, I don't trab diem specifically. 

15 Q. But Oratec trains its repiesentativei!? 

15 A. YesL / 

17 Q. Ok^. 

18 MIL CLAIUC: Chris, if I could have brought op 

19 PytwtA »1f,tOfl wtiieh T f^j^w^ Im>« nlt^^tt^ Imi <>ilmitted 

20* into evidence^ 
21 BTMLOAItK: 

22. Q. And you see diatdiis is a document enddedSa^iyie 

23 Bipolar Ablation Probes, Sales Guide? 

24 A. Yes; 

25 Q. Audit's prepared by die lifeketing and Sales 
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1 TratiUQgDe|»rtxReiaatOniec»whkd»bc^^ 

2 MB.CLASK:<Aay,Chri$. ITwecoaklgDto 

3 Pifie 37 9fite<3ksgaide, please.. 

4 Andifwecoukicaaoiitibebeadii^ibafs 

5 foOowedbyibefoiirlMiDctpolimhiltf 

6 pagCM Ib^evptfaebea&g sayi«SapfayiePkobeUic; 

7 Tips And Tecboiqoes. 

8 AouaQy^if Icooldbavetbeestvcseior 

9 hdletpoims^ 

10 BYMUClAtX: 

11 Q. Honv«doyoascctfKtiMtoIktponitsajsaBc 

13 sLowId bo likca to ptcvtal ttsmp coBtect vnA fbc rctani 

13 ekctrodeoQ theSapbyiepcobe^tfftt Do 70a ice that? 

14 A. Yo. 

15 Q« AnddoyoowedielBStseaieacejtadcforttb 

16 rc&son, it i$ impoftuit 10 ftvoid i&sdvertEat coottct wfift 

17 tissoea^gaccott>d« operative silet 

18 A. Y«, 

19 Q. Now,Mi.iCniidscB.yoalestffiodtlaly^ 

20 actMOyiised the S^l^iopto^iilbat coned? 

21 A. Yct^ 

22 Q. Aadyoamo^thoSatitytcpnkcUOnkcmHuio 

23 Mc7 

24 A. Y«. 

25 Q» AiMlyoiiiise(^OieSa|iliyiepf6bo(Ni i human cidAVut 
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1 Q. Is that your undefstandio^oriiow it works? 

2 A. Yes. 

3 Q. And is dial what occuncdwhqi you saw die Saphyre 

4 usedatOratee? 

5 A. Yet 

6 Q. Wbile you were working at Oiatec» you bad die 

7 oppoctnns^ to read some of Afdvocwe's patents; b 
S tfaat oonect? 

9 A. Yes. 

10 Q. And you lead some of Oose patents befofeNbvtater 

11 2001? 

12 A. Yes. 

13 Ql And diosepaientseovered by polar .aUatum device^ 

14 A. Gbaect 

15 Q. And you read at least two of diose patent^ is dot 

16 contcC? 

17 A. Conect 
IS Q. Okay* 

19 MR. CLAKKs Ibawe no furdier questions. 

20 THBOOUld^ AUrisht Rtduect 

21 REDlRfiCTEXAMMMiaN 

22 BYlOLMaeFCSltM 

23 IkteKaxidsett^Mr.aaiicadCBdyouifdieSa^^ 

24 when it was used, if die idon electrode always contacted 

25 dssne; 
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1 A. l-ISrcccrtatslybe»pfesent«lnilwasii$^ 

2 alwimitt cadttvcr* 

3 *Q. AodvnsttxaedhfzaOsdtecaaphyttS 

4 A. Yes^ithasbeea 

5 Q. And fhts was 1I1B shoulder of ihe cadaver? 

6 A. Oooect 

7 Q. AwitediodderjcMDtwasomplddyfiU^ 
S salbe? 

9 A. Yes. 

10 Q. Axxl ^wfaenyoasav die Sa^iyitQsedoQdiat cadaver by 

11 an OFatocen^loyoe^^rasaa endoscope i»od at die saix^ 

12 A. Ya, 

13 Q. And diatwowldbeiefcncdtOBaafdgoscopeuidg 

14 sttuatioQ? 

15 A. Yes. 

\$ Q. Woe yoo able to see die video monitor to widd&diat 
17 artliroseopewssattiched? 
11 A. Yes. 

19 Q. You could see an orange gl w emanating from Q» 

20 acdvet^? 

Zl A. W1icn-iwfaeatt*s muse, men eneiigy IS applied 

22 Q, All ri^t. And wbcatfaeSapbyreistnnse^a 

23 cuacnt flow padib created between the acthedectiode 

24 anddKietumekctiode? 

25 A. Youcmnseetliat 
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1 Do yoa lemanber that? 

2 A. Yes. 

3 Q. Docs dud incan dial die ictum electrode does noft 

4 contact die body at idlij^iaeeneigy is applied? 

5 A. No. Ondieoontnny»fardienio6tpart»eveaif 

6 die videos Aetetunidedtrode is ill ooDlactwidi tissue. 

7 Q. Okay. Also, be asked you- 

S MiLMacFERRlH: COoldlhavePlabtifrs 

9 ExlBbit39<l» please? Go to 37* 

10 BYMlLMacFERRir^ ^ 

11 Q. But while he's -yes. Actually^ do you zecaU 

12 beiog adoed about a sales guide? 

13 A. Yes. 

14 Q. Did you write die sales guide? 

15 A. Na^Ididiiot 

16 MR. MacFERRIH: Could you please zooi&tp on 

17 die ddrd point? 

IS BYMILMacFeitlUN: 

19 Q. Do you see dot last sentence ifaexe? The last 

20 seslenoe»ftsa!ys,forthbieason»itistiiip<»tantto 

21 avoid inadvertent contact widi tissue adjacent 10 die 

22 operative site. 

23 A. Yes. 

24 Q. b tissue acgacest to die operative site taiseied 

25 ibsueorisitnoii-iargetBdtissue? . 
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1 MR. CLARK: Your Honor, I object <o that 

2 qiiestioQ as a kading question. 

3 Vm COURT: AS a leading questkm? 

4 KOLCLARK: YCS. 

5 ' KOLMacFEtUUlt rmasIdiigifk'stai^Btedor 

6 noihtaigeted. 

7 THEOOUST: Tteobjectiooisovemiled 

8 IHBWnNESS: Tbe-*tbetissi»a(Oaoe]itto 

9 the operative she would be iioiHai]seted tissue di^ 

10 next tote tai^eted tissue. 

11 BYMR.MacFERRlK: 

12 Q. Did asyone at Oratec tell anyone not to contacts 

13 rctonielcctiodeto tfaebodyatanMduleene^ 

14 ^pUed? 

15 A. Nottomyknowlw^e, 

16 Q. Have yott ever seen that happen? 

17 A. Seen^ 

IS Q. Have y<m ever seen a Saphyie probe used such that 

19 the return electrode does not contact fe body at all 

20 iK^ 'eneigy is applied? 

21 A. I have not seen that 

22 Q. Rawe you ever heard of that bappeniog? 

23 A. I've not beard of that 

24 Have you ever beard of anyone at Smidi&Nq)hew 

25 or Oratec telling anyone to do that? 


^ ">"****w^«ay, may ^vu> 

Page 995 

1 that needs to take place between witnesses. 

2 MR. HESERT^ t apologize your Honor. 

3 THE COURTS That's all tight Iguessyoucan 

4 swear die witness. 

^ ... KAREHORUCKER, having been <hity 

7 sworn as a witness; was examined and 

8 testified as follows 

9 . MR. HEBERT^ Good nxxnlng* ladies and 

10 genttcmen. Mi Drocfcerb&c engineer at SmitfiANq^hcv 
It ^ led the development team eat developed the 

12 EkctroBlade product, i«luch is one of dm products 

13 accused of infiingeroent 

14 She's going to tetiiyreganfing bow the 

15 HectrdBlade was devclopedL how U compares to the priw 

16 shaver pioduct<tf^Sraidi&Nq>hewdiat Mr. Spaiks 

17 tntroduoed to you yesteniay and she*s going to talk 

18 aboutsomeof the features of the EkctroBladCL 

19 DBteCfEXAMDUTK^ 

20 BYMR.HE8E8T: 

21 Goodmoining»Ms.Dtudoet: 

22 A. Goodnumung. 

23 Q. Coddyou^ease mtroduceyooisdftolhejury? - 

24 A. Goodmocids^ I*m Karen Dtucko; 

25 Q. Ms. I^ruekcr, where do you live? 
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1 A. No. 

2 Q. Tbe AitboCaie patents ifaat you lead^u^ 

3 tiK)se are p<^lie document^ ooroct? 

4 A, Correct. 

5 Q. Dki you leamaoythmg from diose patents that yo^ 

6 used ta the design of tfio Sa]»Ii^? 

7 A. Not that I used, sa 

S Q« Didyoouseanydttogfinmiyoorstodyoftiie 

9 AxdvoC^wandlhatbe^yoadeagnteSapbsml 

10 A. Ilean»dafewduD8Sld&lD*lwaaCtoda 

11 m&mkferiik: lhankyoa Nofunher 

12 questbas. 

13 IHEOOURt; All fig^ You may down. 

14 Ttok you veiy much. 

15 THE WITNESS: -dank you. 

16 (Witness excused) 
17 

18 THE COURT. V^'S 00 OCXt? 

19 Q^anse.) 

«v MS.MARSI^« Ladies and geottenienor QIC jury> 

21 our next witness viU be Karen Diudcer and M^^ ; 

22 bepiesaitingMs.DraciKr. Ibe reason for this dnitUing 

23 ia and o«4 is to witnesses are sequestered and required : 

24 to st^ outside of the couitroom during die testimoi^ of : 

25 otto fact witnesses^ so dwrc*s a tittle bit of dmfniiig : 
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1 A. IfivebDen^Ue^McvHampshiR; 

2 Q. Aieyoumamedf 

3 A. Yea. 

4 Q. Emkngfaaveyoabcenmanied? 

5 A* r?e been manfed for 18 years. 

6 Q. Do yoo have any children? 

7 A. Ihavetwochtkhen^bodigirij; lOaadU. 

8 Q. Doyouhdidaaycollegedegrees? 

9 A. I have a Bachelor of EtigSnocsiiQfiomMcGill 

10 Uuvernly. ^ 

11 Q. AreyoucliiRntlyempk)yedlorSnndi&Nqih^ 

12 A. VCSL 

13 Q. And how kxsg have you been enployed by Smiths 

14 Nq)bew? 

15 A. Appfoadnaidy 15 years: 

16 q; Wnt is your cuirent posidott at &nidi & 

17 A. I'm an R^Mua^mdiafge of disposable resectioa 
(8 products. 

19 Q. Could you ocplam to us» because I dunk that*s a 

20 ncwlemilfaat%vebavenotbeantwfaacis a(esp05able 
tl resectioa product? 

n A. Primttilydiaver blades: They're d)e dtq>os^Ie 
KS rotary mechanical cutting instruments diat lit into our 

14 edstmgmtary^fowcredsnsoumeiitationlme. 

15 Q. When you use the term rcsocdtm* can you explain 
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1 Q. ]><)CStbeE!cctroBbdepmvi(feanydncieQdc$m 

2 connection with the surgery done cn the patient? 

3 A. Ycs^ bdraose it combines these two Ivnc^ 

4 what it enables the doctor to do is to do mccbanicai 

5 shaving, which iciQOVts, you know»radKrlai:$evolmM 

6 tissue and sunultancous coagulate; so that the surgeons 

7 feel the view i9 dear and &eydoQ*l need to puB 
S iostramentatiOQtiiaodoatof Ihejoiot 

9 Any time a doctor pulk an iostnnmtoqtaDd 

10 |nsttaix»d)eriiistrQiixotm» it takes vpttna Hiere'sa 
It potential for {iiadvcitentlyscuninsbealihytissue»siidi 

11 as cartilage, which ypo can t regenerate. SoUsavcs 

13 bo^ the saigeoa time and tl also flakes ill safer 

14 proceduRk 

15 Q. I'd like to oow turn briefly to the modes of 

16 operation b which the BectroBladecaa be used. 

17 A. Mm'hmn. 

IS Q. Hrstofall^caatfaeElectroBladebeiisedtodoap 

19 ablation? 

20 A. Ma. 

21 Q. Okay. How many nodes of operadon does lha 

22 ElectroBladebsvc? 

2) A. 71m me badcally two modes rfopeitfioQdesGribQil 

24 faktfaaiFa** 

25 Q. What are those two mode^ 


PagalOOS 

t A Oaty. 

2 MX. HEBEEI^ May Ms. Ehudoer come before the 

3 jury and explain the ports? 

4 IHECOURT: Absolutely. 

5 (At this point die witness then stepped down 

6 from the witness stedL) 

7 MK.aAluC: Your Honor, may I move? 

8 THE OOURl^ Yts. Wherever yoo need to sea 

9 SYMILHEBEXI^ 

10 Q. Okay. Ifyoucouldjust stand mtoelhejufy can see 

11 yoo^ 

12 A Okay. 

13 Q* Sesd^EiectroBlade. 

14 A Okay. Essentially, dds is 

15 Q. Let me just adc yon a few questions and then you'll 

16 beablet0 9odnoi:(g|iit 

17 First of alt could yon oq>lani the various 
IS parts of die EbctroBiade? 

19 A Sure. Tins is what wo call dinner blade and ifs 

20 absi>h]idy identical to our existing oaechaakdsfaayrr 

21 bner blade (indicating X Tissue is socked inside the 

22 inner blade to vacuum, provided by the motor ddvo unit or 

23 Moa 

24 The inner bbde rotates inside of idMC we calL 

25 die oitfer blade. Agaio^absohitefytdeatkaltooor 
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1 A The Hist and the most frequently used is 

2 simultaneous medsaxucal cutting cod vsing the rotary 

3 inecliftiiical Icatope in Asver blades. 

4 Q, M&Drudoer» do you have a video that you'd tike lo 

5 present to us later that dwwstlBl? 

6 A. Yes. 

7 Q. Okxy, And other mode ts^ 
1. A I<fidn«tfmisiL 

9 Q. I^sooy. 

10 A Smuiltancous mechanical cutting and coa8;tilation uang 
U KFenergy. So both mechanical ooitifig is takbg place sad 

12 the doctor also activates tetP. 

13 The second mode of operadoo- 

14 Q. The second modd? 

15 A AndwehaveafilmofdiisaswdL 

16 Q. WehavtavideoofdiataswelL Ocay. 

17 A Shows ar-ustngRF energy to coagi^ate only. So 
IS if toadvertently the surgeon ctanesaooss the bleeder In 

19 die jcmt, th^ can just st^ on the foot pedal and 

20 coagulate diose bleeders. 

21 Q. The first mode of operation is caOcd what? 
22-A Simultaneous cot and color. 

23 ' Q. And the second mode of operation is called vtar? 

24 A Coegulatioa 

25 Q. Coagulation only? 


Pa8ol004 

1 exisdng sharer bhdq, middle blade. Tlieoolyexceptioo 

2 tKftt dw« ^tti^ yr>^rl>iw^iip>| in5^^yf|5ja yrffiwd 

3 outer blades so that^s the second concentric titei 

4 The third concentric tube IS actually a reOfftt 

5 for the -for die bipolar device. And diet has dist sort 

6 of a-* an arcing shape on die bade 

7 Q. So just so woVe dear, coiddyoii point oift what 

8 part of the Electn^lade is die return eJectiods? 

9 A Basically, das thinl outer a^ I hope everybodjf 

10 cansceit Thoditiiymetalpatt^anditsortofiiBsal 

11 suaugB shape* ThatlSiheioDoni. 

12 AJUa^iUsbwhatyooaretaOdagrfwol? 

13 TBEWmiESS: YtS. 

14 MiLHEBEaTrYdur Honor, ajwor Just askeda 

15 question. IdonH know ifyoo want to comment oni^^iedier 

16 d)^*sob^oroot. ^ 

17 nmootncn Ocneraliy,wed0Q*t*- 
lS iHEwmiESS: msociy. 

19 TliEcmKn\Vtedoa*teoooaragedatt,just 

20 because it gels 

21 TiKwimEss; sore. 

22 THBOOim Okay. 

23 aYIOLBEBam 

24 Q. Ml I>rudoer,ISre broadcast here -Tvc blown up a 

25 pictuieof thecndof die ElectroBlade; 
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1 A. llie imtial shape was just if you could in[)2gme 

2 Just this tube beiDg sort of cut ofifhere^ thai was tfae 

3 miUaldiap^' the tfavd concentric shape: Butwefound 

4 wc needed to actually pu:^ this tube all the way up the 

5 bade of the device ascitic as possible as we could ^ 

6 to the** to the ictum. I'm Sony. To the active 

7 etecuooe. 

S Q. Why did you need to make that diange? 

9 A. To ensure diat we got cutting or ooagulatioQ up 

10 where we're doing the cucting»i^ towards the t^ 

11 Q. IsdieElectroBladeusedinanysoftof apaitioilar 

12 MdcnvizonnKOt? 

13 A. IheElectroBlade is indicated for aithroscopy» 

14 wUch means that it's always tised in a Huid environment 

15 a mat type of fluid is thai? 

16 A. Saline. 

17 Q. And is saline an dcctrically conductive Ouid? 
1$ A. Yes; 

19 O Does die EleetroBlade sunntv the saline to die 

20 j<»n{? 

21 A. No^itdoesa't 

22 Q. How does the saline fluid get into the jotot when 

23 tfieElectioBbdeisnsod} 

24 A. Hiere ase a number of tfiffeient ways to si:^ly fluid 

25 tothejdnit Fbr instance* we manufactmc a pump called 
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1 the exhibit? 

2 BYMR.HEDEftT: 

3 Ql Are you familiar with v^t is set forth on the ihst 

4 page of Exhibit PXmhfs.Druclcei? 

5 A. Yes. . 

6 Q. Generally^ what is set forth on that page? 

7 A. Basically^ it's -it shows an equjpmeol set 1^ with 

8 several systexDS in place of the EkctroBlade system and 

9 AehtdiJct system and it shows that it's compliant to 

10 lEcmOM-h 

11 MILHEBERT: Canwebadcup? Couldyoablow 

12 up ibe lop left comer, where it talks about the lEC 

13 standard, please? 

14 BYMfLHEBEICn 

15 Q. YottreleixedtoIEC60601*M. 

16 DoyoakoowwfaatAatts? 

17 A. Yes. 

IS WhatistfoC? 

19 A. ffiC£OAIl*l»l is a EumMsn m^Atr>n% ^iM^tn^l 

20 sfandard^deals widirisks associated with coupliiig 

21 systems t^^ether. 

22 a Doyoalmowifte ElectroBtadeissold mEnrope? 

23 A. Yes. WedistribnteitinEmfope* 

24 Q. Tins particular paragr^h refers to leakage cunent 

25 andilsaysif the leakage conent of the ctmf^med *~ 
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1 fcebtcKJct^amatibcrofodiermaDaifacturersnwioftctOffe 

2 pun^ to supply fluid to the jotoC 

5 Some people just USB a gnvi^m flow, v^nd 

4 means they Just basicdly hang a bag Iran a pole and 

5 inflow into the joint. All of dsose are acceptable methods 

6 for aitbrosoopy* 

7 Q. Ms. Drucker, you diodd have 8 book of exhibits tn 

8 froittofyou. 

9 A. K^-hmm. 

to Q. And hopefttti/ it has exhibit FX-m in it Ifit 

11 docs; oodd you ton to that, pkase? 

12 A. Oks/. 

13 MR. HEBEftn This is in evideooe, your Honor. 

14 Can we get that on the screen? 

15 BYMILIlEaEltn 

16 Q. is this a copy of the instructions for use of the 

17 QectroBladB? 

18 A. Yes. 

19 Q. Did you have any role in drafting or fi5>prwing tfiggg 

20 insQuctionsfortB^ 

21 A. Yes. 

22 Q. What was your role? 

23 A. I helped drafl them. I also reviewed and approved 

24 these instructions. 

25 MR.H£B£RT: Can wc tuiD to the third pa^ fai 
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1 system exceeds the limits cf» and then it Idas to that 
3 long annteagatn^yoa are supposed to do somethii^ 

3 rigiil? 

4 A. Yes. 

5 Q. ^Vhat is ••what does leakage current mean? 

6 K Leakage cuncqtbaacally is cnncnt to unintcoded 

7 sites, so sites diat you are not doing surgery. Ifthcte*s 

8 leakage, if there's cunrextf, it goes to diat site, lhafs 

9 described as k^cage in diese-* in these standards. 

10 Does dkowingctm^liasoe with this European standlvd 

11 faxficateanydiing at all about the safety of the . 

12 ElectroBlade? 

13 A. Yes. Baskal^, it means diat not only the 

14 EkcttoBlade and its syste^^ but also the Ihteiilcl»wto 

15 ho(^ op with that system, is safe and it meets that 

16 standard whtdi addresses sot only kakage»f3Ut other r. 

17 odier nslcs. 

18 Q. This is so detailed d»t it actually even talks 

19 about which outlet van <*<w< dIus dunss utta. doesn't it? 

20 A. lhafs «*diat*siie)n» because essenttatty» we set 

21 the equipment up or we have a test house set diat VP and 
23 test to make sure that tfaoe are no tides and the system 

23 bsafeasccmflgumd 

24 Mit HEBERT: Can we get the paragraph in the 

25 npperri^tt? 



AxtbroCue v. Smith St Nqphew, CA. 146. 01-504 (SLR) Page 1013 - Page 1016 



A15404 




Jnry Trial -VolameF CondenscK"* Wednesday. May 7> 2003 



1 

2 Q. Wbco it says that t!K)se two parts aiecon^leid^ 

3 siaromded by irrigaiiC sdutioQ, does to mean that tfi^ 

4 are iu)t«^iKsed to coDtaa tissue Allien dscEtectroBI^ 

5 is bong used? 

£ MIL CtJUtK: Toor Honor, I object to tet 

7 qoestioa as being kffifing. 

8 IHE court: AUii^ Let's restate tbe 

9 question. 

10 BYMIUBEBEim 

11 Q. Intfaisparticalarbi:^poiiit»«4xattitrers 

U tbesfaamrblacle^ am) tiKtmsnsuhted tube return 
IS coinpletdbrsiimiaiukdbyinisaDtsotutioi^doesto 

14 any yestrictioow tig location of those two compoDcats 

15 widi respect to ttie tissue? 

16 K No^ttdocsn*t In fact^ds inner blade obvioQsfy 

17 needs to be b contact vridi tissue in order to wodc 

18 Q. Does this baOet point mean dtat die return 

19 electrode is not supposed CO coQtact tissue? 

20 X Hie retomdecliode is actnalty designed to 

21 contact tissue because of die sze of the devke and 

22 tfrff ffld ffff^SlPg *»£M j?*"t <paflgj^ 

23 Q. Wdl»utoi it says conpleldy surrounded by 

24 ]iiig&ntsolQtion»'wbat does tint ineaatdient 

25 A. That means you need to make sure essential^ dot 
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1 Q. AHright Is dus for some kind of a prescotatiOQ? 

2 A. It's it's a presentation to our ^ our sales 

3 force on customer training and sales strafi^ for die 

4 EkctroBbde Eesector. 

5 Did you approve dds- this presentation as 

6 reilected b rX'199t 

7 A. Irevievnd — I q^proved some components of it I 

8 approved the customer training ca 1 reviewed and had 

9 input into die odiercomponentSL 

10 a Okiy. 

11 MIL HCBERXi could we turn to die ctevendi page 

12 ofthat? 

13 BYMK-BEBEICn ' 

14 Q. It dxNdd say, 79s For Optimal Opccatioo. 

15 (P^ose.) 

Itf BYMlLBEBEKn 

17 Q. I wolddUko to ask yott about die last boikt point ' 

18 on tiiat page; where it says» ensure the entire tip 

19 inchidmg the rctoni is immersed in sagne. Iheietum 

20 Is inaetive because die caeigy is qmad over a large 

4 1 M uf i_nj 11 JLM-M Tf iV* gill til tm rngnitatat^f Z^mkmm^^m^A 

21 surface area, u me siieaui is not completely nnmetsea 

22 in saline* die area where die ftp energy reams is 

23 ledooed. Ibis could aBowthexeturo to becomean active 

24 site ii^iea die KF is turned on. 

25 Hrstofal^dierelsarefeRiiootobetng 
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1 die device is an die way in die j<mit 

2 Q. When h talks aboot die blade tqp being c^lcMjr 

3 sunRnzBdedbysrigmtsololioOyifdiebladat^was]^ 

4 mcootactwidi die tissue, would die BectroBla^ 

5 A. Ho, it wouldn't work. 
$ Q. WbyistfMt? 

7 A. Because IB order to do mecbanicai catting or 

8 coagttlstioo, the blade tip needs to bo in contact widi 

9 dietissue. 

10 MR.BEBERT: If we could pkaso turn to FX*199-. 

11 aYKHLHEBBRf: 

12 Q. You have tint 

U A. rmsony* IdidoHbcardiat 

14 Q. 199. Do yoa have dot in your book? 

15 Doyott]aiowwfaatPX«l99ts»M$.Dnicl)ei7 
1^ ^ Yes. It's a sales traimng guide for de 

17 ElectroBlsde. 

18 Q. Is it -there's a list of tilings on die rig^-band 

19 side. Do yon know what dioseaie? 

20 A. Yes. 

«i wnai IS vom 

n K Doyoawantnietogodiroui^dm? 

23 Q. No. Generally. 

24 Is dns s table of contents? 

25 A. Yes, I'msorry. It's a table of contents. 
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1 compkieiytminersedinsaliDe. And, Ms* Diucket; Td like 

2 to ask: Docs that mean that die return is not supposed 

3 to Contact ihe tissual 

4 A. Ka 

5 Q. llVhatdoesdiatmnm? ' 

$ A. That means basically you waiA die entire lelum 

7 inddedsjointrndssalincL 

8 Q. Does diis bullet point eiqplain what would b^>pca if 

9 tie reumb not entirely widsin die jotnr? 

10 A. Yes. As I mentioned previous^»wcdedgn die r 

11 EfectxoBIade so that die return could touch saline. As 

12 ds doctor is using die instrument, be has it has the 

13 front or die active^ whkh is the inner blad:, in his 

14 iiddofvieir. 

15 Because die si2e of tbedeme is so large* 

16 we knew diat die r^urnwould^ in fact, contact tissue»4 

17 so we made the return surf ace area Ycry large so that we 

18 wouldn't have tissue ^ects on the return or the back 

19 side of die ElectroBlade outside of die surgeon's fidd 

20 ofview. 

21 If if that return is only nartiallT 

22 immersed b saline^ Just a litdeWt of it»diea die 

23 surface area of diat return bccoiiies equivakat to the 

24 surface area of die active audit's posable to get tissK 

25 effects 00 die return sdewbenit's touching tissue. And, 
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again, that*$ outside of ^ field of view of the suiycooi, I 

so that's obvious^ a safety concern. 2 

MILHEBERT: May I approadw your Honor? 3 

THE COURTS Yes, you inay. 4 

BYMR.HEBQtT: • 5 

Q. Ms. Dnickcr, rm handing you a CD dial has beea $ 

marlced as DIX'ai6(hazKiiog exhibit to dte witness). 7 

A. Ye$. g 

Q« And do you koow what's on d)at CD7 9 

A. Yes. Basically, it was the -the tabic of 10 

contents that you showed previbusiy, which iochide the II 

12 customer training CP and abo all die sales strategy 12 

iofonnatioa put together by MaHcetiog. 13 

HR,HEBEKn ImovetfeadmisskMiofSl^^ 14 

pleasft. 15 

MR^OAJUC: MO objectioa» your Honor 15 

(Defaxiaiit*sExh3atHaL3!6wBStcxxived 17 

cvtde&OQL) IS 

BYKOLHEBEKI: 19 

Q. I>oesdiatCDhidudesQznedipsofsuigerk3t 20 

A. Yes. llKOistomertraimsgCDittchidessosiedips 21 

cfsoseries* 22 

Q« Ihc customer trambg CD bmdadedwidmi that CD; 23 

right? . 24 

A> WidnnthatCD. lhafs right 25 
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is calJed E Blade, Dr, S^cl. Simultaneous Lot WO. 
please? 

THEWrmESS; Olay. 

MR. HEBERT: Before you play it 

THE WITNESS: I should perhaps 
BYMR.HEBERT: 

Q. Do >ou want to explainer's going ou here? 

A. Yes, I think so» because it's going to go vety 
fast- 

Q. Yes. 

A. -and it will be difficult to explain. 

This is a clip diat we use to transfer 
actually the simultaneous cut and coag feature diat I 
mentioned.befoie; Sodiere'sgoingtobemechaDkal 
cutting going om 'njcre*s also going to be simultaneous 
3{^cation of RF and since dne'a -* diece's no ooisey 
die way dm yra fanyw duit RP is bdng applied^ odicr 
Att - basicalty, yott'D see a litde bit of diann«, 
afitdcbitof tissueeCfect You will also see a litde 
bit of bubbling^ and that's what to look for m Ofder to 
seetbeRFisoa 
Q. Aie you ready to start? 
A. Sure. 
Q. Okxy. 

KOLHEBEKT: Can we phy that? 
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Q. Does it include a surgery dooe by Dr. Biancob 
(pbooetic)? 
A. Yes; it does. 

Q. DoesitindudeasurgexydooebyDr. Jo^Sio^? 
A. Ye^ttdoea. 

Q. Were you present during those sugcries? 
A. Yes^Iwas. 

Q. Did you approve the inchisLQo of the video dips for 
those surgeries in Exhibit 316? - 
A. Yes;!^ 

Q. Okay. WhatI wouldliketo doiiow,M$.DrudcBr»b 
playbodiofUkosecnu NottteCD%d)ose twodiort 
13 dips, and I wouhfCke you to explain to the jury what 
is gomg on, what is bctttg shown in those dips and, in 
particular, if you could use your pomtou 

Do you still have diat? 
A. Yes. 

18 Q. Andif youoooldpohitonttotfaejttry aco«|)leof 
featQres.«» 

AtkII would UkB you u>» m particular, foctis 
00 when d»e return electrode is touchtog dte tissue or not 
touching the dssue. And also I would doe you to explain 
23 when die power is turned OQ or turned off. Okay? 
A. Okay. 

MR. HEBERT: Could we Start \ndi the dip that 
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1 O^p^ied.) 

2 I HE WI W HSS; Ciay. Here's the roc c h an ical 

3 cutdngQndicadn8)8adyottcatt8eetheblee<fii^ Aad- 

4 BYMSLHEBCKt^ 

5 Q. Loader, pleasa. 

6 A. RFisoQ. You can see the bubbling. Ihebadcend 

7 hoe is contacting tissue; Rfisoo. RPisoa. Again, 

8 the xcfum is contacting tissue, ri^ there (in<£catin^ 

9 RFboo. Yoo can sec the bubbiing.- Mechanical coning 

10 andcoagulattQg, ^ 

11 The- 

12 Q. Is- 

13 A. It's coniacdng tissue m die front It'salso 

14 cootacdng tissue on return b the beck. And, again, 

15 die bubbling shows diat HP is on. And RF is on and it's 

16 couplet^ hnmersed.diewfaolediuig in tissue dn& 4 - 

17 And you can see tfut the tissue effects, 

18 diey*repittQrsli^ because most of die tissue cutting, 

19 aU die tissue cutting is, a^stt, done by SKchanical 

20 rneans and the chaniagdiows the tissue eflects: 

21 Q. IsdieietunicoQiacdagberci? Ganyoutdl? On 
you tell if die return is contacting; if die power is on 

23 dnt? 

24 A. lfdiepowcrisoCf,dKie'snobubblii^ That was 

25 Just sc anni n g ** 
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1 Q. Oloiy. 

2 A. - scanning ovo^ the ttssoediat was alfcady** 

3 already toeated 

4 Q. Was'tfaepowv.oo daring viftuaOyttKcntije^ 

5 A. Ya. 

6 Q. Is factually an inherent aspect of that 

7 paiticiiIarinodeofoperatioQoftheEiectioBlade? 

8 ' A. Yes. Basically, they operate fee ii icctanica! 

9 cutting and die Rfeaeigy at the saxnetiine^withiB 

10 inamifactQicr'scoostiaiiits. 

11 Q. Okay, 

12 lAHEBEKn Gould we next get die dip wfaicli 

13 islabdedmdieCDasEBladB^DrCole^coagiiladoadot 
M lira 

15 IRE wmiESS: Okay. And just to cjq^lain dot 

16 alitdcbita$wdLdtt$»agani»isadipdiativeasod 

17 todniirortotndttdoctoncUmcfllly vhatweiaeaaby 

18 die eoegnlatioo only mode; AndbadcaHy^^vtoyottare 

19 gdngtosoehetc^yoa^iegoiQgtoseesoiDeioeciiat^^ 

20 ^^if^ffi^ ^p^Qcli ifidsi'ffff^f Idco^Engt and ^hffft yltp^ ^^fne 

22 The boi>b]e$facre» because it*a done at an evm 

23 lower pow^ level, because weVe not doing njechantcal 

24 cutting at die same tiine; so die inner is spiono^ 

25 btibbles are SEroch harder to see. Bowever^yoacaasee 


Page 1031 

1 BYMILKEBEilT: 

2 Q. Thisisdiedrn'mconstniction diatluc^Robmson 

3 has applied for dain terms spacing a return dectrodeaw^ 

4 from die bo(^ structure as wdl as die return electrode is t 

5 not b contact widi die body stnictuit»vdudi are indie 

6 *592 patent AnddiedatmconstructioQ,Mi Dnicker, 

7 I'd like to <fifcct your attentioQ to dns part: 

8 A. MDBi4imni. 

9 Q. Means diat die return dectrode is not to contact 
10 die body at aU during the p<LrfrynMiit^ftftW.f>i^m^ 
It mednd 

12 Ms. Drudcer, when'die EtectroBtade b used b 

13 the sinmhaneous cut and coag mode, does die return 

14 dectrode contact d» body at an during die pccfcnnanoe 

15 ofdiemcdiod? 

16 A. Yc& 

17 MILOARK: YoarHoiiQr,Inccdtooljject^ 

18 dusquesdoiL Ihistscalltiigforanopiiamifromthiy 

19 witness, 

20 IHBCOUIcn R^eatlfaeqqestioii, * 

22 directed to one of die video dips and ftddngwfacdier 

23 what was diown in die video dips as apaitictdafxtto^ 

24 operatioo showed that the icturadectrode was not to 

25 contact die body at dl Airing die perfoananoe of die 


1 some diamog and some tissue eflecis dial indicates dot 

2 dieRFpoiwerisoQ. Olc^. 

3 SYKOUHEBEItlt 

4 Aieyoa ready to proceed? 

5 A. Cktcf^ Okay* Ttoe's dgyVe doing nicchauicBl 

6 cutting and now die ftp is 00 because, as you $oe»diere*s 

7 charring tbeit^ and the return was contacting die whole 

8 thne during diatdiairing. IheitPiscniMw: Agaia,yoa 

9 can see die- die diarrh^ effects and it's toociung die 

10 back side mddso die front of die dssoa 

11 HieKFitoii. YoocaaseealStOelntor 

12 blanching diere and some diamog and, basically, it*s 

13 pretty smidiiimneised in dssueri^dnt. 

14 Oki^. 

15 Q. How often do the -does die return electrode 

16 contact die tissue wink die power was ^pficdialUs 

17 dip we josi saw? 

18 A. Frettyconsistendy,IwoQldsay. SomepoitioQ,if 

19 not die &oat part, then die return was contacting. And, 

20 again, because of die si» of die device; it was designed 

21 to allow fiv »tHi» 

22 Q. AUowforwbat? 

23 A. For -for tissue contacting the return. 

24 MIt HESEIT: Could I get fX<675.idease^ 

25 Ihe second page. n»75. item Na 4, ^ease. 
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1 method, as the Court has mterpreted the daim» 

2 THECOUKH wdl,Idunkifyooadcalactnal 

3 question widiout as the Court has interpreted die daim, 

4 diat would be an appropriate qucstioii. 

5 M1LHEB£ICR Okay. Tfaankyoa 

6 BYMItHEBERTi 

7 Q. Ms.Dnxker,wheathe£lectroBladeisusedtate 

8 t^iT^ di6 slmpltanwyos cut and eocig mode vpcr^dfyOt 

9 does die return dectrode contact die body at all doriag 

10 die performance of die** of that mcdftod? ^ ' 
It A. YcSiStdoes. A$Iiiientiooedpicvioit3ly»itwas 

12 de^^oed to do dia^ibestae of die device and die space 

13 bdieldat. 

14 Q» AndwbendieElectroBladetsusedindiecoagubdoa 

15 only mode, the other mode of operation, does die return 

16 dectrods contact the body at all during the perfocmaa^e 

17 of thatxnediod? 

18 A. Yes, it does, because it needs to access die same 

19 spaces in die joint 

20 KOLReSERt: Thank yoo. I have no furdxr 

21 ques&ms. 

22 THE cotflcn AUii^ Let's take our momtog 

23 break before wc proceed to cross-examinatioo. 

24 (At diis point die jury was excused for a short 

25 leoess.) 
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1 TH£ COURT: All right 15 mifaoes, 

2 (Short recess takca) 
3 

4 

5 (Court resumed after the recess, azu! the 

6 fdlavmgoccuritd without the preset 
7 

8 TOEOOUItX: Thc$ky,uif&ct,brftilii« 

9 apparently here io oar courtroom. The jury is eon^laimng 

10 aboift having d^>ris falliag on them. Our people have 
It asked us to Imp samples so they can try to deterxmae 
12 whatexactly is falling. So if you start feelmgtMi^ 

1) we thought >ve*d hand out spedmca bags or someduDg, I 

14 <ioii*t blow. But kind of let ns know if you're fm<&ig 

15 &iQgs falling as wdL 

16 MJtHEBERTi l have a witness issue. 

17 THE COUItT: 1 have a timing issue. I doQ't 

18 knowi^xrewe are ill die pieseotattoo of evidence. WeVe 

19 goingtotiy togetjurytnstniclionstoyouat tbeead 

20 oftheday« I thudc we need to have our prayer oonfcreooe 

21 tomorrow monung. I have an S:30 tdqshone conference^ 

22 but we could probably start DMting at 9:00, hut rd like 
21 ankieafrQmyettaslO'^IgirawfaeBwe^diouldhavetfa^ 

24 jury cttne in tomorrow to allow for a charge confocDea 

25 before we have any iDore witnesses tomorrow. 
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1 cqxttvalentandwhetherornot Dr. Goldberg agreed with 

2 sorne of Smith & Nephew's aigurnents about whedicr or not 
5 certain limiutions were met or ooL So we defened that 

4 portion of it at your <firection. 

5 I don^t know whether or not the questtoos are 

6 going to dicitdiat, but I may very well, in terms of 

7 redirect^ go into some of those issues about whether 

8 there are substantial differences or not 

9 THE COURT: aU right Well* you all have 

10 the benefit ofknowing what I said and what I didn't 

11 because I can't remember what I said, but I dudt we'd 

12 have to probably not do anydiing further dan that Know 
15 that the issue is out dnc and see ifwe can head it olf. 

14 MILREB0CI^ 1 wanted to alert the Court 

15 THE GOURnAU right Anything else before 
15 wehrii^ourjuryb? 

17 (At tiiis point die jury entered die courtroom 

18 and took dnr seats in the box.) 

19 TBECOintTt Alliigjit Yoaim^procood. 

20 CB05S^3CAM&UT10K 

21 BVMR.aARK: 

22 Q. ' OoodmoraiogrMs^DiudQcr. 
2) A. Goodmoming. 

24 Q. There are times vdm the ElectroBlade is in use 

25 that tbe return electrode is not in contact with the 
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1 So think about that and you can let me know 

2 before we excuse the jury tonighL 
y So tliera*a a witness issnet 

4 MIL BEBEKn Yes. It involves Dr. Goldbergs 

5 who may coone up before the ocjct brcik, so I wanted to raise 

6 itoutoflbe picseDoeof d»jiBy« 

7 TKBGOUItr. iHllri^ 

8 MR.HEBERT: Be dul oot testify at alL Hehaa 

9 been excused for this portion. He <Sd not testify at all 

10 on die doctrine of eqiuxvakats and Fmgoiiig to crost- 

11 eyamfne him. I*m not graig to get into the doctrine of 

12 equivalents, but I don't want it coming up m a ^ick door 

13 sort of way that it comes m, your Honor, so I just want 

14 to idertdie Court that thb issue may vise, to avoid 

15 surprises. 

16 TH6 COURT: All right 

17 MIL HESEKT: fie tends to give very long, 

18 ramUmg spcedies going in many differcni directions. And 

19 1 QOOit want someoung oeing, you loiow, oemg kiao of 

20 jammed in accidentally, as it were. 

21 MR. eOBKOWt Your Honor; that*s going to 

22- depend 00 tfic scope of the 9[uestioo& Even more dian tint; 
2) when I>yas doing the direct fxwnlnation of Dr. Goldbexg, 

24 you asked mo to deal with certain issues oire^firect 

25 related to vitedier certain dadm terms were or were not 
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1 dssue? 

2 A. It's possible; 

3 Q. Gkty. rdGkolosbowavideori^aow. R> 

4 PX-105,anezhiUf»Ibelien^d»tIias already 

5 admitted. 

6 Does dns dip depict the ElectroBlade? 

7 A. YCSL 

8 Q. Does this c^p depict the ElectroBlade in operatioa? 

9 A. Yes. ^ . 

10 Q. You see ilk this that diexetunielectiode is - 

11 not in contact with die tissuo? 

12 A. It's h*$ hard to delennme exactly, because 

13 the -die return electrode sort of wraps all die way 

14 around the front 

15 Q. .Yctt can see tbe small bubbles dial are emitting 

16 from dK inDcr blade; 4 

17 A. Right 

18 Q. Did you sec thai? 

19 A» Yes» so ngbt ttieio l wouia say it is, woen oa 

20 pttlleditaway,itpr6babiy wasn't for a dx>rt period of . 

21 tiin^ but now it i& I would say it is now. It is on 

22 the retura sido. 

25 Q. Okay. There certainly are times vdien it's not in 

24 contact with dK tissue? 

25 A. I would S9 yes, it's possible. 
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A. N6»sir. 

Q. And we looked end we didn't ibdaxiyifaingci^ 
I suppose if tbeie's anythbj in tbexc» your counsel 
woiuld biring it out on rcdiicct 

5 A, Tni confident itet tilings wOl be fottnd» sir. 

6 Q. You are confident Okzy. We'Osee. 

7 MIL HEDERT: could I get Claim 1 of the *882 

8 patent, please? 

9 BYMlLIiEBEItD 

Q. Dr* Goldberg, daring your depodtion, you 
lecaU we bad some £scusstQtt iegar£pg Ae subject of 

12 faypotfietical questioBS. 

U A. Yes,sir. 

14 Q. Okay. YoodidnHitalizeatdiattimetbatyoQ 

15 might have to answer hypodetical questions; light? 

16 A. rmpjq>aicd to answer fay^AeticalquestioQSy sin 

17 Q. You 1MW know bow that wQil3;i%lil? 
le A. Yes,sin 

19 Q. Thankyou. 

20 TfaisisCIairaloftfe'882patesita$itt$sue<b 

21 coirecf? 

22 A- IbeBeve«-ycs,sir,diat*sconect 

23 Q. And as it issue4 the daimieqaxred an electrode 

24 iennina]»a1fetttnielectxode» the active electrode an^ 

25 electrically condnctfaig terminal; r^jht? 
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IHEaXiRT; that objecU'cn b overruled. 
IHEVriNESS: Can you rq)eat the question, sif? 
BYKOLHEBQCn 

Q. Yes. Requirtag three or four dectn)de$nul^ 
daon nanrowff tfian reqotiing only two electrodes; ci^ 
A. it wooMnialce it stricter to fulfill the criteria, 
IW 

Q. Stricter to folfiU the same as narrower? 
A. Yes. 

Q- HowmaoydectrodesdoesaControlRFhavt? 
A. Twobsb; 

Q. (Xcay, SohypotbcticaUy spealdng^&ganvif dsis 
daim rcqutied three or four electrodes, Uxn the Cootml 
EF would not hdraoge; r«bt? 
A- Ye$; sir.- 

Q. How maiqr electrodes does the Electrc^lade have? . 
A* Gtotwoordim^^« 
Q. Kbwwouldithavetiuee? 
A, ItdepcndsoohowweYiewifaetipof dteelectiode. 
Ihe inner poctieo is viewed as a separate dectrode^ the 
rotating portion fiom die outer portkn. 
22 Yoo<&faHpatanyUttng ^K)utducectcctiodesb 
n your expert iqxxt regarcfing flic BcctroBlade pnxhict, did 

24 yadl 

25 A> I don't tUiJc I was adced that question before, rir/ 
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1 A. IhosB are the words hi AeOn^ printed original 

2 paten^air* 

3 Q. Ihose are foQr<fifierentdeclrodes» die printed 

4 patent;rigi<T 

5 A. Atkastdm^iu; 

6 Q. Atleastdnee? At kast three; maybe four? 

7 A. Ycs,sir. 

S Q. Okay. How naayelectiodes does UvSapl^te product 
9 hav^ 

10 A. Two, sir. 

11 Q. So if the daimiccpnredtt least three electrodes; 

12 dwrewoiildbenoh)fiin8ancat;r^bt? 

13 A. Ifdusis^finaldatnvdiatwoQldbecoiiect, 

14 sir, 

15 Q. HypodwticallyqKaldng, if datm required 

16 dectrodes, or four electrodes, fliere would be no 

17 iafiingement by the Saphyre product; riflfitt 

IS A. That's correcL ^podietically. If there were three 

19 or four electrodes and die Saphyre only has two; ik 

20 wottldn*ttnCrii^ 

21 Q. Because because requirit^ three or four electrodes 

22 is a Barn>wercl^tfuui requiring two dcctrodes; 

23 MIL BOBROw^ Your HcNMi; that goes to the 

24 quesdoo of validly. ThafsiKitaquesdonofaie 

25 mterpretattoo* 
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1 Okay. So if yoa^rcHmited to your expert iqicrt^ 

2 your expert report says that the Eiectrc^lade has two 

3 dectrodeSydoesnHst? 

4 A. Yc^dc 

5 Q« Okay. Ifdie EtectroBlade has two electrodes - 

6 inddestilly, you're ngt aware of any evidence besides 

7 this opiniooyott just came iq>widiTCgardmgdio 

S Electneiadeposabfyhavii«diice electrode^ r^bt? 

9 A. Asidefiommy analysis of die i^obe; as I testified 

to oaFnd2^»no;sh; ^ 

11 Q. Olcay, You didnft testify it had three electrodes <m 

12 Iii^»didyoa? 

13 A. IdiOQ^Isaiddiattthadatleastone* 

14 a Twoisatfcaston^isnHil? 

15 A. Yes; 

1$ Q. Ofciy. And your expert report says two, doesa't it? 

17 A. Let me clarify, sir. I dioaght I when I was talking 

IS aboi^ the active electrode dull had mentioned it bad at 

19 kasl one active dectrode; 

20 Q. If ddsdaim required four electrodes, the 

21 ElectroBlade would not in&ii^ correct? 

22 A. Correct* sir* 

23 Q. if disclaim required dvee electrodes, die 

24 EkctroBbde would not mfring^rie^? 

25 A..Itin^|tf; 
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1 Q. Itmightif your view of- of what? Why would it?* 

2 A. Providing an electrical tenninal and a return 

3 electit>de» the positioning ofthe active electrode Aat's 

4 going back to tiuselect^<tetennindm close proxinii 

5 to 4)e target tissuoin-tfae presence of an efcctikaHy 

6 conductmg terminaL 

7 So it is tbeoretically possible if tbeie are 

S two active electrodes tlajt the daioi would be fulfiO^ 

9 Q. Okay* Soyott*ienowasfanghypeiheticalsofme&3 

10 well; right? 

11 A. Fnn not asking Fin** I thought zny function here 

12 was to answer your questions, sir. 

13 MR.HEBEIcr: Allrigbt Hiankyoo. 
H IdonUbavcanythii^fQTtben 

15 THB COURT: Allri^ Redirect 

16 REDIRECT EXAKflNATION 

17 WhOLBONmti 

18 Q. Good afternoon* Dr. Goldbeig. 

19 A. Good aftcnoon^ sir. 

20 Q. IbaveaftwquestioDsfof youinwhafscaOeda 

21 icdiicct examiDalioiL 

22 A- Yes.sir 

23 Q. First of all» it was suggested during 

24 cross*exanunationdttt I was your lawyer.' 

25 Do yon recall diat? 


Page ins 

1 let's say fl peach. Wc*ic obviously bopi&g to sd fbniier. 

2 Uttf lookaloiof tinieaadalotof 

3 developmeotamL tocfore^weModihefmidiagiopay fior 

4 tbeeqo^ineottte people win do l!BS\rafk«nd the Gke^ - 

5 Q. Did any of the funding that you xccdved from 

6 RacSonlcs go towards icscarcfa idaled to procedmes in 

7 ibetpbe? 

8 A. ladiespioer Yet^slr. 

9 Q. CIcsy. And what (bat about? 

10 A. WewerefttadyagapabbtioftbtfaebooetadivD 

11 wani6dlo-*todeiennloe«4ieiheriherewotdtffi3caea 

12 ia bow ^eoctgyintencfiod with bone ton soft tissue; 

13 Q. Did any of Ibolundiag that your tab received go 

14 towards aKihroscopieapp6catloai7 

15 A. H<vt&; 

16 Q* Kow»dkcre was also some dtscttssaM on 

17 crosrccatnlBaiion about an agiccacDtte you have with 

19 Doyottiecaltbacr 

20 A. Y<s.tii;Idoi 

21 Q. And ihesB was sonieditcQsstoii during ibe 

22 erossiraramfhwlfoQ aboot Smidi Sl Kepbcw chanrngrng irfctfaer 

23 you could serve as ao expert witness n this casau 

24 Ooyoaiecaltfiafr 

25 A. Ycs.^Idou 
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1 A. Yes^Ido^sir. 

2 Q. BaveIevericpfcsentBdyoa»8ii7 

3 A. Nd»3tr,never. 

4 Q..Ha:veIever$ervedasyourlawytf7 

5 A. How str» never. 

6 Q. Have you asked ne to serve as yoorbwyeiT 

7 A. Ho»$ir»iiever. 
a Q, lUreaou^ 

9 Lefs move on tOb tfaoe was some <fiscussioo 

10 about Radionics. 

11 Do you recall tiuEl? 

12 A. Yestsir. 

13 Q. And I believe that fteie was some testtnocqr about 

14 funding tot your bbomtopr has received fam Racfioaics. 

15 Do you recall that generally? 
i$ A. Ycs^str. 

17 Q. Now, can you tell us what chat lurafing tint your 

18 labcvatoiy has received goes to from Radionics? 

19 A. Well» It ^es to hdp us study the various Ahigs 

20 d>at we need to know bow to best treat our patients. 

21 The devdopmei^ofour cancer tedmiques his 

22 actually been a long ten-year road We started by being 

23 able to treat tumors tbat were only the size of my pittlgr 

24 and now, over last ten years, have moved the Odd to 

25 tbepoint where we can treat tmnors that are die sizs of 
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1 Q. Arc yon snxm of wbedier Judge Robinson ruled on 

2 diatquesdoainihbeasB? 

3 A. Well, I assume that I've put all die hours band 

4 that I*m sitting here in front ofyott ladies and 

5 0endemcn today dnt I was allowed to serve as an expert. 

6 Q* Ihere was also some tfisctissioa on cross^cxannnatton 

7 about die Fbod&Dni^Adniinisnadon, the FDA. 

8 A. Yes; nr. 

9 Q. And you've hzd some dealings with the FDA over the 

10 years; is diatri^itf ^ 

11 A. Ycs;dr,Ihsvei 

12 Q. BaVeyoaevcrUedtodieFDAr 

13 A. Nevensin 

14 Q. Have you ever told falsehoods to the FDA? 

15 A. Absolutdynot»sir. 

16 Q. Now, during d>e cross-qtannnatioo, you had nen^jcibed 

17 adocuaxntd2athadsomedieckniarks,Ithtnkyoos^it 
IS was a checklist of things to go over that was in one of 

19 the clinical evaluadons. 

20 Do you recall that? 

21 A. Yes. And I'm Sony dot I couldn't fnd it at that 

22 moment, sic 

23 Q. Wel],ttismoQeofyoorbindeis,lbdicvc Take 

24 a look at Exinbit]97, please; widch has abcady been 

25 admitted into evidenoe* 
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Q. Andwtaiyouolmvedit^^vfaatdtdyQu^? 
A. I saw die probe gdogtnaiuibdog activated widi die 
active dectrode }xp agaiost ctdier - iinmediatcly ad^accat 
to or toodiir^ die tissue. 

I saw diat the ttcum electrode was most oftm . 
not mcontsctwidit&csurToimdixig tissues. Ilwas 
artfaroscq>y, so we know dat it's an electrically 

8 conductive fhud and we saw a vapM* layer. Wesswdiis 

9 ycUow glow aiKi we saw tissue cficct»trcatincnt 
Q. Now, Dr. Gotdbag, in coonectioo with your work oa 
this matter, have you reviewed a ruling from the Court 
related to some snotioos for samsiaryju4gtnent dot were 
made in this matter? 
A. Ibdievediatltookalookataat 

MR.HEBER'ft ObjcettOQ, 
THE COURTS rmiiot sore where you are going 
withdtts. 

. MK.BOSROW: ihis. has to do widi the meaning 
of die fflftwn dolt was exsnuied oo to ^^r^^^' f rX ? iwi tvttmo 
and was broo^ out in dieot ezaminadoa today. 

THECOUR-n wdl, die meaning of die daim is 
die mcantog of die daun* YcttdooHhsvclokiagmo]^ 
snmmaiy judgment opinKXis. rm not quite sure where 

24 you're gdn^^vi^ it 

25 MILBOBROmC^. 
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1 your understanding of what diat method relates to? 

2 A. It goes back to die preamble* die fust paragraph. 

3 It*samedKxiforapplyu)g€nergytodiebodyorabody 

4 structure^ so the claim speaks as to when die device is' 

5 being activate^ when die hi^eeergy is being applied 

6 Q. An4I>r.O<rfdbctg,tayotirview,(besthisdaim 

7 construction and die daimliiiutation require that tbe 
g mediod be peifocmed for a specif period of time? 

9 A. There's no imtioQcf any time constraints whatsoever 

10 indiepateat»dr. 

11 Q. Anddoyoahave^dien^someunderstandittgastohow 

12 Imig or how short a period of time die niediod is performed? 
U A. Wdl, based upon Smidi&>le{^iew*s own docurncnts,!^ 

14 wasfoavcty-forvetydiortperiodsof dme. 

15 Q. Altxi^ Now, yott were a^oed some questions in 

16 ctoss-eiaimtiadon about die *S82 patent Doyoorecall 

n diat? 

18 A. Yes^sir. 

19 Q. And yon were diown die claim as it w!a$ortguudly 
^ issued is dat right? 

21 A. Yes^sir. 

22 Q. And as you unde rs ta n d it> has diatdahn been 

23 corrected by die Uiiled States Patent OfHoe? 

24 A. Yes,^. 

25 Q. And when you offered your opinions that the '882 
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MiLHESERT: The daina coastzTictKm tidipg is 
in evidence^ your Hboor. 

THBOOURlt Right But diatsso*t a summary 
judgment ntlii^ 
BYNfR.BOBROW: 

Q. Wen, let naeadcdss,!^. Goldberg. 

MSLBOBBOW: Why don't we put up die claim 
constroction. Aad let's go to Paragrajdi 4. 

MR.HEBERt: I doo*t believe ^ ts die daim 



1 

2 
3 
4 
5 

7 
S 
9 

10 constructioiL 

11 THBOOURT: Ko. My daim construction or 

12 orders. Notopituons. 

n MR. BO&ROW: idmik it*S 675* 

14- THE COURT: There y<»i go. 

15 MR. BOKU>W: And can you please tngjili^ 

1$ Pdragra{A4? 

17 BYMR.BOBROW: 

1$ Q. Nov» Dr. Goldberg; looking at Paragraph 4, when 

19 constndng die phrase, the leturn electrode is not in 

20 cotttact widi die body structure, tibe Conn said»qaote» 

21 The retuniefeetrode is not to contact the bodly at all 

22 during die perfoEiiianoe of the cbiiiedinedKxL 

23 Doyouseediat? 

24 A. Yes, sir. 

25 Q. Now»asferasd)eclatmedmediodgoes,^i4iatis 
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patent tm infiinged by Smith & Nephew, were you using 
die eociected daim laflgoage fiom the Patent Office or 
die cdgmal mF5)Tt^cc ted \9 iy^iU3 jpc? 
A. The corrected version, sir. 
Q. Wgw; doring die crossf Tamination, you were asked 
some questions about dtt EkctroBlade and viiicdKr it had 
two or dnee electrodes^ 

Do you recall dat? 
A. Yes»Ido»$ir. 

Q. NoWyiriimetobfiiigiqitoyooan ElectroBtade 
m evidence, vmld you be able to explain to die id(Scs 
and gndemen of die jury this issoe widi re^)cct to die 
ooaber of dectrodes of EtcctroBlade? 
A. I can, if you widv sir. 

MiLBOBROW: May I ^^>roadi, youT Honof? 
MR. HEBERn Your Honor, we*teb^ond die ^ 
rcpoct There's uotfatng about the three electrodes. 
MR. BOBMm Your Honor, dus ms opened I 



1 

2 

3 

4 

5 

6 

7 

S 

9 
10 
11 
12 
13 
14 
15 
1$ 
It 
18 

19 bdieve in cross^examinatioo. 

20 MR.BSEKn l(fidn*taskhim. Imean»he- 

21 becameupwididiisttree-elcctrodedsing^whtGhisnot 

22 m die report at alL 

23 TBEGOURi^ well, die door was opened, so I 

24 TvillaUovrit 

25 vm.B(»ROW;MayIap^oadit 
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1 THE COURT: YCS, yoU m^. 

2 MR. BOBROW: Thank you. 

3 BYMR.B(9R0V: 

4 Q. Dr^Goldbcig, I am handing you PX-i n-A, which K 

5 abcady in cvidem:e (handing odiibit to 

6 HosisonooftheEkdjoBIades. 

T Now, if you would, please, can - 

8 MR. BOBROW: Can I ask the witness to step 

9 downiniroiitoftejitiy? 

10 THECOURT: Yes. 

11 MR. BOBROW: Thank yott. 

12 THEWmiESS: MaQfl? 

13 THE COURT. Ycs. 

14 (At this point the witness Stepped down iiom die 

15 witness stand and s^qxroacbed the jury.) 

16 BY MR. BOBROW: 

17 Q. If you could please e}q)]ani to the ladies end 

18 gent)cnicnofd)ejuiydiisissuejeIath)gto\tdiedier ' 

19 there are two electrodes or tivee tetrodes iclatm^ to 

20 tedevioe; 

21 A. Wen, die easier part, ladies and gcnttemeot is dds 

22 isaretumebctiodo;. Thafs clearly oae electrode. 

23 THECOpT: Aiidyoa needtoq)eakiip^I)r. 

24 Goldbci]g, 

25 THE wn>lCSS: Tm soxxy, ma'am. 
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1 Do you see die language that rmiefeniog to 

2 dicre? 

3 A. Yes^I doseedat 

4 Q. Now^mconnection wididtcDseof dieSapfayie-* ' 

5 THECOURT: Ob^rmsofiy. Was there- 

6 MR. HEBERn t didn't know if be was going to ' 

7 approach and use d» chart, your Honor. I was just addi^ 
S permission to go to that side of the mom. 

9 THE ocxiRft You can move wherever you want to 

10 make sore you can see what's going on. 
a MJLHEBERR Thankyou. 

12 MR. 8<»it0W: Thank y«a. 

13 BY MR. BOBROW: 

14 Q. And,Dr« GddbaiK»inyourview,lsdiereany 

15 substantial ifilfercnce between this laaguegebere^thb 

16 not bcontaawidi die body struetnre language^ in 

17 Claim I - 

18 MR.REBEHT; Objectioa ThbiadKisoel 

10 tai^l 

47 loiawiW. - • 

20 THEOOURTs YcS. 

21 MR. HEBERi^ Ibis is diat issue lrabed» your* 

22 Honor,diatIdioci^diey- 

23' THECOURT: Okay. If it*sgoingtoberaised - 

24 at this point, then dme will be recross on diis issue, 

25 because it*s not appropriate to I meattf I'm not quite 


1 IHEOCXntIv Ibanlcyott. 

t Tue wmiess: ^ eader issue is the Issue of 

3 tbe return dectrode,becMisetf»t is defimtdy only oee. 

4 The quesdonbeoomes^^ven the fact that the tuner 

5 poftioanxyvcs up azid down, bfickasd forth, ft^ side and 

6 outside; and the fact that It can beat times separate 

7 from die odicr portion as to whedxr cr not it rqncsents 

8 one ortwo. 

9 Sodiete^saquestiooastov^tofaercrnot 

10 it's one .or two and there are many systems where we have 

11 electrodes dat sometimes are very dose together dat 

12 funcdoa 

13 MRBOBROiW^ ltankyou,Dr.Ooldbeii. YoQ 

14 can le-take die stand 

15 (At ddspdnt the witness then rtsumedd» 

16 witness stand) 

17 BYMRBOBROWt 

18 Q. Now»l*mputdngi^DcGoldbei|&dielaiigaj^of 

19 Claim 1 of die *592peteot»wldc^ you were asked qpesdoos 

20 about last Friday. 

21 DoyoutecaUtbat? 

22 A. I remember tfaa^ sir. 

2} Q. And there has been a fair amount of discussioQ 

24 about die language in dusdainu where it says Che return 

25 dectrode is not in contact widi die body struetnre. 
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1 sore — 

2 MR.HEBERX: Itwas-* 

3 MR.d(»RO^. YonrHonorJbdievediatitwas 

4 raised die issue of tissue contact was deaiiy raised 

5 in die cnxss'^x aniinati<»i. 

6 THE COURT: €tf course^ it was. It'sooeof 

7 tbedaimelemezrts. 

8 MR.BOBRO^. R^gjit So BOW Td like to ask Dr. 

9 Goldberg about diat language and wbether die use die 

10 SapfayieisiRSubstantianiyc&lfcrait 

11 THE COURT: ABf«ht 

12 MR. UEBERT: Th^ bad dutbordea. They didn't 

13 intrpdnce** 

14 THECOURT: /Mxi^ I diiiik» you know, I 

15 hate to let die jury go, but I thmkdns was an issue _ 
15 that - diis is an issue we need to address and I d90*t 

17 like sidebars, so Fm going to let die jury step out for 

18 a few minutes while we discuss d» issue. 

19 (At this point die jury was gxCTfgd for a 

20 short recess and die followxiv occurred widioa^ 

21 presence of the jury.) 

22 THECOURT^ And I need de transcript diat, Mr. 

23 Bobrow»yott referred to* 

24 Dr. Goldberg, you may step down. 

25 THE WnNESS: Ttiank you, ma'am. 
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1 (Witness tensponrily excused). 

2 MIL HE8ERT: could the doctor be excluded from 

3 cfaecouitfoomforthk? 

4 iHECOincn Yes. pleases 

5 (At this pcMDl Dr. GoMbeig then left 

6 cooitroom.) 

7 THE COUXn tcaaHtddtevef asked you to 

t save your doclriiM of equivakotsargunKot for teduect 

9 MR.HEBEXT: ibere's oochmg in it We 

10 chedoed llKre'soodiuigiatbeteaiboutllBt 

11 THE COURT: All fi^ 

12 (PaUSCL) 

U MIL BOBROV: YcurHooor^ioay I address tbe 

14 issue? 

15 lUEComcn yts^yottioay. 

16 KOLfiOBRO^lilSttkyoiL 

17 I'm lo(ddng at 430 of die transcript 

1$ Hiis was from ifaeproceediogs on Friday. Andlwasaskiog 

19 Dr. Gddbefgaboutaatm4 of the '592 patent ivh^ 

20 Irndtatioa in it about delivertng fluid 

21 U was my Qoidcrstamfing frxan the reports Bad 

22 everything dse in ti)e case titttS»idi& Nephew wu 

23 argmngdiat that limitatioo was not satisHed. Dn 

24 Gddberg s^d it was audi was going to adc htm some 
25^3esdons about tiie doctrme of equivalents and wbedier 



Pi^lUS 

1 docirmc of cquivaki^s not addressed or raised anywhem 

2 in this transcript* I stay conq>iBtdy away from the Ihiid 

3 supply stuff on ray cross of Dr, Goldberg. Ididn*taska 

4 single question about that So it's well beyond the scope 

5 of sqr cross Ibs well 

6 THE COUKR Mr. Bobrow, I think you missed the 

7 boat on fSas, 

t MK.BOBROW: Your Honor. I wasn't inteodii^ to 

9 ask questions about ^stem. OaOispointhewasa^ 

10 about not m contact and I would iUce to ask Dr. Goldberg 

11 for hb opinions on whether or not that's substantially 

12 thesameordiffi»cnt 

13 THE COincn But the doctrine -infiingcmeDt 

14 is your burden. Ibere was- yoQdu>ukl have brou^ that 

15 19 on your direct exammattoo* literal mfringemeat, 
\$ doctrbe-*in&bgementbyeqttivaleot5. 

17 You dontwa^foriedtrect to do your doctrine 

IS of equivalents cxambatloo. Youjustdoo'tdott I just 

19 don'tundKStandhowymcouUthiQkaat'sapprop^ 

20 Iinean»yoohad-*so- 

21 MR. Doaaow: Your Honor, again* the xcasoo 

22 was&atltnderstoodyootoadcmetobemovingoiifmm 

23 that sobject and that I would cover it in redirect. 

24 THECOUtr* Wdl,d»tsd:jcctwasoQe V 

25 particubr claim and one particutarliniitatioo. It wasn't 
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1 or net dcfivemg faoiitstioii vnt met by c(]uivaleols. 

2 And«tihMposot»Mr«Bdcrtob{caed«ndyott 

3 said tftityoawcrm'IsiBeirfiereftis was gobgaadwe^m 

4 BaterestedioUBOpinlanbecaBse I bad basically said >oa 

5 wocawaitofSmi&ftKThew'taigUBicataboatAisandbovr 

6 llnidwm*tddivcnd. 

7 Andtfxaywsaid^wellilcoiddbediacwc 

S Aced to wait iint3 redirect for you to cover dtttgrouad^ 

9 zD&kdSOjeSmitk&Hepbew covers it Wby don't wo do dat 

10 TiiBC0VK%'Aitwasa^4;f;Bfatf 

11 MR.aoBao«i Yea. 

12 Taeoovxit Aiid^*ieta]kzQsaboalClainil7 

13 MR.aoBaowt Ibaduodostoodlhat 

14 your HoDor bad waaiedBaa to address issues in redirect 

15 datSiniih ft NSepbewactualtif cowered wi6 Dr. GdfSng in 

16 his rxamtiiafSbn. 

17 TEBOOUKS HOW, ibif s ridlculpos. Imesa. 

18 y» your bordco to pam Wiing Bp rn t, Met BenSfy 

19 orVyiibedoctriQeofeqpivakQis. You doat wail fbr 

20 rodiiecf lopiescQtaiBajorpaitofyoarcase; 

21 Now, if you nbundttstood ne *" and leaaX 

22 bcG^fo das you &I dtttTs fiac^ but dxa dnte wfl 

23 be focross on ttttt Icsneaod tfiere iv31beiio leciots. 

24 Idoolknowwbcxc 

25 MR.BCBStli YovrHboor»fM)too]yi5 4» 
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1 the lumtation we've talking aboot 

2 MR.BOBROWirBS. ButiflhadoBnebackaiid 

3 diea said to Dr. Goldberg th^ ho-* was he aware tfiat 

4 Smidi ft Hc^hew was arguing that there was no hi oootM 

5 limitation, rm sure I would have feccd the saaiie issue. 

6 THECOtJR]& I mean this just makes 00 sense 

7 tome: TbatisnonsensicataadlcaQtbdievcdiatyQU. 

8 could interpret dttt issue msudi a brood faduoo. 

9 It's always your burden to prove equivalents 

10 andliSda'ttl^dwtdiat. . 

a Was equivalents covered m his r^>ort7 ^ ' 

12 MR. BOmtoW: Yes, it was; your Honor. 

13 MR. HEBEKti There were certain there wtse 

14 manylimiiadoosfowfaidiitwasa*t Itaeamsoine;! 

15 bdfeve^lniRid^itwaL 

16 THE cotfftn Wdl, let's see if this one 

17 g)cci5callywas^ Buttfaetewlllbe rccjoss; because ttds 

18 Is not the way yon coochict your examiootioo on issues for 

19 which you have dks burden of proof. You do not wait for 

20 redirect And ifyou had any doiibts about that, wc should 

21 have addressed it 

22 MR.H£8eRt^ dcay. WUdldatffldoeshewant 

23 toa^aboutt 

24 THE COURT: f take it Claim 1, second 

25 Unntationu Is that what we're talking about? '592 patent 
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t MR.BOBROW: *592 patent 

2 (Pause.) 

3 MR. HEBERT: IS dlis the second lunilatkm? 

4 THBCOtJRT: Well, it's the m contact with 

5 limitattOQ. 

5 • • • 

7 • 

S 

9 

n 

12 
13 
!4 
15 
16 
17 

19 
20 
21 
22 
23 

24 ^ 
25 


' . , Page 1139 
t inTringerocnt of these claims under Che doctrine of 

2 cquivalettts. 

3 MR. HEBERT: R's just infringement of doctrine - 

4 of equivalents. A wboletistof dafans. 

5 IHE COURT: There's got to bean analysts* 

6 Tbcre has to be an analysis about this claim under the 

7 doctrine of cquiva!eots,sonietfiingq)eciric to t^ 

8 He cannotjnst say it's infringed literally and under the 

9 dodiine of equivakots. That is meaningless, or it's 

10 covered bhisdepositiba I mean as long as it's covered 

11 in(fiscovciy,Iasihappy**rmnothappy,butIwiQ 

12 aOowitoorcduect 

13 MR* BOBBOW: Your Honor, he was cross-exarotned 

14 on this and widire^)ect to tins limitation about 

15 positioning die return eloctrode that's not in coniaet 

16 wiAdie body structure and die likc^ he does say, 

17 nonedKlest, return electrode meets Smidi it Nephew's 

18 definition Itleraify and cqutvaknfly because it*s 

19 connected to proximal power source by an fatJviduaT. 

2D mciiiatiTw crmAarttw »t\A iIm Ohm tMm -* •mM* nti ■■■■■ 

«v iinwwaiiu^ vvnwmm ami UK UKEL 116 OOCS CaUC yfKHn 

21 Ae return efeetrode^ 

22 MR.HEBERr. IS diat In hts dq>osition7 - 

23 - THE OOURT: 1 guess you need to idaitt^ that . 

24 MltBOBROW:Thisi$Pa8B38ofhbiepcKt 

25 HealsossysindierqKx^relatuigtolhat 
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1 

2 l^BOBlum Your Honor, to Z)E.Ck>Idbag'« 

3 repoit»attIiebcsuaungoftfac.i^K]it»&e« 

4 opinicms both Utenlly and under the ^ctijb^ 

5 equiVBlentSL 

S Then, wIkq d&s tssoe was raised moic 

7 spcdHcally in connection with the siottoQ practice In 

S thisinattcr»Di: Gol^)cigsufaimttBdadsclara^ 

9 Coigt Hat declaratfoa was subnutted on March 18,2003. 

10 Andthentfaat-andiadiatdeclaratioahedidadffctss 

11 thisissiieofthewboIequestionuDderClai]a47ordie 

12 '536pateat,Cbtmloftfae'592aod Claba23oflhe 

13 '592, about aHoftMs language; about not in OQotaa and 

14 q>8cedawB}raadtfaelike. 

15 And at tbat time he <fidofleraa opinion oa 

16 thcsubjcac^cqmvaleats. . 

17 THEOOtnCT: But that was alter dtscovoy. 
IS llnewasooexaminatioaof hmiOQtbatissue»« 

19 dectarattonforsununaryjudlgioeatisnotte 

20 it in his rq>ort and subject to d^o^oo and cross* 

21 cxanuoatioQ. So ifyou arc tdlh^ mediate wasn't : 

22 addressed thioci^ the (fiiKoveiy process, then I'm lellit^ : 

23 you it*s certainly not appropriate for rafirect : 

24 ^I1LB0BIU>W: YourHmior,asImentiooedtdm 

25 is a dscossionm his report about cqdvaleots and : 


FagotMO 

1 ^ecincUnntatioq, that a person having orifinarydda 

2 would understand during surgery the electrode would 

3 occasiooalfy come in contact with die tissue and that 

4 Smidi&lkphew recognised that spedftc^bddr 11^ 

5 MR. HEBERi^ Ttieliist reference tet Mr. 

6 Bobrowraisedwaswtdi regard to what aretum electrode 

7 is. Heddsaydiatwewcre-tfhedidsayweareri^ 

8 on what a return dectrode is, he thinks it*s equivalent 

9 Hiat's not what we're talktng about Unt's not die 

10 definitioQofietnrocieclrode* • 

11 THEOQUn I seed to look at die r^oft 

12 Is dee somedmig else you want to address 

13 widiDr.Gohftcrgwfatlelbokatddsr^KXtorshookl 

14 we just keep die jury out ondl I look at ^report and 

15 any deposition testimony that covers die ts5ua7 

16 MR. BOBROW: Your Honor, this bdc issue 

17 diat I wanted to cover widi Dr. GcMietg. Icanhandtip 

18 die leport, if you'd fike. 

19 TBECOUBX^ AllfigbL 

10 (MhBobrow handed documents to die Cduit) 

11 MR. BOBROW: And dKiearcfSimlLff charts for 

12 die odier claims^ Claim 23 of die '592 patent and Claim 

13 45and47ofdie'53«palHit 

14 THE GOURD Well, die only daimdiat was 

15 addressed In cross was this ciatm;ri^it7 
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1 M1CB0BIU)W: wdl,Ibdievt(tiiattbei«iiofe 

2 sutject of tissue contaa by the letun electrode was 

3 covcnd in cosy<3Rwimwtion. 

4 Mr. HESm: Bitt that's jusi this datBL 

5 MR. BOBROW: Ko. I think tbctt are other 

6 datms. One of them turns aboiit the ictombdng^iaoed 

7 away, 

S iHEaxiRl^ Veil, tie you going logo tfcroQ^ 

9 aU those other daiiDSorjusttfiis claim? Ivraotto 

10 know what the -what you intetid the scope of your 

11 lafiicdtobe. 

12 MR-BOBROW: ciaijalof&e*592patei]taad 
U the language about not in contact Claim 23 and tho 

14 langi2agcaboi)litbeingq>mdaw8yftx>m the tissue; 

15 return bong spaced away. And Oaim47» which tafia 
Id about minhnizing tissue ooatact* 

17 THE CCX«n all the paper I have- 

IS MR. HEBERTi I didn't ask aoyqoestioos about 

20 THE O0tA3^ Aili^it So the other two are 

21 outanyway. 

22 Aaiiglt 

23 MR.BOBROW: But, youT Owor, that b tiic ssno 

24 issue. YocUnteipreted die claim langoage for spaced away 

25 and the other not ia contact to be Sesame. Tbat was why 
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1 it 

2 VR. HEBERT: Tfie conclusoxy part, your HoiK)r» 

3 is oapagaell. 

4 THECOimii It's hardly at the beginning of tbt 

5 report. 

6 MR. HEBERT: It's a description of what's going 

7 on. 

B THE COURT: Tvcjttst glanced It it 

9 MR. HEBERT: It's just a summaiy of the daixns* 

10 (Pause.) 

11 THE COURT: Anything in tte deposition yoa*ve 

12 found? 

13 MR. HEBERT: I believe fhedeposicioa was 

14 pximarily^ 

15 THE COURT: What's tfial} 

15 MR. HEBERT: I believe Aat the deposition- 
17 my best rccolkction, your H(mor, is that ihedq)odtion 
1$ related primarily to invaUd^y issues. 

19 IHBOOURT^ Allri^ l*m going to take 

20 five minutes and I wiU be bade with ndcdsicHi. 

21 (Short recess taken.) 

22 * • « 

23 
24 
25 
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1 Iwasgoingtogo&roc^dkeodKrclainiis. 

2 THE OOtrn But you are taOdog about ^ scope 

3 oftfaecross. Yoomadeadedsioolosavediis^xighdyor 

4 wmsgty^aodsoatdieTciykastytheacopeofyoQr 

5 ledirect Is coofbed to the scope of die cross. 

6 Sodiat'siRltttlsaidaadthat's^v^Imemi. 

7 (Pimse.) 

8 iHECOURt^ Okay. WdL this claim language^ 

9 I Bsean this explaoatioa of daim language has nothisg to 

10 do^doesnormeatiootbedocfaiiieofqgtfvaicots. I'm 
U not qdie sure where dot gets na 

12 (Ptttse;) 

13 iHeaxjKT. So^icaUy^tfaesB claim chart thmgs 

14 arehb^troottt 

15 MR.BOSR0^ YourHoROC^hegivcsasammaiy^ 
15 his opinion at the beginning and then he goes through the 
17 details of diataoalyfi& 

IB MR.R£BERti ihesufnmaryisjnstacoDcliisocy 

19 part. 

20 iHECOncn idoQ'teveoseediecoodusoKy 

21 part What page 00 Us report bduN? 

22 MR.BOBR0^ YourHooot^yoohaEvemyoopy. 1 

23 nus^beabfetolbditforyoa. 

24 THE COURTS Oh. Wdl» I don't have the energy 

25 to band this heavy dung bade to you, so someone else Tind 


. Page !!• 

1 

2 (Court resumed after the rcoess» and fbc 

3 foOowbgoocnrTcd without the presence of die jury) 

4 • 

5 THE COURTt<toy. mat I've decided is dot 
5 iflhad«-ifithadbeenapproad«)»iflhadbeBtt 

7 a^^kroached, I probably woddtMt have let dnsevuknoe 
S on ^Srect bfcaffwg^ as fur as I'm ooocemedi the 

9 equivalence analysis m the expert rqwrt was totally 

10 lackiBg. MandydsisttOttiliafiiQgesbytliedoc^oe 

11 ofcqdvalcnts. That's not an appropriate analysis and It 

12 wasn't addressed in the depositioQ** in disoomy. 

13 * So given die fact diat it was ** would have 

14 been inappropriately admitted in £ioct ll's certahdy 

15 io^propriatetoadmititmre&eot So the evidence 
14 isout We nay take that down. 

17 AadifyoohaveanyodierquestioosforDr. ^ 
It Gddbog; you may bring him in. Otherwise, we can Just 

19 end his testimony li^ now. 

20 MR BOBROW: lhat's wfaat We'll do^ your Hdnor« 

21 IBS COURttAa right 

22 (Wtness excusedj) 
23 

24 MS. Bom Your Honor-* I'm sorry. While dc 

25 jury IS out» die next diingdiat we were planning to do 
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•Question: What do you recall m that regard? 
•Answer San^plcs were submitted 
"Questioo: What was done with the samples? 
*AQSWien I don^t have q>cdfic inforrnatioa oo 



•Question: Do you know if tbcy woe given to 
the engineers wIthtQ for purposes of tcstiag or 
cvahtttion? 

•Answer Iknowthatlicoeived Aemasidl 
gave them to eoginceriog.* 

M&JACOBS-LOtn)m Untnlcyoti^bcfiesand 
gcntleom 

MitJOKKSTON: Your Honor, before wc begin 
reading* we have to clarify dot one issue we brought up 
chtfingabic^ 

THECOUR-n Yes: AndlbcecveUb 
flppropriate as ft phras; and it's a pcisoQ of on&sary ddU 
mtheart h'a not really a patent tnterpietation issue 
20 asteasTmconcexnedtcottcangoitt. 

MK^IOHNSTON; Thank you, your Honor. 
MILMARSDDI: YouT Honor, one odKT ism; 
2) The evidence has been oontng in in bits and {neccs. To 

24 dio extent tfaatwasdse close of piointif&evidenoe, 

25 we*d move under Rule 50. 
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"Answer 1 believe it was just one wtre^Miudi 
wastnsitfated. A srogle wire, single electrode. And then 
it was connected to a power supply, Rf power supply and I 

had die return electrode sitting in that same bath of 
saline where nmuscus tissue was. 

'Question: Hie badi of saline, was that a 
bcakeroradtdi? 

A. Itwasa<fish. 
Q. LtkeapetriddL 

A. YeaL IthmkyoucouldcdlitapetritfidL Itwas 
afaidylaigeifi^ 

Q. mat sh^ was the return electrode? 
A. Ibe ictum dcctrode was alummum, a piece of 
ahtmiaum folded Into an alligator shape widi a wire 
attached 10 it and connected to tfie fif power supply. 



I 



Pa^]162 

IHECOOlfn Allri^ Well, I reserve 
2 judgment on that 

Allri^ We have more depositions to be 
4 lead by Smiths Nephew nofW? 

MR.JORKSim Yts, yourHcnor/ 

THBCCXWR AUri^ 
MIL JOHNSTONS Cood afternoon again* 
We're gtnng to read in our last deposition 
today. We wodd be iradngbtise deposition testim(niy 
10 ofDr.Kira'Ihapliya],ooeoftfaeinventofSofd»pateitfs 
" insuitandafoimderof AxtivoCaxe. 

Helping me today is my coOeague, E J.' 
13 IbswidL 

KfR. JOHNSTON: "Question; Tell me al>oot the 
first of those expetinxnts dot yoQ <fid 

•Answer I remember getting a miniscus from 
the slfiughtediousc wfaidi is acnially in Los Banoa 
8 (phonetic). Sol drove dm horn with oiylamily to get 
19 it» came back home I was a cow miniscus and thn 
:0 energized the -a prototype I had made. Anddienused 

21 the elccnode against the miniscus tissue. And then I 

22 could observe that it was, in fact, removing tissue in 

23 that early experiment Prototype experiment that we had. 

24 -- 



25 made configured? 



'Question: How was that proto^ that yoa 
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•(^xstfon: Do yon know, in that experiment, wt» 
. yonnsmgasinewaire? 

"Answer I believe st was a sine wave» yea.. 

*Qucstioa: Do you know wbat voltage or volti^ea 
youappfied? 

"Answer MyrecoUectioaisthQrwerelike60^ 
80, 100 vdti; BMS vahie. 

"(^Kstioo: Ocay* Anddteietumdcctiode. 
was that at die bottom of die dish? ' r- 

•Answer AlnnunumfoiL Yes. It would suk to 
dieboctom. 

"(^lestioD: Okay. Wasdiecowamuscasoatop 

ofdiat? 

"Answer Ka It was not on top of die 
miniscus. Ihemtniscttsvrasondiesideof diedish. Ifaen 
in die mukfle or sort of to the side was die cow sunisaas. 
And dioi I was using die ckctrode to look at de effect 
on die cow mtniscus. I wbs usii^ the electrode to affect 
die tissue of die cowminiscuiL 

"Qnestiott: So die letnm dtetrode, if 1 
understand yott correctly^ was on one side of de dish, 
and die cow mtniscus was on the odier side of die dish? 
"Answer Next to die lefuni electrode. 
"Quesdoo; Wexttoft? Were dicy contactmg 
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1 *<^iestion: Wcie there any diffcsencesbctwcai 

2 that prototype 2nd the ooe that yoo used in yocr fifst 
y cxperiiueot? 

4 /Answtn E s witt a ll yBcoc; 

5 'X^)estkxl: Wert you surprised by the glow? 

6 "Aoswcn Ha I would not say I was surprised 

7 "Qoestion: Okay. 

S "Aaswen Observatum. 

9 **Questioa: Okay. Wl^ weren't you smprised? 

10 *Aii$wen IdoaHknovrwtiylwasiiotsaTRsed 
It ^^uestkxi: Did yott expect mform see a gtoW? 
12 "Answer: We knew that dectrosQi^gay creates 

n aaareaodiKtaiwesavlhegtow^weQioughthms some 

14 formof — sooeoiaiiifestatioaof the arc phenoneiKMi. 

15 "Qoestiott: Wat is a manifctfatioo of the 
K arc pheoomertooT 

17 *Aoswcn That's what I would expect to see 

18 to electrosQrgery 

19 "Questioo: Ihe glow that you saw; was it a 

20 tnanifertation of arc phen o menool 

21 *Aii8wen Yoaaslced toe earlier what 

22 cxpectatioQwas. That was the'cKpcctatioii. Wbetherdie 

23 ^ow was ttsdf matiifestatioo, I do not know, Attbattiiiie 

24 IlfidllOtlDMW: 

25 "QoestioQ: Well, what is your aaswcrtod^ 
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1 electrode against ds tissue. So I xKd not look for it 

2 Ididootseeit 

3 "Questioiir Were biA)ble$ produced this time 

4 vtenyoosawde^QfW? 

5 •Answen Yes^thcywoei 

6 "Qucstioo: ThcoIguessIdoaHundcrstaiid 

7 your answer. Why ^ you see the glow this tine and not 

8 see it any odkcr tune before? 

9 "Answer. Yes. ritbeh^pytoexplabtfiat 

10 "Qoestioii: Ok^. 

a "Answer hiordertoseetheactioQof d» 

12 electrode on the tissue; someone^ I do not recall^, was 

13 noring the hM>lesaw^ from die field of vi^ 

14 could see what was being done wi& the dectiode gainst 

15 tissue. And diat'si^ we saw the glofw. 

15 "Qoestioa: I wiU represent to you»tti$ is- 

17 &i$exh^it,DiX32l.istheGlewrapperofdielU>oe 

18 *l9tpa!eatdMt we're looldrv at 

19 "Okay. If you could turn, please; to its ^ 

20 maybefour-lildisof diewaythroii^duSrtt*sap^ 

21 diat has got miraber 00 the bottoBi right SNK370S. . 

22 "Answer Ihaveit" 

23 Ma.lOHNSlOK: imovedkoadmissioaot 

24 IfDtnL 

25 MS.IAO0SS4J0I1DEH; KOcbMott- 
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t "Answer AnswerisftisvcordlferBatdM 

2 the cogven tt o na l arc of djpctrum » geiy. 

3 "Questtoo: Okay* fawhatwaybittfifTereat? 

4 "Answen ft^stnyuoderstamfing— my 

5 uoderstamfiogisthatitisfonnediasalinenietfiunL it 

6 is formed at lower ^Uagcs and it contains photons; 

7 ionized specks and electrons audit's in a va^ctateu 

8 "Question: So is die so yccr answer to 

9 the question is codvend<»al 8rc» dcctrosurg^ capable 

10 of being f(Kmed ma saline medium IS no? 

ti "Answer lidyimdcrstBwSngof diati^ieoomeiioo 

12 is di^convendooal are; I wwdd-* I've personally net 

13 seen a conveadonal arc in saline. I have seen 

14 conventional arc in a mDdioni» another mediunii but not ut 

15 saKne. 

16 "Quesdoa: Wdt do you have axxy reason to 

17 thinkdutacooveotionalareisnotbezngc^K^of 

18 bong formed in salmd? 

19 "Answer Welt based on pfaydcs; if you hacvo 

20 high coou^ volta^e^ you can always create aa arc 

21 "Quesdco: Wl^doywdiinkyouhadi*! 

22 observed a glow widi your apparatus before that time? 

23 "Answer As I explained, answered dds 

24 question earlier is» when I did the experiment, a lot of 

25 bubbles were created^ so I could not see tet^ of dte 



11 

1 Tisoocntft ihank you. 

2 (Defendant's EsdoUtNa 321 vrasico^ 

3 evkknoe.) 

4 Mit.x«NSTONt-Questioa: Ok^. Ifyoacould 

5 direct your attendoo to die-fint lull para^praph that 

6 starts off, ThinHy^ 

7 "Answen Coisect 

8 "Question: If yoo could read that paragr^ 

9 to yoorself»pfease» and tdl me when you're dooo. 

10 "Answer Ye$» I've read it ^ 

U "Qoesdon: Qicay. And do you understaod'diat 

12 dielhnddtalwooldcoodnadcctricalcurrentjustas 

13 tissue Ihud and tissue of the himiBa body is an electrically 

14 conducting fluid? 

15 "Answer: hs^ the washing floid would 

Id conduct electrical currencjust as Aedssuelhdd and the 

17 dssueitsdfoftfaefamQanbo^y. That's what I uodcrsfimd 

18 ifssa^ng. That's It says. 

19 "Sobecanseldonotseeaayifiscussioaof 

20 dectrkal^condncfinglifflid 

21 "QuestioQ: WoidddBt washing fluid be 

22 conducting flnid? 

23 "Answer ^soondocthigelectrklty.so 

24 I'm sd!Iupdcarv(dMt you mean by electrically 

25 conducthag fluid AsIsaidearUer; virtually any fluid 
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1 can be electrically conducting. 

2 "Qucstioo: Bascdonyonrimderstandti^oT 
} the torn electrically conducting fiuki, h the washing 

4 fluid thatVdescribed bert aa electrically conducting 

5 fluid? 

6 "Answer In the context of vhat I said 

7 earlier, yes. It would be electrically conducting flutdp 

8 meaning a fluid that comhids electricity. 

9 "Question: The ArthroCare System 970, do 

10 think of those ArthroWands have more dian one active. 

11 electrode? 

12 'Answer Yes; they do. 

13 "Question: Doany of them have only a single 

14 active electrode? 

15 "Answcn Myrecolketioniswknwefcleased 

16 the 970, it (fid not have a single electrode devioel 

17 "Question: Okay. At any point b time, <fid 

18 yoa -wats there an Aftfaro Wand for use with the AithroCare 

19 970 tfiat had only a suogte active doctrodb? 

20 "Answer I do not know the answer, 
ai *Quesdoia: How about for ae9S07 

22 "Answer: 1 do not loiowtlie answer. 

23 "Questioo: Okzy. do all the ArtiffoWands 

24 that you knowof have more than one acdve electrode? 

25 "Aaswen We believed that die smltt-cfecnxiB 
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1 "(^lestion: If you could tun), please, to Tab 

2 10 of xnxJi6'B. rm Sony. Tab 14. 

3 "Answer 14. 

4 *Quesiioo: Do you recognize thi^ 

5 "Answer Yes,Ircccgmaeit 

6 "Question: Whatisit? 

7 "Answtn It looks like a note from me to Phil. 

8 '(^Kstioa: And what does Udescriber 

9 'Answer It describes a number of things: 

10 Experimental setup, some actual experimental results and 

11 a scheme to provide power to tn^dual electrodes. 

12 "Question: Is tfus an e3q>erimental setup that 

13 youcreated? 

14 "Answer Yes,l<Sd 

15 "Question: And where did you do thii? 

16 'Answer TMs^ at that time^ was dwe- we 

17 had rented offices in Los AltoSL It was done la that 

18 ofitocL" 

19 MS. JOHNSim Your Honor, I move ^adndssioa 

20 <tf^inx-37^B into evidence. 

21 Ms.ucoBs-LOt;i>EHi HO objections. 

22 iHBCOmtT: thank yott. 

23 "f* (I>cfcndaot«s£xhibitlte.376-B was received 

24 itttoevidenoeL) 

25 MR.X>KNsroN: •Question: Okay. Did you wodT- * 
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1 system would be nx)re effective and nMMcpiacdcaltaperfc^ 

3 "Questioo: Thaaasin^dectrode^stem? 

4 "Aivswcr Cbnect 

5 "Questioii: Andviiiyisdnr? . 

6 "Answer ft mainly penains to the sizBL A 

7 ^leekctTDde is a smaQ, tiny electrode and wookl 

8 be** would be there focevcrti^ng to create surgcfy. 

9 So yon would use a bunch of those single 

10 dcctrodes^ a bundle of dnse soil vvin cover a lazger 
tl area in flietissoe» and tfkcrebypeifontt surgery mote 

12 effecdvely. 

13 "Questioo: Why oouldaHyoa Just make the 

14 single electrode Hggec? 

15 "Answer I suppose you could, but then li» 

16 voltage and power and cuncnt requirement would be very 

17 diOereat and ia my view, it could be impractical to 

18 bi^d that kind of ^sieni. 

19 'Question: Okay« I understood you to siy 

20 that you considered it impractical to make a device with 

21 a single active electrode because the required voltage 

22 would have to be veiyfatsiL 

23 "Answer .Yes, 1 did say that It was b die 

24 contextofperf(«xdngequiva]eatlytDamulti«cIectrode 

25 device: 
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1 with anyone else to make this experimental $etq>7 
a "Ansvven No,IdidDOt 

3 ''Questioii: Olcay. Was this different from the 

4 very first txpu iiuctit setup that yon had? 

5 "Answen You'soxdcning to die figure on 
page- 

7 "Question: That'srigiht 

8 "Answer 30306? 

9 "(^lestioii: Well, die expenmenta] setup 

10 describediiiTab 14 of this exhibit r 

11 "Answer Yes, 

12 "Question: Is it difTmat from die vety 

13 Hrst experimental setup that yoa made to ablate tissue? 

14 "Answer his different dian the first 

15 oneIdid,yes. 

16 "Qwstion: Okay» How is diis different Inm 

17 the very first experinieDtalscti^dtttyoa bad? ^ 

18 ^'Answer Tbemaintfilferencelsdiatddsis 

19 multi^lectrode setup and fl^y initial experiment was a 

20 single electrode. 

21 "Question: When you say mnhi-electrodes, you 

22 meaomuldple active electrodes; is that right? 

23 "Answer ConecL Multiple active electrodes. 

24 "Question: Were diere any other diffeienoes 

25 between this setup and the very first experimental seti^ 
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t we«uscxJ in angi<^hstyrocans have the purpose and 

2 functioo of linating cuneat to each e l ectrode 

3 Simaady.tiiatoocd v^$ocama]ifan>scopyappGc^^ 

4 so wc just used the idea because &c cod need was simibr. 

5 'Questiofi: And what is that end need? 

6 'Aoswcn ItiecodxieedinaogioplasQr 

7 appUcatioatstowoikonthetissuemsidetbetttery. 
S like cad need m arthroscopic ^pUcadoo is work in tfko 

9 tissue of the joint So we aicwozkiDgoa tissues. Ibe 

10 eadM6dissisiiflar*socxtaxfii^ thebaIbstii9tda 

1 1 from aagi<^>tasty (o aftfarosoopy soemed fikie tfic cxtensiojn, 

12 the oadical extcosioiL* 

13 ' MItlOHNSTOlb ThrttsaUwehave 11n^ 

14 you vefy much, ladies and gcudaaea. 

15 THEOOURR Attri^ tmScsaadgmtfcmen, 

16 let's tatoalSnnimsieaflieinooobfeak^ 

17 coodudewi^ whatever testuBoiQr^ counsel havcL 

18 (AtdttspoistlhejaiywasexcQsodrorashott 

19 leoess.) 

20 THECOUtn Allfight 15 

21 (Short focesstaleea.) 

22 • • • 
23 
24 
25 
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OEfENDAMTS TESTIMONY CONTINUED 
- KENNEIH BOTLE TAYLOR. laving 

been duly sworn as a witnessi was examined 
and testified as foUofws 

5 MILMARSDEK; La&sandgcntkinenoflhejuiy* 

6 Dr.T^isiM)taincdicaldoctor,b«thehasaKiJ).in 

7 biomedical cngioeeriDs. We aie calling him as an expert 

8 in the desiga and 090 tfdectrosu^cal systems. Hewitt 

9 be offering opinions €Q the issues of tnfHngement and 

10 tnvaMty and he'll be explaining die basis for his 

11 opoHons* 

12 OntfiCTEXAMIKAIION 

13 BTMIlMAftSD0fe 

14 Q. Good afternoon, Dr. Taylor. 

15 A. Goodaftemooo. 

16 Q. CoddyootObodnooyoandf to die juiy, please? 

17 A. Sue. m. Ht^nameisKaiT^lor. Goodcomeet 

18 yonaiL 

19 Q. I>e:'nQftoi;wbered»youliver 

20 A. IIivehiBrooinfid40teado. 

21 Q. Am yoo named? 

22 A. Yci;lanL 

23 Q. DoyoohavcanychildRa? 

24 A. IhaveonesoQ. 

25 Q. How long have you been manied? 



(Court fcsnmed after tfie lecess.) 



Pi«ell90 

1 
2 
3 

4 THE OOURf. Can we bring our jury in? 

5 usLiiAKSXiBh Fm not sope what y puT p t tfc tc nc e 

6 is in admktingdkeexhtlHtsootsidediejuiycr outside 

7 tbepitsenoeofthejuiyorhifiDiitof thejuzy. Inoved 
S some oHbits that Mr. Blumenfddifidtit have an 

9 opport u nity to icvicy. Hehasievicwedlfaemanddoes 

10 nothaveaQotfedion. 

11 1«ecotna^ Let's Wng die jury u because if 

12 we*ie going to fixttdieariy» this is along day for them 

13 andwecandotfaatfltdiBendofdieday. 

14 ME.MAasDE»« W^caadnthat oatadelfae 

15 pitseooeof tejoy? 

16 iHECOURTs Ycs. I don't ditnk yourieacfing 

17 off numbers Is going to tndoa a big Impression on thenL 

18 (At this pdnt the jmy entered the co u ittou m 

19 and took then- seats in box.) 

20 iHEOOUm Mr.Marsden? 
2t Mt.MAaso&£ Thank you^ your Honor. 

22 Ladies and geatienien of the Jwy, we next call 

23 I>r.KcnnediB.T^or. 
24 

25 



I A. IWcbcaimanied30ycar9L 
t Q. How old b your am? 

3 A. Hc's23* 

4 Q. Doyo«ihayeanyoq)erieaceortratniogia 

5 ekctroswgeiy? 

6 A. One night say so^ yes. 

7 Q. Have you prc{>ared a resume (hat outlines your 
t edocatiooal and wode experience 

9 A. Yes^Ihave. 

to Q. Conldlaskyoai&turatn0ix-4iabtebinder^ 

II thatyouhaveinfontofyDa? ! 

12 A. Yea. . ' 

13 Q. Does that show your expericaoe or tiainii^ in 
|4 dectrosQfgcry? 

15 A. Ye^itdoea. 

16 Can you describe your cdnairlonalbadggreood for the 

17 jwy? * 

18 A. dae. f haveaB^taeieclriealaigtaeeringlirDm 

19 iheUttveratyof Coanoctlcut I have a Master's degroe 

20 m b io me d ica tensineeriag as well as a FhJX in biomedical 

21 cnsinrrring, also fiomthclfaivtglty of Cdnaectiout. 

22 And 1 have an UBA from RennselearPdtytedmic Instit^ 

23 Q. Did you wericv^sfe your wcmpursiang your graduate ' 

24 dcgiees? 

25 A Yes. Onoel got aiyB^. degree, I worioed 
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1 A. It doesn't infringe because k doesn't have foor 

2 electrodes. 

3 How many electrodes does It have? 

4 A. Itfaastwa 

.5 Q. Agm% using tbesajxie assumption about the 

6 ceztiftcateofcoacction, have yott readied a c(»)clttstott 

7 as to wliedier the ContrdM' product infnnges Claims 17 
$ and 54 of the *882 patent? 

9 A. Yes^Ihtvc. 

10 Q. Whajt is that opinion? 

11 A. Tbst itdoesnotiofnx^ 

12 Q. Whynoc? . 

13 A. It only bas two eiectrodes instead of ibe four 

14 reqoticd by the patent; or tedainL 

15 Q. Okay* . I think we're ready to move on to die *592 

16 patent 

17 A. AUi^ 

18 Q. Can you describe briefly for tejoy what the *592 

19 patent is aboi^ 

20 A. Once again, the '-lbe*592 patent is a method 

21 patent It's a *-bastcally» a patent that describes the 

22 process for doing sonethSag. Audit's a method patents 

23 applying clcctncalcoei^ to a teiget site on the body 

24 white you're spfctng away or not allowxi^dttcontBol; 

25 tiie return decttode to the bodly. 
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1 BYMILMARSDEH: 

2 Q. Can you tdldiejury which daims of U« '592 

3 patent are asserted against the Smidi& Nephew products? 

4 A. WcU, there are two sets of daims. Ooesetis 

5 shown here <m the rights right-faand side, whidi are 

6 Claims 3»4» 11 and 21. And as shown here, th^*re all 

7 dependent on Claim 1* 

8 Q. Okay. How, in diis case, has ArthroCare also 

9 asserted die independent Claim 1? - 

10 A. I don't believe so. 

11 Q. Allrigfat 

n A. IcoddbewroQg. I have to admit, dicre have been 

13 so many daimdianges during die course of this particolv 

14 case that it*s hard to keep tradt 

15 Q. Okay, hi any cvco^ as ycii know from dw testimony 

16 ondie*8S28nddie'53d,youneedtolookataaimlb . 

17 any event; eoirect? 

18 A. lUiBbt Youdo. 

19 Q. All right And have you reviewed Claim 1 and die * 

20 dependent daim^ First of aO, can yon tdl the jisy 

21 again how you know Oatms 3,4, 11 and 21 are dependent 

22 dahttS? 

23 A. Once again, ^ start off vddidiamediod of 

24 linbodiaaims3,4,lland2L 

25 Q« And how did you go about analyzing viitetherSmidi^' 
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1 Q. I'm Sony. Before I launch into the '592, 1 did 

2 wanttoadcyoaooeotherqucsticm^KJUtthe'S^ Does 

3 Dr. Goldberg iSspvXa that the Ssj^yt^ and the Cbntrol RF 

4 hove only two electrodes? 

5 A. I doii*t believe ao^oa 

6 Q. So that your real dilute OTcr the 'm patent in 

7 infiingemeat is over iB^icther or not die certificate of 
S corectiooisvalidornot? 

9 A. Ihat'soonect 

10 Q. And if it is validLdien it would require only two; 

11 isthatiight? 

12 A. Yes. However* there is; I thmk there's an issue in 

13 diat ffitonlyhastwo^theafiserewoddbealotor 
14 , other products d)at infiinge. 

15 Q. Okay« Well, well talk about Uiatitiien we get to 
1( the hivalidity portion of the ease. 
17 A. Okay. 

IS Q. Pkobably tomorrow, at the pace we're going. 

19 Lcfs turn back now to the '592 patent 

20 Have yoQ prepared a slide to assist you in 

21 explainmg to the juiy the opinions you're readied oa 

22 die '592 patent? 

23 A. Yes^Ihave. 

24 MR. MARSDENk Could we call up Diyrx-45e» please? 
25 
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1 Nephew's products infringed any of these asserted datms? 

2 A. Once again, I started off widi die mdq>endent 

3 daim and looked at vidicthcr or not die SmiOi&Nqjbew 

4 products meet an of die dements of die indepeadeot 

5 Claim land It does not or they do not 

6 Q. What dement did d)^ not meet? 

7 A. Ihey do not meet the highiigliteddenKnt, which is 

8 positioning a retuni dcctrode widnn the dcctiicaHy 

9 condocting fluid such diat die return electrode IS not 

10 in contact widi die body structure. 

11 Q> Did you also cottsidef die Courfs daimcootftuctioo ' 

12 bevatoadog Fiedler or not die *592 patent htofrii^ed? 

13 A. Yes,I<Sd 

14 MiLMARSDQf: Oary,c3nwocaUupdieCooit's 

15 dairoconstniction, please, and qiedfically die Court's 

16 cla£iDConstnictionofdKselem& Anddiat'snx-475at' 
17'PaiagniAAIbdieve. * 

18 BYMR^MARSOENb 

19 Q. Did you use die Court's definition as set fofdi here 
iO miW-975 in determtnmgwfaedier or iiot the accused 

21 products hifrxnge die '592 patent? 

22 A. Yes, I did And basically Uodced at ds 

23 highU^tfed sentence there: Claim limitation. Theietora 

24 dectrodeb not In contact widi die body structure is 

25 dear - the letora dcctrode is not to contact the body 
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t at all during the pafannanoe of die daixned metliod 

2 And my intoprctatioQ and analysis wodd 

3 indicate that fteproc&xtsmsdt here do contact 

4 body during the course of the claim iscthod 

5 Q. How (fid yoQ detcnnine thai? 

6 A. Based on the video^ 8CtiKdly» based on jny own 

7 personal experience, but also OQ the videos^ training 

8 videos that were produced to me. 

9 Q. ^/hatdoyottmeanbyyoorownpcnonalexpcrieaoe? 

10 A. WeU,Ihadtheo(^>ortumty toplay/with^Idwul^^^ 

11 say play -for an en^neer, iff play. Experiments with 

12 the cadaver Plodders at Smiths Nephew and had an 

13 opportunity to use the devices ttt a cadaver sbouldcr« sad 

14 stwasobviotBthat itwouldbeverydtfnculttopetibrm 

15 diexprocedarcswilfaoiitcootxtu^ halving the ictnm 

16 dectrode contact the l>ody structures at some poinl 

17 during the coozse of the proctdure. 

IS. Q. Did yoa also icnriew videos lhatSmidi ft Nephew has 

19 piepared to train its sales focc^ 

20 A. Ycs^Idid I looked at the training videos tod 

21 those training videos actually art conducted by people 

22 that know what they*fe doing m tcnas of ai tfif oscopy: 

23 And there-* it was ohvtoos dot during the coarse of 

24 those training videos^ that the return dectrode was 

25 ccntaciiDg tissue during the course of the pit)codurc 
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1 the jmy what wc'ieseeti^ 

2 A. (Hay. 

3 (fzns^) 

4 (VidcopUyed) 

5 TOEWTTNESS: What you can sec heio is. the 

6 Control RF.te active electrode is somewhat bur^ 

7 the lissue»btxt the Tctuni electrode bobvioiidy 
g toticfamg«-totidoat tissue at vazioiisp^^ 

9 pioceduon; Actnalfy, it's obscured bese, but - ia 

10 c$seoce» die letumelectiode is contactn^ tissue durii^ 

11 a laieep^Mtioii of «e procedure, rigfit there 0nd^ 

12 MR. KCARSDEK: Could I apptoadi^ your Honor? 

13 THE COURT: Yes, you may* 

14 BYMR^MARSDEK: 

15 Q. Ixtfltt hand you, Dr*Ti^(^» the CtmtrolRF product 

16 that was mariced earlier mthb case Iwonderifyou 

17 coddionind the jury where die return electrode is OQ 
IS that device (bandiiig exhibit to the wxtnessX 

19 A. Sure. Alsttle(fiaicuHlosee»butd)et^<^isy 

20 fnsger is the start of the letmn electrode and h extends 

21 19 to the ^ of this white stiucture here OndicatiDg)* 

22 Soil's a fi^hiBedectrode relative to die active 

23 clcctrodes»whidaareveiyliay« 

24 Q. <*^, 

25 MR.MARSDEN: Yott can stq) die video* Tbaid: 



Wcdacsd^, May 7^ 2003 



Page 1222 

Q. Now, I bdievcthroi^h the coursed the trial we^ 
actually seen several of those videos and I b^eveweSo 
ahtady seen videos of 0ie Sa^fa^/re and die ElectroBlade 
in (^peratioo. 

Do you recall dmC? 
A. Yes^Ido. 

Q. But do yott know y^dxrthejuiy has seen a video 
yet of the Control tF product in operation? 
A. Ton]yknowledge»dieyhaveaot 
10 Q. Okay* And did yoo consider flie video or a video of 
the Control RF product in operation in detennining whether 
or not there was infringement of the dahns of the *592 
patent? 
A* Yes,I<&L 

Q. Olay^ And do you have a dip to show die jury? 
IS A, Yes. 

17 Q. Ok^. Was this a video dwt was prepared agata by 
t S Smith &Kcpiiew to train its sales force on bow this 

19 product would be used? 

20 A. Yes^Uwns. 

21 Q. Ofcsy. 

22 MK.MARSD8fe Cary,eaaweplayinx-t9T, 

23 pkase? 

24 BYMiLMABSDBf: 
Q. Dr. Taylor^ if you would go ahead and deserve Hot 



PagelZ. 



yoa 



25 



lAMAftSOElte Your HoooTt Isiove die adntssum 
of 0TX*t97»te video tiiat was Just played. 
MX. fiOBROU^ NO objection. 
iHBOOQKn All light Tbanicyoa 
^ . (pelaidant*sBi]ublt He. Sn was received 
cvideoooL) 
fiVMa.MARSDEK; 

Q. Dr; Taylor, if we can go bade to the dains^ we 
talked about Ottm Vend die d^eodeat daisns diatdepei^ 
ficmOaimUcoaeti^ t 
A. Yes. 

Q. Did yon pfcparea^dejto show the other ddmscf * 
the '5^ d»t are asserted?. 
A. Ye^ldkL 

KOLMAaSDEM: coold we call diac up, please; 
G»y?0la9; ' 

BYMJLMAXSDQ^ 

Q. And diis is headed ArthroCare also asserts Qaixns 
23,2(^27»32 and42 of the '592 patent; correct? 
A. HiaC*scooecL 

22 Q. Okay. Are diese daims also asserted against the 

23 Smidi&HepfaewSaphyre ElectroBlade and Control XF 

24 products? 

25 A. Ycs.dieyare. 



ArthroCare v« Sficdth & Nephew, CA No. 01-S04 (SLR) 



Page 1221 -Page 1224 



A 15456 



Jmy Trial * Volmne G 



Thursday, May 8> 2003 



tii AMP roR nus Dtsmct or oclmqu« 



AUTHHOCMX «OMOtUkttOll* 



CtVtL ACTSM 



19 
U 
12 

14- 

It 
» 
1> 

M 
21 

22 
22 



ttendAf* Mfty t, 2M2 
#i02 



ax: JMx ft. bvaomnw, no. m4 



I 

2 

4 

5 
6 
7 
8 
9 
10 
II 
)2 
13 
14 
15 
16 
17 
IS 

20 
21 
22 
23 
24 



ArrtAIMIfGBS|CM«iaM^ 



in JUUt£I>90BU>W,eSQ. 
nMXTKCUJiX,t' 



R3M 4 JtBCBASOSON 2ie. 
£USMB 2.XSWICX.E9QI 



RSB4I20MDM9f 

•Ys MAMC t KE8Cia;iS0« 



XAMHltOYD.l — 



Page 1231 



PROCEEDINGS 



(Proceocfings conuncoood in the oouitnxmu 
tx^mg at 9:03 ajiL, and the foBowiiig occurred without 
the ptcsenceof diejury.) 

THE COURT: AH nght GcncraUy, how I go 

through tlie jwy mstnictioiis b basically page by pa^ 
IwiUhoUeroiittlicpage. If tficte is an objection,* 
correction, a typogr^'cal error, whatever^ you can holler 
out If I doQ*thearaQythtogIwillassuinetbaeb 
nothing to be corrected <»'cfaai^ or amendod. 

Wc win start with Page 2, the mtrochictioa. 

Pa^ 3» the jurors* Arties. 

Page 4, evidence defined. 

Page 5, more evidence defined 

Page 4v CQostderalion of evidence; 

Page 7, drcomstantial evidence and <firecL 
And I have got money out dxre for someone who gives m 
a ififibcnt example some day, because I am so sick.of 
thisexample. Tbinkaboutit 

Page S/cmfibility of witnesses; 

Page 9, more ocdibiUiy of witrKsses. 

Patge lOt expert witnesses;. 
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1 Pagell»d^osttiontestmiooy. 

2 Page 12, number of witnesses. 

3 Pagel3,demoQstrativee]dbibtts. 

4 Page 14, burdens of proof. 

5 ^^BOra: Tour Hoo<»>, Smidi&Nq^iew would 
€ like to request that d)e last scatccce of the paragraph 

7 rcgar<£bQg dear and coovinctng evidence be deleted, dtts 

8 seotenoe read this burden icmaios with Smith &NeplKw 

9 throogbout the case^ it never changes or ^ufts to 

10 ArthroOBC ^ 

11 llusismaddLttdatoteDdawarcModel 

12 histructiomandwcwouldadcthatitbedeleted faite 

13 aHexnatiyc, we would ask that a parallel statement be 

14 added to the end of aeprepottderanoe of the evidence 
15 
14 
17 
18 
19 
20 
21 



MS^ lACOBS-tjOt/DQ^ Your Honor» this is a correct 
»toftelaw. We dted case law for it Ithas* 



appeal^ in other instnsctioos before this C<mrt The 
modern rules, of course, baven*t been amended since 1993. 
So It is not surpiising that there wodd be smne additions 
since the 1993 e&ioa. 

But k is what the law is, and we think it is 
a corxcct statemeiA that wodd be helpful to the jury. 

THECOUaX: weU, is it not also true that 
your burden on mfringement remains with you throughout 
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1 on the merits of the le-examinatioii proceeding t$ closed 

2 MS.BOYD; lo additioQ to that claim, I 

a bdieve the foOowbg sentence should then lead, this 

4 notice is called a notke of intent to issue a 

5 re-^amination ccrttficate ~ I ^logbe* That's not a 
^ necessary change * 

7 THE COURT: Let me stake sure I got that one 

8 sentcnceright A notice is issued at the end of tfe 

9 proceedii^ to tttfona the patent owner and any Aird- 

10 paiiyiequesterihalproseciitioiiootbenaeritsof die 

11 fC'Cxaniixiatiofi ** 

12 lyOLBOBRO^ Isddsed. 

13 . THECOURI^ dxRdditfcepnxseduieor 

14 proceeding? 

15 MR.B0BROW; Frooee£i|g» 

16 THBCOUR'^ Allrislit Sossthoesomediiag 

17 else? 

IS MS, BOYD: Thoe is one other tfdng. The 
19 closure of the pn>sccixtion on the jnmts is subject to 
:o itq)ensngimtil the ie-eximuttdtion certificate is isstt^ 

21 And so we either ixed to malcetet explanation durisig 

22 die discussion of the HIRC or durixig the discttssioii of 

23 dieie-cxamication certificate.' 

24 THE CX>URT: why does die jury need to IcDow 

25 ihisY Therrfaaabcoi little if any evidence on die 
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1 TilECOtiitn tditnkwhatlwill.dotewaicto - 

2 see wttat die evidence shows to see how much Cnfocmatioa 

3 weneedtDgivetodseJtvy. 

4 MS: BOYD: Thank you» your Honor 

5 IHECOVitn iwOlatleastmakediatcbi^ 

6 We will see if we need to make odns. 

7 CerttScateofconecdon. 

S MS. JACOBS^JOUDEM: Ycs, your HoooT. Wehada 
9 few issues with tiustnstxuctioa 

10 The first issue is dutdne is ttoddagm 

11 this instroctioodiat gives die jury guidance as to die 

12 burden of proof or what standard it should apply m 

13 reviewiag die certificate of correcdon issue. And tint's 

14 notasdf-ttideatdiing. They won't know if it is 

15 preponderance of die evidence or dear an convbdag 

16 evidence. 

17 We died in our instracdoa to d^ Superior 

18 Fis^lao^ case at 270 E 3d 1367, whidisa^sdiBt it's 

19 the same standard for patent mvatidEty^wluldi 18 dev 

20 and convincing evidence. 

21 Theseooodtssuediatwehadisdiejefereoce 

A* Mi«v 19 w wtwiiii^t %K ujc pupuc van «cu limit Hprr intf 

23 atdiepatent We ddnk die relevant standard is not die 

24 ptddiebut^-ordieidevantpublictsooeddlledndie 

25 art It*s a tautology dttt patent dains are viewed fhxn 
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1 le-exasL HassoinetlBQgGomxDgi^dat tdon*t]QBowalx^ 

2 This canU just be lawyer argument IjustdooHknow 

3 wfaatdiejurylsgDtsgtodowididusinrocniatiaa. 

4 MS. Bom DIte anticipate dtat in ArtfaroCaie's 

5 invalidity lebottal case di^wiU be idybghcavity 00 

6 tlieie-exanmtttion»and^ieciRcaIlyGntfaefBCtdiata 

7 ie-c3iaa*- excuse me; that a NiRcbas issued. Bufta 

8 ic-cxaniinatioQ certificate has not issued 

9 THECOUBT^ Attrigfat Weil» m toms of 

10 the last suggested canoieatr it says if patcotabili^k 

11 confirmed, this ic-exam certificate will be issued. The 

12 tetdiat It hasa*t been issued in dds case ••vveil, I 

13 suessIJust -Idon'twaottogivetheiuryinfonnatioQ 

14 thattfa^don*tknoirwbflttodowidL Sototdldm 

15 it's dosed, but it basD*t** but a cerdlkate hasn't 

16 been opened I mean, hasn't been issued so there are kts 

17 of odierihlogs that could happen^ that Is irrdevast to 

18 ivhatd)ejury» I diink dial's tirdevant to what die j«y 

19 is supposed to be deddtng. 

20 MS. BOYD: 10 die exfeeotArdiroCare is arguing 

21 this is aiHjdier decision of the Patent Oflioe^ it is very 

22 jmxh an issue for ihejwy to understand because It Isn't 

23 ^adcdsiooby d^ePateatOfRoe. Ittsonlya 

24 preliminary decisioo. And it's subject to ceopening until 

25 dntccrtincafee issues. 
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1 dsestant^ointofoneddlledittlteart. Anddiecase~ 

2 law Oat we cited deisoo case and dicBdl^case» 

3 certain^ snpfKit that 

4 IwotddJttstnoiediatSnMftKMiew'scounsd, 

5 what dxy were argdngvdsy Mr HezA'slesdmonyd^^ 

6 pemdtiedasrecdwt&us. I will just die fium Pace 939 

7 of dKtransci^ from Wednesday, Ms. eqydsdd die 

8 SiqperiorHrcpboe lest says diat die standard Is what a 

9 person of or^nary skin mdte art wodd read die daim 

10 as» what they know, if diere was a cocrecdoa that needed 

11 tobeniadeandwoolddicykbowhirRrlonakediecgntctk^ 

12 iHBCOtlRC tagree. You can read these dui^ 

13 and sdQ miss thh^ Iwastzying to get someddn|out 

14 toyoa Atdttsp^IamnotsuieSniidiAile^xwhas 

15 any evidence oodus issue, becanse I (fidttH let It ia. So 

16 1 am not even saeit*sgmng to be a defense dst is going 

17 togotottiejiMy. « 

18 So I certah^dnnic dot-* let's hear from 

19 SnudiftNephew^assummgifsgoti^togoia. Icertamly 

20 dunk, I agree diat the standard die burden of proof is 

21 dear and convincing. And 1 agree that we aic looking at 

22 it from the perspective of ooe ddUed in the art. I 

23 dttiikdiat's a oonect statement ofdie law on bodi counts. i 

24 MS. BOYDs On the burden of proof tssuopde 

25 clear and convincing evidence standard I bdieve. Is a | 
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1 for uicquitabte condua as wdL And this case was 

2 supposed to be done by 3:00* cvoytUng* Ibai oicaiis in my 

3 rniml if you have aatnequitabfe conduct case, the 

A needs to get it wdlbefoie 3:0(1 Otherwise, theontically 

5 >oodoa*t have tiaie left 

6 MS. BOm Mr. BhimenTdd has proposed or 

7 AxthroCare has proposed to Sndth & Nq>faew that the 
Z ineqnitableconductcasebeaddicssed wUfetfaejuiy is 

9 deUberattng; so that would be^ I guess, late Friday 

10 mocning or early Bida/aftmooo. 

11 WiU that woric with the Court's schedule? 

12 IHEGOUECI^ Yes;aslonga$youarewidua . 

13 yourtiine. Fm act ptitting ta extra time, l^^at Tm doing 

14 is {hitting in trial ttntt,vrhtdi IS your trial tin^ So 

15 you need to work it out And work out, before you put 
15 and use your last bit of time with tiKse witnesses that 
17 you proposed to put on, you better have a clear idea ^ 
Ift vAaX yoa want left for inequitable conduct AUri^ttt 

19 Okay. Ifaankyo^ counsel 

20 MiLBUiMQiFazk YourHonoc? 

21 THE COUim Yes. 

22 MlLBUlMENFEtD: iQsttoinal»ciear»tfael6 

23 hours we goC 1 assunie iDcfaides dosing argnnnenitsL 

24 iHBOOtmi^ Yc3,itindudeseveiydiin& And 

25 die nioielime^Iinean it doesn't include — I have 
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1 

2 (Court resumed after the recess, and the 

3 f<dlowing occurred without diepiesenoe of the jury.) 
4 

5 IHE COURT: 1 did want 10 note for the record - 

6 before we started diat I am gdng to ^ve South &Ne{^iew a . 

7 half4u)ur because, <imte frankly Mr, Ha)cit was much t^ 1 

8 patient widi some of die plaimifrs witnesses, who did 

9 not answer questions directly and clearly. And we bad to 

10 go over die same questions time and again. 

11 So for diat reason, they get another half-hour. 

12 AUrisfit Let's bring die jury in. 

13 MfLMARSDENfe Thank you. your Honor. Whilewc 

14 are bringing die jury b, can linove dune five exhibits. 

15 TRE.COUltl^ Yes, 

16 MILMAKSDeN^ rX-47I^FX«72,inX<9U,inX-l2U 

17 inx^andDTX-79t 

18 iHEOOmtr: Any objectioo to dMse exhibits 
1^ Ma.BtxndENPaih No^yourHcocr. 

20 me ooutn Thank yoa 

21 ^ (Above-ieferenoed exhibits were received mto 

22 evidence.) *' * 

23 (At dds point die jury entered the courtroom 

24 and took dieir seats in die box.) 

25 THE cointn Mr. Marsdo^ you may pfooeed. 
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1 given you same tinie OR dns, not the e^odcDtiary issues 

2 but the jury instructioo charge coofercooeis on my time; 

3 but aU the evidestiary issues yoo*ve been lttviBgi$ your 

4 time» Hut's your trial time that you ate using oadiat 

5 kind of discission because you haven't been able to work 
$ it out or yoQ havener given the odier party enough ootioe 
7 toworkitouL 

S So keep that in mind when Rranoesca talks to 

9 you about bow muditisx^ little dme yon have Idt 

10 (Court recessed at 10:24 ml) 
II 

12 
13 
14 

15 
U 
17 
IS 
19 
20 
21 
22 
23 
24 
25 
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1 MIL MARSDEM: Thadc you, your Honor; Good 

2 morabig,la(fies and gentlemen of the jury. 
3 

4 DB>£MI>AKrSTESnMOKY 

5 COHTOIUED 
6 

7 ... KENNETH TAYIXXC having been 

8 previoudy duly swora as a witness, was 

9 resumed and testified further as follows... 

10 XXBBCT DCAMINAHQINr 

U BYMftMARSDE>6 ^ 

12 Q. Good mondng. Dr. T^ior. 

13 A» Good morning, 

14 Q. Dr. Tayloc;befocc we move to the tsBoe of invalidity, 

15 Iwanted totoochonacoo^^of ckaiat^rnattBrsidatedto 
U the noninfringement opmions you provided yesterday. 

17 Yesterday, I asked yon whedier you considered or used the 

18 Courtis daim constructions in readm^g your ofnntoos on 

19 nonittfiringenent. 

20 Do you recall tfat? 

21 A. Yes,ldo. 

22 Q. Just to dariiy, when did de Court provide Its 

23 claim constructions to die parties? 

24 A. hi about a month. 

25 Q. Did you review die Court's daim constructioost 
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1 JL Yes.I<tid 

2 Q. DklyouaynsidcrchcminofTerii^theopi^^ 

3 bavepiroed here ro court? 

4 A. Yes;Ilnv& 

5 Q. Do you beikve the opioioos y[xi have oHoed here 
$ m court aicconsisteia with die Couit^sclaun 

7 construc^otts? 

8 A. Yes. 

9 Q. TWniiigloanodierbrttf clcttx^tssueoo 

10 fKSiiiifru^mettl;yesleiday,whmiveweie 
It *592 patent^ the not toodiing the body patent. >oa ^ 
12 dsc u ssed I believe having the opportcnity to ose d>c 
D probes in a cadftver*s shoulder? 

14 A. Yen 

15 Q. I dunk yoo used the word piooedurewlieayoa 

16 dcscfibedthat Wut^yoojncaobyprooedaie? 

17 A. Irneantthatlwaspcrfozinxogdiemediodaatim 
IS similar to the stqK in the daim. 

19 Q. What is tlx: iiKthod of 'S92, what are those 8Sq>^ 

20 A. SiniixBrilyqpealQtts,y9tipositioii«nacti 

21 dectrodeeithertoodoDgdietissueor iaproxtinity to 

22 thetissua 
n Q. Hat's st^ one? 

24 A. Tbat's gj^ooe. And stop tvvo is you position the 

25 rttarnelectn)de»8oi0<aottoucittiigtf»tis8uc-iiot 
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A. lhat'sconcot. 

Q. Not touching, not contacting die body at all Do 
the additional sentences ftat appear in Par^raph 3 chai^ 

your <pimon legarding whedier or not dicre is infrii^^ 
of die *592 patent? 

A. No»itdoesnot It basically strengdiensny 
opinion. 

Q. ^y does it strengdien your opinion? 
A. WdL I dude I meant makes it abundantly dear 
d»t die daim eonstiuctioo doesa*t have any time 
limitatioiks. That's number one; That's in the second 

senleno^ the daimod mediod does not contain any time 
Ksstatftoos* 

AxMi the bst sentence says that the claimed 
nediod is pcxfonned iMini cadi of die dm st^ has 
been completed. SoIdsnkdiatalsostref^dKnsny 
position. 

Q. Thank you voynncb. 

MRLMAsbcK: ta<fiesattdgentlenienordie>vy, 
vpt aie now going to turn to die issue of invalidity. I 
will ^ol^gize b advance d»t ive are going to be inoviog 
duoughdusveryqdddy. Yoo will have these 
itfacoces wid) yon in the jury room for your dcHbeiations. 
Foranaidy, niany of d>e arguments relate to inctuics or 
figures dat are mdg patents, SoItMrJcyauwfflbe. 
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1 toudimgdiebody,IdkouIdsay. That*ssteptwa 

2 AndstqidBcebyoaq^theenefgyio 

3 da actiTe clcctiode. 

4 Q. How do you know diatdiose are die dirbe steps of 

5 da*592nM:thod? 

6 A. That's basically what ism da dains. 

7 Q. Has da Court provided us any ad<fidona]gddance 

8 since ycsterdsy about da meanmg of diosedaimleraa? 

9 A. Yes. 

10 MlLMAftSDEl^ Gary»<anwcFUCi9daONBt*s 

11 juiyinstructiottondMi? 

12 MB. fiOBROW: Your Honor J don*t believe dtts 

13 isyoorjurytnstrucdon,indascnsed:atIdiougfat 

14 those were still under consideratf oa IdonUknowdat 

15 itisqipropiialetoslowdiatthou^diiswiniess. 
H THE CO^: My jury iostrucdon is going to 

17 be consistent widimy memorandum opinion. Sonooeof 

18 d)isdiottldbc<EffeTCnt IfdusiscoQsislentwIdi^^ 

19 na roo candnmopmioo> dan this is fine. 

20 MR. MAKSDEH: lhaxdc you, your Honor. 

21 Gary, ifyott could 2Dom in on Paragraph Nql3.u 

22 BYMtLMARSDOe . 

23 Qi Dr. Taylor, I bdteve we dscossed the first sentence 

24 of diis paragraph several thnes during da course of the 

25 trial? 
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1 able to find diem relatively eaaly when you are in da 

2 juryroom. 

5 But I do ^oiogize in advance, because we have 

4 tirneEnntsaodwearegomgtomovediroQghdiisniatqfial 

5 <iuiteqrfck^dilsinonwngwitfiDrTa^oe. 
€ STMlLMAIKSDeie 

7 Ql Dr. T^lor, now turnmg to dits question of 

8 invalidity of da asserted d^ms, do you have an opiniott 

9 as to iKffadar da asserted daims of da ArdvoCare patents 

10 are invalid? 

11 A. Ycs»Ido. " 

12 Q. VAat is your ojHidon? 

13 A. My ophnon is dut the daims are invalid. 

14 Q. What Is da basis for your opinion? 

15 A. The basis for my opinion is diat dare is prior art 

16 or prior infoanadondsat was pubtislad prior to diese 

17 patentsdiatcootainsaUdaessendalelesiQaCsofda < 

18 fla?nii. 

19 Q. Does dttt mean someone else did it first? 

20 A. Yes. That^sanodier way of putting it 

21 Q. I dttflk we also beard da term anticipation m 

22 dus trial fsdatanodarword for diis? 

[23 A. That is aoodKT way <rf^ putting diat The pnor 

74 art antk:^>ates da claims diat are asserted 

25 Q. How do you deteimxne for purposes of vali<fi^ 



Page 1289 -Page 1292 



A 15498 




imy mat - vommcu i;on<igDScit'^ \ Thorsday, May 8, 2003 



Page 1293 

1 whether someone else did \t firsc? 

2 A. Esscnttally, you -I guess you can consider It to 

3 be an tafrinsemeot analysis m reverse. YesterdayJ 

4 wcntthnxsghaUtbcdincienteleiiicntsoreachof tftt 

5 claims^ and described how the Smith &Hepfaew products 

6 oolmrnnge. In essence what I did Is an analysis m 

7 reverse^ by Che fact that Ilookedai alt Che dlfreretkt 

8 prior ait to soe whether or not d)e prior att taught the 

9 various dements of the claims that are being asserted 

10 Q. Did you coosider what levd of proof Is required 
U to prove anticipationT 

12 A. Yes. I Vfaslooidng for proof in the prior art that 

13 the prior ait actually tat^ all d» essential elements 

14 ina very highly probable, voy clear and convincing 

15 manner^ so it would be evident tome, someone that is 
1^ skilled hi the art; and evident to almost anybody that 

17 the prior ait tat^t that essential element 

18 Q. You mentioned there are several references tiial yoa 

19 rdiedon. 'What are diose refereaoes? 

20 A. Actu^ly,du>setefereaoe$ are shown ri^tfne on 

21 dat board There are six referenoe^ 

22 Ifyou take a look, since it is a timeline as 

23 well as a pictorial of the various icfoxaioes, you win 

24 soediat the earliest date of die ArthroCare mvcntioQ is 

25 around 1993. Iheadiere are six references going bade 
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1 the board Typically what we are doing is showing oa the 

2 left-hand side the daims, and then the articles or 

3 patents diat are applied on die rigbt-hand side of dK 

4 board hi dus case, it is the Elsasscr and Robs artide, 

5 the Roos* 198 patent»d)e Doss *007 patent and die Pao 

6 •499palcat 

7 Q. Let's start widitfieElsasscr and Roosartidedwn. 

8 Ifyou could turn to DTX-5J-A and 59 B in your notebook, 

9 can yooUeotifydiose for d)6 record? 

10 A. Okay. 0IX*»A is die original Ckrmanpubacadoo. 

11 DTX-WB is the EogKA translation of dsat publication. 

12 MR. MARSOQ^ Your Honor, I move die admissiott 

13 ofoiX-59-A8nd59*B. 

14 . MR. BOBROW: HO objection. 

15 iHe COURT, lhanic you. 

16 (i>efcndant>£xhildtsHQ^|yix-5^^ 

17 was received btoevidenoe.) 

18 BYMR.MAKSI>Blr 

19 Q. Cm yon teQ Che jiuy first just generally iwhattiie 

20 Elsasser and Rbos article describes and have you prepared 

21 ashdeforfiu? 

22 A. Yes^Ihave; 

23 Gaiy, can I have that slide? 

24 . HieElsasser and Roos article describes a 

25 b^olardectrosurgical device for die treatment of 
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1 intime. Dr.Manwaring'spatent,wh2d)isin I992»tbe 

2 *138 patent l987»d)ePao M99 patent 1985, the 

3 Sbgcr articles. 1983, ti» Doss *007 patent I983die 

4 Roos *198 patent And 1976 die Elsasser and Koo5 articles. 

5 Q. Let*s turn first to yoiv analysis of ds .*53$»dK 

6 flnid $q>ply patent Can you first m^be Ms. Frescott 

7 can assist us belt; Do you have a board to discuss die 

8 '536 patent datm^ 

9 A. YesL That is the first hoard on the right of the 

10 board! just referenced 

11. Q. lA^th reference to dtat board can you renond the jury 

12 yfhxdi claims are at issue in the *536 patent? 

13 A. Yes. Tltedaimsdat are at issue md)e*536 

14 patent are the dependent Oafans 46^ 47 and 56, Asl 

15 nsendooedyesterdayy in order to analyze those claims; 

16 you have to first analyse die independent cUdm, which is 

17 aaim45. 

18 Q. Let's start with Claim 45, then. Have you formed 

19 anopiDioaastolbevalidi9ofClmjn45? 

20 A. Ye^Ihsve. 

21 O What is that ODlDioa? 

22 A. hfy opinion is diat Claim 45 is tnvaSd 

23 Q. What is the basis for your opinion? 

24 A. Hie basis for my opinion Is that I analyzed the 

25 prior art, the four articles that are referesced there on 
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1 prostate and bladder tissue^ commonly loom as the 1 

2 pioocdureofaT^R«PoratURr. j 

3 Q» NoW| have you perfonned an clcmeut ■byelcrncnt 

4 comparison <^ die teadJs^ of the Elsasser and Rous 

5 aittdetodieasscrtodcbims of die *536 patent? 

6 A. YesL 

7 Q. Have you prqmred any slides to assist yt» in 

8 illustrating to die jury what^ analysis Wtt^ 

9 A. Yes;ldO), There is a series of slides. 

10 Gaiy^ifyoQcaogotothencxtone? 

11 Essentially ivfaat I cfidliere» as I mei^oQed r • 

12 before^ I started wididtthidependentClaim 45. TheWay 

13 dkcseduags are laid out on die left-haxid side ^ the 

14 screen ire have die dahn, and we ^iriUhtghHsht the 

15 partiddar element diat I was analyzing for diat 
1$ parttcuiarsfide. 

17 On die right-hand side we will have a figure^ «- 

18 generally sonietdd^^ is in die actual article* and 

19 generattyatdietopofdutcolumnwillbedieactual 

20 tocaticoofdtattext 

*• ut up inaac^ me CKilKilH UW IS w^w|^ 

22 analyzed is the hi^Hicqoency power st9|^. Tbeartide 

23 spcdfic^lymeodooed we connected die cutting loop and t 

24 the neutral electrode to a high frequency surgical unit 1 

25 lhat element ts satisfied. | 
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1 Q. Before you go any further^ Dr. Taylor^ 

2 MILMARSDEH: Let TCjUSt tdl ^ jury that 

3 these dides that you ve scetng are demonstrative 

4 evideott and you wiOiu>t have dioseb tejufyiooiiL 

5 If there b any infonnation 00 ^Ksc slides that yoathi^ 

6 isinspoitaotorwanttoniakeaootcof,yousxu^waotto 

7 doitaswegoyott. YoawOl have the Elsasser and Rcos 

8 artide» hot not these sSdesm the jury room. 

9 THEWINESS: ActoaIly»befoieIgothrou^ 

10 the next seqocDoe; die fcsDCtroscqpe consists of four 

11 dements. There is an outer sheath whkh is gencraUy 

12 where irrigation comes in. There is a tel e scope, 
n Mr. Sparks'showcd you an aithroscopc BasicaQythe 

14 telescope is a longer Ycrsioo of that It&aa 

15 endoscope. 

1$ Ihere is a working dement Tvittch is actoally 

17 used Id remove the cutting electrode, so it actnalfy uses 

18 d)ewoildngelcnKnt»s^ of a pistol grip mechanism^ yon 

19 move your thudh iqp and down, and that moves the dectrode. 
70 And the dectrbdeb^uywn fight tfaere^risbt at the ti^ 

21 So we can go to die next oveihead* 

22 The next dement there is an dcctrosurgical 

23 probe coo^iisiog a diafl having tpraxxxnal and <fistal end: 

24 Ihat is H^bfighled there. lheitttidespecifkal|y • 

25 xaentlons^igacDnventiondRsectrosoope^ixindiiswfaat 
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1 efectrically coupled to die ebctrosur^calsupp^. The 

2 return electrode is dns little metal band here, and we 

3 have abcady mentioned that is coupled to the hi^* 

4 frequency sttfgical unit So diat element is satis^Fied 

5 Tfact 

6 The last clonent is an electrically conducting 
7. fluid supply directed at te target tissue, vrfnchal^^ 

8 cuncnt flow path between the return electrode and the 

9 electrode terminaL Tbe artick spccificaOy has quotes 

10 in it that indicates that that is the case. Solhat 

11 dcmeot is satisfied 

12 Q. On Claim 45, to sum up, do you have an opinion as 

13 to whether C3aim 45 <rf^the*536 patent is anticq[>ated by 

14 die Elsasser and Roos artick? 

15 A. Yes^IhaveanopinioD^andit isaoticqpated 

16 Q. Can you move onto the next claim, pldne? 

17 Next 

18 The next daim is a dependent claim, as I 

19 mentioned before; It requires diat it satisfies all the 

20 elements of CSaim 45* And additionally, the return 

21 electrode forms a portion of die dectrosurgical^shaft 

22 And diat is die cas^ given the text there, indicating 

23 that die neutral electrode, whidi is anodier word for 

24 retum dectrode, is incofporaled solo the end of the 
resectroscopc shaft So diat dement is satisfiedL 
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t Ijust described to yoo. 
2 BYKOLMARSDEK: 
3.Q* Just to complele die process here** 

4 A. Katie ~ I am Sony, Ignored her SbebactoaDy 

5 doing die chcdrmart, SO you understand diat each of Ac 

6 elements have been identified in tearticie, or patent 

7 Q. Tbankyott. 

8 A. So in this case, dns element has been satisfied fay 

9 this reference as part dns part of dsartide* 

10 Next, please. 

11 Thenextsetdementisaneiectiodeienmttal 

12 iSsposed near die distal end That is sati^ied by die 

13 resectroscope*s cutting loop. 

14 Q. Itisdieie? 

15 A. there, ri^ 

15 So that element is satisfied 

17 Next A connector near die proxmial end of 

18 ^ shaft electrically coupling the electrode tOToinal to 

19 die dedrosnrgical power st9ply« ActoaUy, there is two 

20 €cnnectm,dieonediatisdiownisrig|itdieie* There 

21 is another one that you can*t sec diat would be i^it 

22 aboutdnc 

23 So dial element is satbfied 

24 Next 

25 The next dementis a retum electrode 



1 Q. 0oyoohaveaabpiniooa$toi»lietherCldm46of 

2 *536 patent Is andc^nled by the Elsasscr and Roos 

3 artide? 

4 A Yes^Idi^aodilisantic^ated 

5 Q. Did you consider the Qsasser and Roosartide in 

6 coonectioo witii any other daims of the *536 patent? 

7 A Yes. The next chum is Claim 47. Nextplease. 

8 Q. ThatisClatm56;coatct? 

9 A. lamtooy. 5d 

10 And dusdainw you have to have all die 

It elements of Chdm 45, plus yoo have to satisfy one of die 

12 target roots; which is'bodylocatioos there; indudhig 

13 the ftbdoxmnd cavity, thoTBdc cavity, etoetent The 

14 resectroscope is used initseetions of Ae prostate or 

15 bbdder,whtchistndieabdomiiialcavi^. 

16 Q. Do you have an c^miton as to whether Claim 56 of 

17 the '536 patent is antidpated by tbe Elsasser and Rons 

18 article? 

19 A Ves^ldo. Anditis. 

20 Q. Thnikyoa Wo dapped over Ctatm 47. Arethere 

21 other refboieesdiat yon discuss diatanlidpate Chum 

22 47? 

23 A Yc^diereare. 

24 Q. I think you have sdd you also relied on die Roos 

25 498 patent; bdiatcofredt . 
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1 ^ That's correct. 

2 Q. nrstofaIl»canyoutuniioyourbooktoiyTX-U 
) and identify tha^ please? 

4 A. DTX-llts the Roos '198 patent 

5 MRfMARSDE)^ Your Honor, I xRove the adroissum 

6 cfinx*!!. 

7 MR. 60BR0W: NO objcctioa 

8 iHECOURn Tbaokyoa 

9 (Defeiidaot's£xIul>itHo.nwasrccdyedb^ 

10 evideoce.) 

11 BYMlLMARSDENc 

12 Q« Dr. Taytor»liave you prepared 8 dide to tell tbe 

13 jury what tbeRoo5M98pai£nt is about? 
M A. Yes»Ibave. 

15 Gary? Ibaakyoa. 

16 The Roos '198 patent baskally foUoM^ up oo 

17 the work that DoctmElsasscr and Roos did b their 
IS ardde and ]t*s a b^olarelectrosurglcal device fertile 

19 ticatincat of prostate and bladder tissue^ commonly hxm 

20 asiURP. 

21 Q. What docs TXISf stand foit 

22 A. Tiansuredvo resection of dwpcostBl& 

23 Q. Haveyottdoneane!enxbt*by<lementc<ttnpari$oocf 

24 die teachings oftbe Roos *19$ with the daiiDS of ds 

25 '536 patent? — 
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1 Claim], as described here m this text 

2 So that dement is satisfied. 

3 Next 

4 It requires a return electrode dectricai^ 

5 coupled to the generator. We already described dat He 

6 return dectiode, or die neutral dearode is indicated by 

7 this yellow area. So diat dement is satisfied 

8 Next 

9 It aho requires an dcctricaOy conducting 

10 fluid supply, directed to dw target site and gcoeratii^ 
It current, flow padi between d« active and return electrode. 

12 That is dxagraroatically shown here in Figures 7 and 8 and 

13 also ^)edficaliy called out in Qaim 1, basically die 

14 last line in Claim 1. So diat dement Is satisfied 

15 Q. Inst to pause CO dus one for a moment, diat 

16 language diat is quoted bdcw the drawing cones fhmi Claim 

17 lofdieRpos '198 patent? 
IS A. lhafsconeot 

19 Q. That is where you found support for the electrically * 

20 conducted fluid limitation? 

21 A. Yes. 

22 Q. To sum v^, on Claim 45, do you have an opinion. Dr. 

23 T^or,astotK4iedieraaim45ofdie*536patentis 

24 andc^iatedbydieRoosM98palieiiiT 

25 A. Yes^Ido. AndUis. 
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1 A. Yes^Ifam. 

2 Q. Bttve you prepared some slides to illustrate that? 

3 A. Yes»Ihm. GafyT 

4 Ibfidcyoa 

5 Using the same format that we have used in .. 

6 prior dides, a hi£)i^eqiiency power supply is ittdi^^ 

7 in die parent Colmnn 7, Lmes 5 ttHt>t^ 7. It 

8 basically says the de^ is connected to a faigh*freqQeaQr 

9 generatory i^di is not diown in diese figures. Solhat 

10 element is satisfied. 
M Next 

12 The next eicment is an elcctrosuri^cal probe 

13 haying a shaft, a pioadmal and distal end. Hialia 

14 diagramatically dx>wn in Ftgwes 7 and 8, Ihat dement 

15 issatisfied. 

16 Next The next dement is an electrode teraanat 

17 <fisposed near the disi^ end ibedectricaltenaabalb 

18 bastcaOy U)e ctmisg loop. Tliat is described in Cohma 6» 

19 Lines 67 and 68 and also in these figures. Sotbatdemeot 

20 issatisfied. 

21 Next . 

22 A connecter, requires a connector* coupling 

23 die diaft to die dcctrosurgical power supply* 

24 And dat dement is satisfied by Figure 7 and 

25 d]etexttnCdnniii7.Unesl dvoQghS* Andalsoin 


Pi»elJ 

1 

2 Q. Did you look at d)e* 198 patent to see if die *536 

3 patent banddpated by die Roos* 198 patent? 

4 A. Yes, 1 <Sd Ihat^sbdicated in did next overhead 

5 Claims 45 bandcipated Claim 46 requires all the 

$ dements of daini 45. Ad(£tiooally,'dK letura electrode 

7 forms a portion of die Shalt of die probe and, as I 

8 picnoudyfaMScated my Figure 7 and Figure 8, that b 

9 diecasa. So dnt dement b satisfied 

10 Q, Doyouhave8noptnionastoMixtherClaim46of 

11 die '536 patent banddpatcd by die Roos patent? ^ 

12 A. Yecldo. Andltis. 

13 Q. Didyoulook8tBnyod2crclaiins<tf'the*536? 

14 A. Yes, and die next overhead shows that Claim47 

15 requires aO die dements of Oaim 46, whidib dependent 

16 on Claim 45, and requires that you have an msutathBg 

17 mernber drcumscribtng the dectrode, Tnn>t??mg t'>^>^'i>" 
IS b shown dicre. That b identified as 35. 

19 And bdiere an overhead? The next one, Gary? 

20 Ooback. Gobadt Sony. 

21 It also requires that return dectrode b 

22 suHtdently spaced fhmi the electrode tenninal* between 

23 die rcnzm dectrode and die p8tbnt*s tissue. That's die ■ 

24 case. So aQ die dements are satisfied 1 

25 Q. Do you have an opinion as to wbedier Claim 47 of | 
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1 the '536 patent is ftnticipated by the Roos '198 pateo(? 

2 A. Yes^lda Andltis. 

3 Q. Didyoulook^lanyothcrdaimsof the '536? 

4 A. Yes,-and I gues^ I already tipped siyhaxuibefe;. I 

5 looked at Qaim 56 and Cairn 56 itqmres all the ckzDexits 

6 of Claiia45aikd»uyadditloivitba$tobavcat2r^ate 

7 at the various locations indicated abdominal cavity, 
S thoradccavity^etoetenu Once again, this device is to 

9 be \2sed for the resection ofUaddcr and prostate tissue; 

10 and, thertfoce, satisfies that ekmcot 

11 Q. lliankyoi]»sir 

12 DoyoabavcmopimoiiaiStowfacdierCSaim56 

13 of d« *536 patent is anUcipated by the Roos *198 patent? 

14 A. Yc^Ido^aoditis. 

15 Q. I bdkveyoo also considered fte Doss *007 ID 

16 connecdon^nth the '536 patent; is that contdt 

17 A. That's collect 

IS Q* Can yott turn to inx*n in your book, please» and 

19 idendfythftlT 

20 A. mx 17 is a patent; die Doss '007 patent 

21 MIL MARSD0^ We move &e admission of inx*l7» 

22 please. 

23 MILBOBROV: Noolljectioo. 

24 TOBCOURT: lhank yoa 

25 THEDEnnVCLERX: SO marked 


Pa®e 1307 

1 diropgh 31. Therefore, that element IS satisfied. 

2 Next 

) The next element is an electrode tenninal 

4 di^xsed near the distal end And this is the active 

5 electrode or electrical temdnaL It's described 1^ the 

6 text indicated diere and is diown in te red there: So 

7 that dement is satisfied 

8 Abo,reqQixesaoonnoctQreoonectingtfae 

9 dectrodetemttnal to the electrostngical power si^y. 

10 The text tmficatcd in C6hsnn3» Lines 30 through 34, 

11 indicates that that is the ease. So that dement b 

12 satisfied 

13 Next 

14 Requires a return electrode electric^ 

15 coupled to the doctiosurgical power supply. This diagram 

16 shows die Rtmnelectn>de indicated hi^ightcd in yellow. 

17 And if$^)ecific8!ly referenced in the text b Column 5, 

18 Lines 27 dvmi^3L Thdcfore»diatdemenl is satisfy ! 

19 Nbct 

20 The last dement Is an electrtcallyeonductii^ 

21 fhttd supply for senesatiqg a ciirrentftow path bctvvcen the 

22 retimicled^deandtbedeotrodeteivuiiaL 

23 TbebhietMficatcstfaeflowofsafinesohttioa 

24 into the (kvk». The text reference is here, CohnBi 3» 

25 Lines 48 thrm^ 54. So that element is satisfied 
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1 (Defendant's ExhtbaNo. 17 was iccovcd into 

2 evidenoeL). 

3 SYMItMAJtSDTO 

4 Q. Dr* Taylor, had you pii^>aied a paphic to describe 

5 wist die Doss '007 is about? 

6 A. Ye8»IhaEve. Ibankyou^Gaiy. 

7 Ibe Doss '007 patent is a Upolar 

8 clcctrosuisical probe ^chinchxks an mtcgraledsapi^ 

9 of saline forte treatment of ooraealtissueL 

10 Q. IbveyoadoneaaeieaQeatHyy-denientcoa^^arisoarf 

11 dicteadungs of the Doss '007 patent to the dmms of 

12 the '536 patent? 

13 A. YcsIIttVft 

14 Q. Hove yoii prepared slides to illostrate your opinions? 

15 A. Yes;Ih3ve. Audi onoe again, looking at the datms 

16 of d)e patent. Claim 45 requires as one of d)e dements a 

17 l^i-frequen^ power simply. Cdunm 3» Lines 29 to 38» 

18 spedltcafly mentions a h^h-^tqueocy power suppty^ 

19 Q* So that is element satisfied? 

20 A. That dement bsadsfiecl SET. 

21 Moviag to the next oveihead,tlBs element 

22 requires an ekctrosmgtcal pn^ having a Shalt having 

23 a proximal cod and cfistal end. As yoa can scc» there 

24 is a shaft, there is a distal and a proximal end. And 

25 that is described by the text. Column 5. Lines 27 to 


Pa^l308 

1 Q. Before yottkavethis^ so the record is dear; was 

2 this eoioRogia the oi^tndlignre^ 

3 A. No^itwasnot It was coloring diat was added by 

4 me. 

5 Q. WasthattoOlnsbaiie? . 

6 A. That was basically to illttstrate** we tried to be 

7 consistent, so bhie is water. I guess bkie lodes like 

8 waicr;rig)it? Sodiat'swhatwetisedbereL 

9 Q. Do yoa have an opinion, theo» as to whether CIdm 45 

10 ofte*536patenti$antidpaledbytheDoss '007 patent? 

11 A Ycs,Ido. Andit> 

12 Q. Did yoQ consider die Doss leference in connectiott 

13 widi any odierdaimsofthe '536 patent? 

14 A. Yes, and die next ovcxhcaddx>ws that 

15 Basically, a»m46» as I indicated before; 

16 reqmresdiat yoa have an dK dements of Claim 45 and 

17 also diat die return electrode forms a portion of die 

18 shaft of d»deotro5urg{cal probe. And dsat is hxficated 

19 inCohum5,Uaes27dKoi:^3L Sodtatekntent 

20 satisfied 

21 Q. DoyoohaveaaoptittoQastowhedierClaim46of 

22 die '536 patent is anticipated by die Doss '007 pateitf? 

23 A. Yes,Ida Andttls. 

24 Q. Andddyottlookatanyotedaimsof die '5367 

25 A. YeSL The next omfaead shows Claim 47 wludi, once 
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Q. Can you continue? j 

A. Hit next claim is Gaim 27. Ctaixn 27 requires the 2 

method of Oaim 23. Additionatly, ddtvcrii^ the 3 

ctcctncally conductive fluid to tfie ta7]get site* And 4 

that bad to happen, as referenced oa Page 1383 of the 5 

aiticfe. ^ 

Q. Do you have aa opinion as to whether Qaim 27 of the 7 

'592 is anticipated by the teachings of the Slager aitick? S 

A. Yes, I do. And it is. 9 

Q. Did you coosider other claims? 10 

A. Yes. Qaim 32 requires the method of Oaim 23 and» 11 

12 additionally, diat the electricaily condiicdve fluid 12 

13 consists of tsottmic saline. Hk article spcdficaliy 13 
references cm Fagel3S3 return electrode xDunersedin^ 14 
saline» 05 percent Ihat is ifaedefinitioa of isotonic 15 
safinft, ]5 

Q. Doyoqh8veanopiniona$towhedKrQdm32ofthe 17 

*592 is anticipated by d»Slagcrarticle7* 18 

A. Ycsildo. Anditts. 19 

20 Q. And <fid you consider Clatn 42 of the *592pitoi£? 20 

21 A. Yes,Idid Claim 42 requires the method of Oaim 21 

22 23, ivherein the voltage ts in die range of 500 to 1400 22 

23 volts peak to peak. And at Pa^ 1383 of teSfa«er 23 

24 article, they spcdHcal^ mention diat die volt^ is 24 

25 1200 volts p<ak to pc^L So that is satisfied 
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(Com resumed afler the recess, and die j 
follcwing occurred without die presence <^ the jucy.) | 

THE cotJRT: Let*s bring the juiym. | 

MIL MAftsoEK: rourHdoor, while we are waiting I 
for the jury, we have made a request to die odicr side, 
butwewillmakeitdirccaytodjeCocrL Nowd»tthcsc 
ptiof-art icfcrences have been admlnetl diere are only 
six of them, they are abo« a quarter of an inch, we would 
like pcinnsaon to add dwn to die jurors* binders so they 
have the patents and the six references. 

THE COURT: Mo, I don't think wc will do diat 
Thznkyoa. They wiU have diem in die juiy room. 

Mft.MARSi>EK: I diought for die convenience; 
and dK/rrymxfcistawfingdiey weren't there. Iheiets 
noaigumenL 

THE COUxn I have never done dot 

MR. HEBEicn Your Honor, if we hacve another ' 
mmnfe_4 

There is an issue widi Mr. Raffle's testimoQy. 
ivluch will be die next witness. 

theoourt^ idooHdunkwedo. 

MR.H£BHrn <^cay. 

THECOUKR The jurors* hmches arc here, SO 
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Q. Thank you. Dr. Taylor. 

So do you have an opinion as to whether Oaim 

42 of dm *592 patent is anti^ated by die Sla^ article? 
A. Y<a;Ida Aodltis. 

MlLMAJtSDe)<fc Thank you vcIyrnud^ Dr. Taylor. 
I have no further qoesdons. 

THECOUKT. Aflfi^ Why don't WC take a 
15-nttnnte break before wo go into cross*exannnadon? 

(At dds point die Jury diea feft die 
courtroom.) 

(Short recess taken^ 
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1 we can talce an earfy lunch and discuss]^. Raffle as soon 

2 as this witness is dona 

3 MR.BEBE!m fdmdcicbooly&two-sihintB 

4 issue, your Honor. 

5 (At dds pottttdiejuiy entered the comtroom. 
e and took dm seats m die box:) 

7 THE COURT: iOlnglit MriBobrow. 

« MR. BOBROW: Thank you, your Honor. Good 

9 morning, ladies and gendemea. 

10 CROSS^XAMDUnOH 

11 BYMltBOBROW^ r 

12 Q. Good morning. Dr. Taylor. 

13 A. Goodmonuqg. 

14 Q. Utnaeaskyou,fiistoraII»acoui>borque$doas 

15 aixwt die le-exambadtm of the '536 patent You are 

16 aware diat die '536 patent is in re-examination rig^ now; is 

17 diatriglcT € 

18 A Yes. 

19 Q. And you axe aware diat die Patent OfHce has issued 

20 a tiotice of intent to issue a rexjcamiaatioo certificate. 

21 Isdiattnie? 
A. Yes. 

23 Q. And you are aware, ate you not, diat 

24 i»ath that re-ezasdnarion proceeding, that the Patent Ofltce 
coosidcred tbe Roos '198 patent? 
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1 A. Yes. 

2 Q. And you read in ihc file wr2|q)cr for Ifae 

y re-cxarnmaHoo proceediDg that there was a board that was 

4 convened, diat three acamiocis looked at the Roos 

5 patent conect? 

6 A. Yes. 

7 Q. And DOtwidistandbg that, die Patent Ofllce issued 
S t notice of inlcot to issue a re-cxammation critilfcate; 

9 confinning the patentabtUty of the '536 patent cyvor the 

10 Roos '198 patent; is duit right? 

It A. lamawarcof d» notice of intent to tssiie-*i»liat 

12 did you call it again? 

13 Q, Are-examinadooccftificate? 

14 A. A re-cxaminatioocertiHcate. I also usderstand -* 

15 andyoucanconcctmeif Iamwioqg-it*$nolover 
1$ until tt*s over And the cotificatehasnH been tssoed 

17 yet 

18 Q. Iheoeitificate has not been issiied yet Bntyoa 

19 are aware diat die FUent Office imrote in an office nctioQ 

20 that die datms of die *536 are patentable over die Roos 

21 '198pateQt»aoddiatdiatwa$anol!keactioadiatwas- 

22 wasdieresQttofaboafdofdirteexaimnersdiatbnd 

23 omvened to look «l die issue; OQoccC? 

24 A. I on aware of that 

25 > KOLBOBSOWh May I approach, your Hbnoit 
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1 conducting fluids. All right? 

2 A. Yes. 

3 Q. N6w» one fhad that ts an electrically conducting 

4 floid is saline; comet? 

5 A. Yes. 

6 Q. And aoodierotK is Ringer's lactate; coned? 

7 A. Or lactate of Ringer's* yes. 

8 Q. Now. dm are also fluids dot are used tn 

9 electrosurgeiydiat arc clerically noncDodocdngnut^ 

10 correct? 

11 A. Yes. 

12 Q. Andgiydncisoneofdioseelectricatty 

13 ncncoodocting fluids; correct? 

14 A. Yc& 

15 Q. And aldiou^ glycine is called an electrically 

16 ooncondacdngfluid» ft nonedieless does conduct 

17 elcdricit)r,doc$itnot? 

18 A. Yes. 

19 Q. And. in fact glycine is a fluid diatls.commonly 

20 usedtnap^)ceduredl3tymlcaBcdBT«l^R•Pplodedttre; 

21 correct? 

22 A. It*s commonly used It^snotihecidylhiidL But 

23 yes; ye^ifscwnmoniy used 

24 Q. In fact glycine convendooally has been used by 

25 doctors for the T-lHlproccdorc in the prostate; r^g^ 
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t THBCOURIt Tes»yoamay. 

2 BYMR.BOBRCm 

3 Q. I have handed you PX-7« And PX-7 is die file 

4 histoiy for deie-examinatioa of die '536 patent You 

5 have toolced at at least portions of FX*7b^»e^ have you 

6 not? 

7 A. Ibaveloolcedstdiefilehistoiyof *536»whicbis 

8 this document Isdiati^^tyouaxesayuig^ 

9 Q. You have looked at die file histoiy for die 

10 fc-cxamnurtion of die *S367 

U A. Someparts of die file histoty of the '536 patent 

12 Q. Inchicfix^ parts of the le-cxanunatton; is diat right? 

13 A. Indttding parts the re-examination, yes. 

14 Q. And you considncd that infannadon in connectioo 

15 with fonning your opinions and giving your testimony 

16 correct? 

17 A. Idid. 

18 MR.BOBROW: Your Honor^atdttstimelmave 

19 PX-7mtocvidaicc 

20 MR.MARSKII: Ho objectioB» your Honor* 

21 (Plamtiff'sExhant No. 7 was received mto 

22 evidence;) 

23 BYMR.BOBROW: 

24 Q. Now.Iwouldliketoshifteeanalittkbit I 

25 wanted to ask you some questions about ekctricaDy 
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1 A. Can you repeat die questiottagab? 

2 a Yes. I was saying diaegtycsoecoiiventionaDy has 

3 been the fhid that doctors have used in pcrfonmng a 

4 TURPproce&ir^ using electrosurgery? 

5 A. Yc& 

6 <^ Now, you had mentioned before diat in using an 

7 ekctricaJtyrumconductive fluid like glycine it will 

8 noacdicless conduct ckOiicity when you put an 

9 electrosurgical instrument into that glycine rig^7 

10 A. Ye& 

11 Q* Now, you had s»d on £rect examination, ypu had 

12 mentioned a patent to reduce, die Roos'J98 patent Do 

13 yourecalldttt? 

14 it Yes. 

15 Q. How» die Roos '198 patent described a device or 

16 devices that were to be used in TURP procedures; is diat 

17 r^ i 

18 A. Yes. However, you have to koq) in mind diat when 

19 yott leferenceTXlRPprocedures^ the way it's niostolien 

20 done is with a monopolar dectrosmgiad probe, and the. 

21 Roos patent is a b^olardectrosurgical prober and it 

22 does make a diflereaoe^ 
23 

24 
25 



AitbroCaie v. Smitb & Ni^hew, CA No. 01-504 (SLR) Page 1337 - Page 1340 



A 15510 



jxiry i nai - vonimc U 



Page 1341 



1 
2 
3 
4 
5 
6 
7 
8 
9 
10 
11 
12 
U 
14 
15 
16 
17 
18 
19 



Q. Well, the Roos patent doc$o*t just taJk about bipolar 
probes^ does k? 

A. But the c(mn8;urations.we were descnbingminydi^ 
testimony were bipolar. 
Q» Ibatwasa't the question I aslcedyoiL 
A. I just wanted to explain. 
Q. Fair enough. The Roos *198 patent also discusses 
monopolar uses for TlOiP procedures; is that conect? 
A. Yes,it<ioes. Soity. 

MILBOBROW: Why doo*t we put mx-it 00 the . 
screen, please? DlX-ll is the * 198 patent Andlefsgo 
to Column 1. 
BYMR.BOBROW: 

Q. OTX*ii is also in your binder ifyou care to lode at 
it, but m Cohmm 1 of the U98 patent, if you take a hxik 
at around Line 3 5 when it*s <fiscus5tng the badcgroiind of 
the inventiciL^ 

A. Ihb binder? TmSQiry. Okay; Ycs> CohxmoL 

20 Q« And if you take ft lock at Line 35, it references n 

21 neutral electrode applied externally to the paiieaCs 

22 body. 

23 Doyooseediat? 

24 A. Yes. 

25 Q. And so by reference to a neutral electrode applied - 
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1 eiectncallynonconductive fluid from die ctectRXleio 

2 the metal parts of the electrode; right? 

3 A. YcsL 

4 Q, Attright Kow, in describing in the rest of the 

5 patent, it describes some bipolar devices; correct? 

6 A. Yes. 

7 Q/ And during your direct examination, you djowed one 

8 of diose devices; coficdt? 

9 A. Yd 

10 Q. Now, in dje '198 patent, die patent never uses 

11 the word saline, does it? 

12 A. Gouldntraidit,na,itdoesttot 

13 Q. It doesn't nse the word Ringer's lactate or bctaled 

14 Ringers, docs it? 

15 A. ItdoesDot 

16 Q: And in describing tlie fluid that is used with the 

17 bipolar embodiments, it uses, dw phrase at Cdumn 4, Line 

18 54 is calling it a washing liquid; ri^€? ' 

19 A. Line 54, ycu said? 
30 Y»^atGohinm4. 

21 A. Okay. Yes, it does say wadung liquid* 

22 U doesttt call it saline, it doesa*! caU it 

23 laet8tedR£Dger's;coRcct? 

24 A. N(X 

25 Q. AHrjght In fact, wouldn't you agree widi me d»t 



1 externally to die patient's body» here in diis paragia|A 

2 it's desoibbg mom^dar electrosuigery; correct? 
A. Yes. 

Q. And if y<M go down further to about Lines 52 diroiJ^ 
5$» dxre is a dtscussico dxre about wadung water. 

Doyottseediat? It's Line 54 refers to washing 

water. 
A. Yea 

Q. Mow, it mendops here d»t there is some current 
10 flows fn^n cutting loop via the wadiing water (Sxecdy 

to die metal parts of die todcsoope diaft located in die 
12 wasfah^ water flow and (hun dm lo die engaging dssue: 
Do yoQ see that? 
A. Yes. 

15 Q. Ndw,giventhatd]isisamon<^arelectrosurgicd 
\6 setup, you would agree widinae, would you not, that the 
washing water diat is bdng described hoc is ddier 
glycine or some other electrically nonconducting fluid; 
collect? 
A* Yes,itis. 

21 Q. You have no reason to thndc it's not, do you? lhat*s 
how the monopolar procedures ase done; oonect? 
A. Qycine,Glanatol (phonetic), something that yon 
would expect to be electrically nonconductlve. 
25 Ql And it says there is some current flow in duit 
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in this n98 pata^ to Roos, dKTB is rcaUy no diffawce - 
bctweai the way that Mr. Roos talked about the wadih^ 
liquid d»t was used in die monopolar case versus die 
bipolar case: Be desoribesthemaswaddng water or 
wadung liquid; right? 
A» Tbifs COTtct 

Q« Now, ifyouwottldt please^ take a lock at F1iB;m 
of die '198 patent 

MILBOBROW: If youcanl^jili^thal, 

Chris^ 

BYMILBOBROII^ f . 

Q. AndFigare5is&dqpictic)oofoQeof thebqKto 
probes diat is described bcic in dos Roos *198 patent; 
connect? 

A. Yes, it's one of die embodiments. Yes: 

Q. And as you look op there, you can sec there is what 

he calls a neutral ekctxode 11 andalsonumbff llhe^ * 

calls die treatment electrode; ri^ 

A. 11iat*sooatct 

Q. How, dne is, T(^I*m aiding dKtewididus 
light pen is die return electrode; conect? 
A. AndlalsohecaOsHdieneattaldectrodemtbe 
patent, but, yes. 

Q. Now, if you take a look at Cdumn 6 at Lines 51 to 
53 of the Roos •198 patcct, he IaQcs about the Dcotnd 
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1 electrode in Ihis embodimetit, doesiiH he? 

2 A. Hold cn a second I'm sorry. Which lines again? 

3 Q. This IS at Column 6. LixKS SI to 53. 

4 A. Yes; 

5 Q. Aixl it says there thai the neatraldcctrode 11 In 
$ the fom of the sted band rests on the tissue in large 

7 area form so that good electrical contact Is insured 

8 DoyooseewfaatrmiefefTiDgtotheie? 

9 A. Ycs^Ido. 

10 Q. Now» wouldn't yoQ agree ^D)e»sir» that if these 

11 were elcctncally conducting fluid diac was flUfa)gtfe 

12 environment where the active clectrodp is and the return 

13 etectrode is, yon wouldnH need to have tissue contact 
M to insure good electrical contact between the active 

15 electrode and the return electrode. Thatwouldbe 

16 provided by the saline cr the Roger's lactate or the 
1? other electrically conducting fluid; right? 

18 A. From the q^cdfic embodiment, your interpretation 

19 IS conect* However^ this is not die enboffixncnt tfttt t 

20 talked about and it*f not an embo<firoentibat I descnbed 

21 Q. But for (be embodiment I described, that's correct? 

22 A. Yd; 

23 Q. How, why don*t we take a took at the embodiment ix« 

24 didtalkal>^whidiisFlgarcs7and8weretheooe$yoa 

25 had 'l^T 
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1 terminal to niimn:uze direct contactbetween the fcturn 

2 electrode and the patient's tissue. 

3 Do you see that? 

4 A. Yes. 

5 Q. And that's your testimony, even though Aeietum 

6 ckctrodecompfetely surrounds the probe shaft; right? 

7 A. Yes. 

8 It's exposed for 360 d^rees of that shaft right? 

9 A. Yes. 

10 Q. And it's not spaced very far away from the active 

11 electrode^ is h? It would be spaced a small dstance; 

12 light? 

13 A. No. 

14 Q. How far away would it be spaced? 

15 A. Well»ifyott look at a standard resectoscope- and 

16 IhqspentolmowfliatiotheRoosartidewhattheydid 

17 is th^ modified a Carl Storts (phonetic) lesectosco^ 

18 cutting loop wfaidi is in^fieated by 12 can move out 

19 about ~ about an inch aiidcoald be retractedalmost 10- 

20 Ae^lhere^ the plastic tnsulatbg member wUch is 

21 indicated by 35. So it has ifae ability to move in and 

22 out SoaainchispietlyfarfQrandectiode. 

23 Q. So the loq> isn't also portioned an indtaway from 

24 the ictuxn electrode? 

25 A. R*8 not alw^ but it can be. 
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I A. That's contcC 

Z M!L80BIU)V: Sopeihapswecanl^gldiiBlAdiose* 

3 6rMS.BOBROW: 

4 Q. I*m sorry. Dr. Taylor, are you there? 

5 A. Yes^Iam. 

6 Q. Ihankyoo. Nowv Figures 7 and 8 yoo had testified 

7 ^Kmtalit^bitearlierandasIseeitdien^tiKie 

8 isaringoraband thatiscaSed IL 

9 Do you see that? 

10 A. Yes. 

II Q, Andtt»t*swhatMr.RoosiscalHttgd»ictnm 

12 electrode here; correct? 

13 A. Yes. 

U Q. AHrigfaL Or neutral, I guess. But that^s what 
15 you are saying is the fctumdectrode for purposes of 
IS thesedadns? 

17 A. 

18 Q. AndasI waslookxttgatwhatyonhaddKckedoff 

19 eadier; for €1^47 in the Roos*19^patent, it spears 
2D thatyour testimony was that tfab embodiment of the Roos 

21 *198 patent satisfies Oatms 47; r%ht? 

22 A, Yes. 

23 Q. And specifically, you offered the optnico diat thb 

24 enil)0(fimcnt satisfied this language that says that ilie 

25 return electrode is sufHdentiy spaced from the electrode 
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1 Q. What you do is you ictractdK treatment electrode 

2 bade m towards the return dectrode; correct? 

3 A. Yes,yoadOL 

4 Q. Thafstiietedmiqiie. It extends out and you pull . 

5 it back towards the return clectiode;tiQ)tf7 
€ A. Ri«]it 

7 Q. And In the TRtjr procedure^ I taiee it dutdiis device 

8 hocistraveltngafaxriy ti^atighth2men»asit 

9 were;ri^ Itgoest^tothenredtfa^doesnHIt? 

10 That's die passageway into the body« isn't it? ^ 

11 A. Ob^Isoe. rmsqrnr. IduKigbtyooweiebackat 
t2 thedectrodeaguL Yes^ the device does go into the 

13 urethra and it also can be used for treating die bladden 

14 in wluch case die neutral dectrieaiwodd be almost 

15 entirely or it coukl be almost entirely inside die 

16 bladder The bladder, in orda to operate on the bladder, 

17 yon have to distend it, ii^iidi means yon pot fluid intcf it 
IS aadmakeitlaig& And the bladder ^stendedis»ofa^ about 

19 the size of my fist. I guess it depends on how big your 

20 bladder is. But when yoo have the instrument aUdtt way 

21 inthebladder»tfaeittaredeotn)debendrely,entirefy 

22 engulfed by fluid 

23 Q. Right And in the conventional monopolar way, diat 

24 woiildbemagiycsnesdutioo;ri^ 

25 A. Ibat'scooect But, in this particdar case» diat's 



ArtluoCareT. Smith &NepbBW,CA No. 01-504 (SLR) Page 1345 • PajS 1348 



A 15512 



iury inai - volume is 



U>ndciiself- 



Thursday, May 8, 2003 



Page 1349 

not what they used. 

Q. Right All rishc*. Instead^ they used wa^ng 
A. Yes. 

Q. That's'what the patent say^ 
A. Yes. 

Q. Now, let's take a look at figure 1 of this patent 

8 And Egure l is describbg another bipolar cnibodime^ 

9 Hoos^tsatool? 

10 A. Yes, it is. 

11 And thcfc is a little hook tbac Hiat'sthe 

12 treatment electrode right? 
A. Yes. 

Q. And here, thefets a return electrode also; right} 

15 Or a neutral eioctrode as he calls itt 

16 A. Yes. 

17 Q. And diat neutral electrode is widuQtlttt endoscope; 

18 It*s covered tip l)y some soil of in5Ulatioathefe;tsa*t it? 

19 A. Yes. 

20 Q. So the neutral dectrode is located withtate 
endoscope; ri^bC? 

22 A. bthiscase^itis. 

23 Q. Now, let's go to Claim 1 of the Roos '198 patent 
24 



And do you see that; sir? 
25 A. I've got itligbt here. 
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A. I don't believe there is any diRerentiation of the 
Anid 

Right So the way that the fluid is described in 
this rcfcrcncc, sanw fluid for Figure 1, Kgurc 2, 
7, Figure 8; connect? 
A. That'sconcct 

Q. AHright Now, I bdicvcyoa testified here just 
now diat you believe that this daim. Claim I , also covets 
figures 7 and 8; b that concct? 
A. That's connect 

MR. BOBRdW: NOW, why dott't we put F^ures 7 
and8apon&boatd7 
BYXatBOBROV: 

Q. Now, for Figures 7 and 8 to fall within the scope of 
Claim 1» thb ttcutrd doctrode^ ri^ Cheie. right heie» 
would have to be located withm fte endoscope body; 
cooectt 

A. Ihat'sconect 

Q. And you recall tfiat I took your deposition probably 
about two months agx^ right? 
A. (^yes. Ihatwasfua. 
Q. And back at dat tiroes when I did take your * 
dq>osittOtt, I asked yoo about this issue, (fidn't I? 
A. Yes,yMi(fid 

And I asked you wfaedtcrornot. bade at that tiroe; 
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1 Q. Right And this claim,Q^ I, actually has as a 



limitation that the return dectrode is or it says die 

3 neutral deetiode is located widmi said endoscope body. 

4 Do you see dial? That's at abottf line** 

5 A. Iknowifsheie. matlmeisit? 

6 Q« AboutLine58. 

7 A. Yes. I'msony. Yes^Pvegotit 
Q« And you would agree with me that Qaiml as it's 

9 written here actoaUy covers the embodment we were just 

10 looking at. Figure 1? 

It A. It covers Figuiel. it covers 7 and 8, tea 

12 Q. Let^s take it hi pieces. 

13 A. Okay. 

14 first, you wodd agree with me this covers Claim 1? 
A, Yes. 

16 Q. And yotir testimony is that Claim 1 covers abo 

17 Figures 7 and 8? 

18 A. Covers Figures 7 and 8. And I diink it actually 

19 covers Figure 5, too^ but I had to go bade and look. 
Q« Now,nrstofaI],wouIdyouagrcewidimed)at,ta 

21 the Roos* 198 patent, there isnt any (fiscussiott or 

22 suggestion that die fluid that is used widi Figure I, 

23 that device is any different dun the fluid that is used 

24 with any of die odter devices? Would you agree widi me 

25 on diat? 
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whedier or not you agreed widi me dmt Claim I didn't " 
cover Figures 7 and 8; comoct? 
A. Ya: 

Q. And you were under oath at that time; t^it? 
A. Soewafi. 

JilstlikBnow? 
A. Yes. 

Q, And bade at datdme, you had also smdied the 
Roos *198 patent before you testified? 
A. Yes. 

Q. The Roos '198 patgU wasn't somcdungrdshowaT 
y OQ diat day and a^ yoQ ^uestietts dwut? 
A. I studied & intense^. 

Q. Risibt And when I adced you for die first tune 
about whcdw Of not Oahn 1 covered Figures 7 arid 8, you 
told me under oath, you didttt? 
A. That'sri^ 4" 

Yoo remember d»t very wdl? 
A. Thafsright Because I corrected it 
Q. Right Youconectcditanerhindi,(&lD*tyoti? 
K Yes^IdidL 

Q. You oorrecied it after you had lDndiwxdiSmitfi& 
Nq)bew's bwyers? 

A. I actually cmecsed it because I looked at the 
diagr^ again. 
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t Q. Please answer my queslioo. 

2 A. IdMliavecooveRacionfttotimclk,yes«aiKtwiih 

3 ItticiL 

i Q. Aod dttt Mr. Kloclmo, SraiA & Kepbpf/s sttorn^ 

5 A. Yd. 

6 Q* Afui Mr. MKFeottV during ycwrdqiosjtkxuim^ 

7 aasng as your bwycr; ngbt? 

8 A. Yes. 

9 Q. You were i^focalcd by tbe very saaoe lawyers that 

10 aieT^reseatiB$SimthANicpbevrberes&cmictiodsy; iso*t 

11 dntri^ 

12 A. Yo, 

13 Q. And yott bad beeatciBXDed or yoa had retained Ont 

14 HnntiulyoucoosidcredteetobcanaQorncyAcGeat 

15 privilege between di$aissi6aailatyooW«^thSiskb ft 

16 Kqtoir'slawyen; cored} 

17 A. Yes, 

18 Q. AM I asked yoa some <iaeslioas during 

19 d^o^iiott and yoittfcfiisodloaaswcr sons of Aen based 

20 he feet dieie was aa attomey/efient reIat>ocisb^7 i 

21 MB. MARSom objection. Ibis is tmproper 

22 <{i3C9tioiuiig about a sse rtions of ds a ftontcy'cficat 

23 pimlegoi 

24 TK&CXTUScn vbexcazewegomg with Ibis, 

25 Bobrowt 
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1 MILBOBROW: Ibelieveitgocstotbv 

2 oc^l^tyoflbBadviseofdiewitnesL 

3 THE OOUKK BecsQse he didoH answer question 

4 atadepositiQa? 

5 MR. B(»ROV: Based las idatioasbi^w^ 

6 the Smith ^HepbeVs lawyers. 

7 MR. MARSDBfe Based t^privile^BL 

8 THE COURTS And wbat was die last q[i]estioa Oat 

9 yoa asked? 

10 MftBOBROV: Thebstquesdoolbdievems 

11 that be had refased to answer qocstioos I bad asked Hm at 

12 the dq)0^tio& based tbe attorncy/dient xeladoQSfa^ 

13 ^hehadwidibiskwym. 

14 lis COUltt: AUtigifat lhat'saa appropriate 

15 qncsdon, but then yoa need to move oa. 

16 THEWiHESSi Vberewtrew«? 

17 &YMR.BOBltOW: 

18 <^ I just asked the qoestion» you icTvaed to answer 

19 sozneqocstioBstbat tasked yoa during your depositioft 

20 based upon die attomey/dientrelatioodup with die sajDO 

21 lawyers (hat are lepiesentiBg yoa as SinttiidtNephew7 

22 A. Yes. 

23 Q. And you're not piling and barcn't paid the Smith ft 

24 Nephew's lawyers any snoacy for their services; have yon? 

25 A. Hd^Ihavenot 
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1 Q. You vadcrstafidihatd» tune that ibey*ve spent wiib 

2 you bas been f^nbaised or compensated by Sinitb ft Hepbew; 

3 r^ 

4 A. Icotablyandcxstaod they're being reimbursod by 

5 SmilbftKe^Krw. 

6 Q. How, not only did you testify when I asked yon in 

7 yoord^Ktt^^ tee fugues 7 and 8 aiai*t covered 

8 by Oiinl dK first tiro I uked you, but after bncb» 

9 yon tfii come in a&dyott said your leslimooy was now 
to different, diat yea bcSeved ft was covered by Cbinl; 
n r^ 

12 A. Inadeaimstake;yc$,amlIcontciedk. 

13 Q« And isa*t it tnie also that Sondi ft l^bew-s lawyer 

14 ddrmg that hinchbieakponiiedotitdiatnisstafcefti yon? 

15 A. Ycs,be£d. 

16 Q. Rijght And during d»tbind^»fr«MacRmawu 

17 tbeooewbosaid^Hey^lihiokdiatihtswaswiOAgwidi ' 

18 tcspeet 10 F«ttie7« its covered by Oaial and kfs 

19 go <i a engh i^ghtT 

20 A. Idott*tdttakitwascx8cdylbatway. Idifek 

21 badcaOybeaskedmtorefo'badctomyr^ort.iaBeakr 

22 ^Isaiiiasqyi^pQn: 

23 Q. Wd^ left look at that because in your report; 

24 yoBatotaBofid^boutvtaberOaiml covers F9Be7r 

25 eonectf . 
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1 A. Yes. 

2 Q. And hi your r^ort, yoa addressed the question of 

3 whether or not dos neutral dectrode; right here, and 

4 rig^bere»wfaedkr that neutral dectrode is aadoctrode 

5 d)at is wiflita the endoscope bodly; coned? 

6 A. Yes. 

7 Q. And that was a r^<xt that yoa prepared prior to 

8 die depcddon back in I bdieve it was late Mardi; rig^ 

9 A. Are yooxefeniog to the fcpoct or dbe deposit? 

10 Q. Pm Sony diat I was andean let sne try to testate 

11 it Ihe report diat yoa pi^aicd where you tSscoss Fig^ 

12 7. ftat report was prepared before I took yoord^Kisitioa; 

13 fi^ 

14 A. Yes. 

15 Q. AUdgfat And even befoie I took your dcposidoo, 

16 yoa also ^nod a dodaratioa about year r^ortitfida't 

17 you? ■* 

18 A. <Xi,yes. Yes. 

19 Q. And you declared under the penahSes of peijury that 

20 you bdievcd what yoo said m your it^xxt was troe? 

21 A. R|b^ 

22 Q. And that was a report that you had pr^ated prior to 

23 your deposition; right? 

24 A. Rj^ 

25 Q. And, obvioos^y^ prior to the l unch dwt you bad widi . 
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1 Mr. MacFenin during Uienuddie of the <lepo5idoii;corre^ 

2 A. Correct 

3 Q. Alln^t NowJ have 3four report tntftat white 

4 binder, and I direct your attenticm, please, to Page IS 

5 ofyouriqxxt Hiis isyourcxpatxq)ortof Fcbiuary 

6 17,2003. 

7 Do you have th^ sir? 
S A. Yes. 

9 Q. Ax^ m the middle of page IS, you adcfress in your 

10 report the question of whether C3atiii 1 covers Figorcs 7 
U and8;rigi^ 

12 A, YC5. 

13 Q, Ami when you wrote your rqxvt, let's jisst- when 

14 you wrote your report, what yon wrote im,qooCe» it fe 

15 pardculariy hnpottant to iK)(e that lit coiueciioa 
1$ the endoscope shown tn the Jtoos' 198 patent at Figures 7 
17 andS^tfiereisnoplastteeoverandlheoeutiateieetrod^ 
IS IS on the oxjtside of cndoscq)e, tiot ariaziged widiin it 

19 Correct? Ihat^s the sentence yon wrote in 

20 yourrq>ortofFeb{uazy 17 of 2003; cooed? 

21 A. Yes, that's b the report. 

22 Q. lUght And what you just wrote dm^ not arranged 

23 within it diose were your wonl^coaecC? 
|24 A. Yes. 

Q. Yon wrote^ose words yourself; ijghi? 
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BrMft.BODROW; 

Q. Sir, I have had handed you fx-^5»which is a patent 
to Roos, EbeHiard Roos from Germany, U^. Pateot Numbr** 
4,706,667. 

Do you see Chat? 
A. Yes. 

Q. And this is the Roos patent that you considered in 
connection wiA your work on this matter; is tiiat ri^ 
A. It looks like it's die patent Ye& Excusema 

MR. BOBROW: Pardon me. Dr. T^lor. 

Your Honor, I move px-605 into evidence. 

THE COURTS Any objection? 

MR. MARSDEK: )I0 Objecdoo. 
THECOURT: All r^ Hiankyctt. 
THE DEPlflY CLERK: So marked. 
(PlalndfTs Exhibit No. 605 was received inlo 

evidence.) 
BYMR.BOBROW: 

Q. Now, d»*667 patent was issued to Ebediard Roos; 
rijlit? 

A. Yea: 
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1 A. Yes: 

2 Q. And you wrote diose words to describe Figures 7 and 

3 8; right? 

4 A. That*siigbt 

5 Q. Now,inconnecdonwithyourwodeoodi2sjttiiltei^I 
take it that you have also reviewed 
A. Excuseme. Can I put diis awa^ 
Q. Sure. 

(Pause.) 
10 BY MR. BOBROW: 

Q. You have also reviewed another patent to Mr. Roos; 

12 correct? 

13 A. llie'6677 Is diatdse one are yon tafldng about? 

14 Q. Exactly. You reviewed that reference, die Roos 
*667 patent, in connccdoo with your work on dus matter; 

16 ri^ 

A. Ycs,Idd. 

Q. And you, in fad, considered dus reference at the 
time that you wrote your report; correct? 
A. Yes. 
21 Q. Att right 

MR. BOBROW: YoQT HoooT, may I approach? 
THECOURT: Yes,youiaay. 
(DoconwDt passed forward.) 



23 
24 
25 



1 
2 
3 
4 

5 
6 
7 
< 
9 
10 
!l 
12 
13 
14 
15 
16 
17 
IS 
19 
20 
21 
22 
23 
24 
25 



Paget: 

Q. He is the sane man who Is on the Roos '198 patent 

diat you talked abootearlkr on your <Crect examination; 
correct? 

A. Ye^beis. 

Q. And he is the same man who b die Roos m the 
Elsaser and Roos article; right? 
A. Ye3,heix 

Q. And this patent is dated in, issued in November 1987; 
correct? 

A. Yes; r 
Q. In diis patent, the **667 patent, Mr. Roos acm^ * 
talks a bit about the German appUcadon that was the 
predecessor, or SMnetimes it is called die parent 
appficadoo, to what ended iqp issumg as die Roos * in 
patent; correct? 

A; Yes. Youare talkirigaboat **doy0uhavea ^ 
q>ecift6 reference? 

Ql Sore. Wiydon'twebringi^Otumn lof ttie*667 
patent, b^jnmng at line H gcHc^ dow^ 
Perhaps we can biglilight that paragrapk 

You will see at the top dne it refers to a 
kftown dectro5ur]gical hi^sr&eqocncy cutting instrument ot 
ddskindL Then it gives a nnmbcr d»t b^ns £^-os. And 
itgoesood>ercind>ere;right? 
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I A. Yes. 

t Q. And the DE Stands for Gennany;righ:? 

3 A. Deutsch^yes. 

4 Q. Ex^ctiy, Wbatkbdngiefenedtoberetndie 

5 '667 patent, when it refers to dialNo. 25 21 719, that 

6 is actually the Geiman parent application U> the Roos 

7 M9S patent; right? 

a A. Hm^s correct At kast that's nnderstandflog, 

9 anyway* 

10 Q. Infact^on the '19S patent, that nmaber, 25 21 719» 

II appears right on the front, doesn't it? 

12 A. Itdoes. 

13 Q. Here»ni the '667 patent, in this paragraph, Mh 
M Roos is taBdng about one of die instrosienta that is 

15 described here ro the *]9S patent; conect? 

16 A. You aie taBdng about die paragraph that starts at 
t7 Line 14, going down? 

la Q. Exactly* And he is talking there, is he not, of 

19 atkastFigure l of the '198 patent? 

30 A. Heis talking aboot — Iamnot sure which one be 

21 isrcierriDgtQ,heistalkixigaboutoneof the 

72 instrvneots in that application. 

23 Q. Right And he says there dsat the neutral electrode 

24 is admittedly arranged in the imiiKdiatevidnrty of the 

25 cttttungloqp* It is, however, so sqwated from the tissue 
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1 A. Yes. 

2 Q. So it Is pretty clear, IS it not, that at the very 

3 least, in the *667 patent, Mr. Roos is talking about Figure 

4 l;cocrect7 

5 A. Well, he certainly could be. Certainly, the Rgute 

6 1 that ism die 498 patent may be the figure that be is 

7 <fiseu$stngbere-or«hecon%]ration,Idiouldsay,diat 

8 he b discussing in the *667. He didn't spectftcally call 

9 itotit So we arc surmising here, I guess, aren't 

10 Q. (Sven that there is tlie plastic over diatanbo<&ment 

11 and dsreisn*! plastic over any odKT one, wouldn't )oa 

12 agree diatviiiat he is talking about dxre is Figure 1? 

13 A. Mostlikely. Butlcan'tconfintttt U'smost 

14 likdy die case. 

15 Q. ^enou^ So here, for this cmbodunent - diis is 
Id n bipolar emlbodfanent; rj^rtt 

17 A. lbafsniyuodcrstan£ttg,yes. 

IS Q. Thtslsancmbodimetttd)atMr.Roosinhis*198.patent 

19 said vras used widiwashing liquid; correci? 

20 A. Yes. 

21 Q. Hiose are the words that Mr. Roos used in die *19S 

22 patent dat you talked about on your <firect cxaminatioaT 

23 A. That'sconect 

24 Q. And if wc can go bade to die *667 patent and - 

25 hi^dlg^diat language; iivfaatl^. Roos u saying d^ 
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1 byaptasticcovcrorbyitsarranganeattnanezxloscope 

2 ^ it can only enter into electrical contact with the 

3 cuttii^dectroifedectro^cicallxYiatiie secretion whidi 

4 Is present during die cottlogprocessL 

5 Yoo see wbat I am referring to time} 

6 A. Yes. 

7 MICBOBROW: wbydonHweputupFlgurelof 

8 the '198 patent to Roos? ParBgmi:^ If we can put it 

9 on tesan^ screen^ If not, just put iqi the '198 

10 BYKOUBOBROV: 

U Q. Tbert we InveHgOFe L You can see In Figure 1, can 

12 younot,therebtfaisso(tofdwlo«rri^tbere,ib8t's 

13 tbe plastic coven rielit? This portion datstidcs out 

14 over this endoscope; rf^it? 

15 A. Hie one that is labeled 11? 

16 Q. ItHnkit*slabdedl8,rigi^d)ese. lhat*sthe 

17 plastic cover; riidtf? 
la A. Yet. • 

19 Q. And ^rbat we just read in the Roos *667 patent, die 

20 later pateot»it*s talking there about an electrode that 

21 Is s^>afated from tbedssoe by a plastic eovcnriaW 

22 A. Sony* Say that ^atn? 

23 Q. hi the *667 patent, it talks about a attting 

24 electrode tfiat is separated from die tissue by a plascio 

25 cover? 
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1 in this patent is diat using diis device as it was 

2 dtslgnft^ diat the return etcctrode and die treatment 

3 electrode can only enter into dectrical contact widi 

4 die cutdng electrode dbctrotydcally via die secretion 

5 which is present during tlus cutting process. 

6 Rieht? lhat'swhathessyi? 

7 A. That's what he sa^ 

8 Q. VToutdnH you agree widi me, dr, diat if dieie woe 

9 saline or Lactated Ringer's diat were present in dat 

ID fhiuLm that washmg liquid as he describes, one woM 

11 notneed secretions in)m die bo4/ to niake diat fhiidr 

12 dectricaUy conductive so as to electrically ooniiect 

13 die treatment electrode widi die neutral electrode? The 

14 liquid would already be conductive and seacdons wouldn't 

15 be needed; isaU dot right? 

15 A. And d)at's actually one of die reasons wl^dus 

17 partkidar passage in *(M>7 is confusing, because of diD» 

18 faet diat we loiow that at least one coofigoradon of Roos 

19 'W«Hlcs,cllnicany works, becaiuse he couldn't hawe 

20 conducted 32 procedures widiout being able to resect 

21 tissue. And he did resect -kt me fmisfa^ please. He 

22 did resect tissue using wasfaiiig liquid. 

23 So diat'soK» of die reasons why diis 

24 pardodar passage b confusing to me* 

25 Q. Wen, let's bac^Y9 a little bit dien, because you 
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1 also testified earlier about tfaeRoos and Elsasser article; 

2 conect? 

3 A. Yes. 

4 Q. And the reduce and Elsasseraitide talks about some 

5 surgeries tfa^tWcre pcrfomxd; right? 

6 A. C6rrect 

7 Q. And in the Roos and Elsasscr article, the instniracnl 

8 that was used was essentially the instnoncnt from ^ures 

9 7 and S of the U9S patent; right? lbat*s the one that vras 
10 used to perform the surgery? 

tl A. Hiatconf^uration wastheonethatwasuscdto 
12 perform the surgeries. They also tried another 
I) configuratioa, and I have forgotten whkhfigufc it 

14 refers to m the patent, that wodced but not as welL 

15 Q. But the one in reference to that you said was used 

16 in surgeiy, that is Figorcs 7 and 8 m the *198 patent? 

17 Tbat^s die one that is described? 

18 A. Absolutely. 

19 Q. Not Figure U coned; but they describe Figures 7 

20 andS? 

21 A. Oicay. 

22 Ql So my questions ha(ve to do right ikow with what Is 
25 described here for Figure I and this language here in 

24 *6S7. 

25 Now» wouldn't yoo agree with roe, sir, that if 
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1 treatment electrode and the neutral electrode? Isn't tfiat 

2 true? 

2 A. Explam to me die logic agam? j 

4 Q. I am singly saying, sir, diat if electrically 

5 nonoonductive fluid were btroduced, if Uiat was 

6 introduced into die body, dica border to dectrical^ 

7 coimect and have a good electrical connection between die 
S treatment electrode and die neutral electrode, you would 

9 need to have secretions ftom die body in order to make 
to diat fluid electrically conductive? 

11 A. In which case the flmd would be electrically 

12 coodnctive, tight 

13 Qv lam simply saying if yoainiroduce a noncooductive 

14 fluid and diere are secretions into die fluid, dm you 

15 would need those secsetions to have aaekctrolytie 

16 connecdon^betwocD die tfcabncDtebctrode and die neutral 

17 dectiode; ri^ 

18 A. IfoikwyoartQgie. And once again 

19 Q. Omyott please answer die question? 

20 A. Ihe answer is yes* I f^Iow your logic, but it*g \ 

21 confusing. Hat's alL 

22 Q. But Ijust want it to be clear dint your answer t6 

23 my qncsdonb if you introduce aadectxically 

24 nonconductivcflui4 you wodd need sccicdonsriom die 

25 body to coi^ die treatment electrode to die fcturn 
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1 the liquid used mthF^purel were electricaUy conductive 

2 fhiid when it was introdoocd into the suigicat site; dnt 

3 secretions into fluid would not be aeoessarytawder 

4 to make UdcctricaOy conductive SO as to dectdcal^ 

5 couple die acdve and the return electrode togBthect 

6 Wouldn't you agree with that? 

7 A. I would agree wi A yoit» But once again* it*s 

t confusing, because I Ihittkyoo have already estabfisbe^ 
9 in the course of your examxnatioo on me, that the washing 

10 liquid that was used in *198 is the sarne washing liquid 

11 throughout; light? Aiidtthcrefoie, if the washing Gquid 

12 that was used-* that was used diroughout all the 
23 different configurations, if the washing liquid was 

14 succcssfid in Figures 7 and S,dlnical2y, then it must 

15 have been electrically conductive fluid Ihoc is • 

16 logical eonnecdon theve. 

17 Q. WeIUdiat*s what you are saying now* Butisn't 

18 it true, sir, that electrical cuneat can flow throu^ 

19 electrical^ nonooiuhjctive fluids? Isa*t diat true? 

20 A. Yes,itcaiL 

21 And isn^ tt also true tnai u an eiectncaity 

22 nooconductive fluid were introduced into the surgical site, 

23 that you wottti need sectelioas from the body in order to 

24 make the flittd conductive so as to maintain a good 

25 electrical connection, elcctrolytb connection between the 


1 dectrode. Is diat a true statement? 

2 A. I dunk die answer is yes. But I still diiak it's 

3 confi2siag» 

4 Q. AIlHght Now, let's see ifwe can go dnoi:^ die 

5 rcstofdusparagraphandsceif there IS any more . 
e darityherev because it also says, in diisparagr^ in 

7 Cohmail, diat because ofdiis problem, diat die device 
t was relying upon dssoedscretions, it says that it was 
9 dilOcult 10 maintain the cunentintensi^ required for 

10 trouble-fiee cutting m a requiiect(»ecisdyd^^ 

11 manner at die euttingdectzodo; 

12 Doyooseediat? 

13 A. Yes. 

14 Q. And die import of diat is diat die fluid dnt was 

15 bcmg used wididus Rons '19S patent. Figure 1, was dat 

16 die fluid wasatsuflidendy conductive to be abte to do 

17 tn)d>Ie*firce cutting; conecr? ; 

18 A. One of die problems I am havii^widi this das 

19 particular paragraph doesn't even lefereace any fluid at 

20 aH Solamwoodcxingif dusdeviccwasatuseder 

21 intended to be used for sargeor* 

22 Q. Well,diatisnothowil'sdesaibedindK*m 

23 patent,isil? Indie'l9Spateattt$aysdiatFignrel 

24 is used with washing liqisd; tight? 

25 A. Haddngis^ifyoaieaddieflrstscatcaoe^iaa 
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1 known clectrosiii;BicaIhigIi-freq[^^ 

2 of this ldn4 does tisat mean it is exactly tiiesaxne or 
1 does thai mean it is soft of ^lar? 

4 Q. Ittdiatdescr^)tu»hedtes^pedncaUy tothe 

5 parent at^lkatioQ to the U9S patent; r^bl?' 

6 A. lagreewilbyottoodttt 

7 Q. In the 498 patefll,evcsy single device that is 
S described m there is destgoed for nse with Add; 
9 concot} 

to A. Yes^itts. 

t) Q. And m every single one of those» every single 

12 embocfisnit in die Rods *19S patent is described as being 

13 used with soine type of waslttBgltqi^oorxect? 

14 A. Itis. 

15 Q. All right How, wouldn't yoo agree with xoe that 

16 what Mr. Roos is saying here in his patent nvfaen he k 

17 dcscribnig the parent 9(q;^ication to die* 198 patent* he 
IS is saying beie that when you use this instrument that 

19 dierewa$noCsiif!ickot<S9action£roindiebo^ 

20 die fluid sufndendy conduct so that you could get 

21 tnM}bIe-free cutting?' Isn't that the import of this 

22 paragra^? 

23 A. He is saying that But1heicisiu>refeicneetoaiiy 

24 otfaerfhiid.^ 

25 Ql But dtaTisfte import of das paragr^conoct? 


1371 

1 Q. And so I take it what that means is diat you have 

2 been able to review the Roos '198 patent and you have been 

3 able to locale somewhere in diose figures some <fiscu$sion 

4 of die location of where ihe connector is to connect bade 

5 to the generator; right? 

6 A. Wen, diere is a connector. Tberehastobe. 

7 Q. lam not asking you dat question, lamsayiog 

8 diat you have been able to review the '198 patent and you 

9 have been able to discern some description mdiere of 

10 die location of die connector. Not diat there is one. 

11 But the spedflc location of it; right? 

12 A. TheresttotaqmficreferencetoalocatkMiof 

13 die coimector. 

14 Q. Allrtg^ So here, when you marked on this board 

15 diat die iimitalion was met, that die cocmector is near 

16 die ^oxtmal end ofdie shaft, die ]toos*198 doesn't s^ 

17 where the connector is; correct? 

18 A. The patent does not say** die patent does not say 

19 cxpGdtly where the conneceor is located. 

20 Q. Ailt^ht How.stnceweareoQihesubjeaofKfr. 

21 Roos- 

22 A. You do realize that aUresectoscopes have connectors 

23 atihebockeodof tfaeresectoseope. 

24 Q. Idon*tica]i3ediat laaUeveats^indie ^198 '- 

25 patent; diere Is no discusaon of where the connector fe; 
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1 A. Yes. 

2 Q. All right How; I have anodierquesdoa about die 

3 RoosM98 patent 

4 IfweoouldptitthaitbackupandtaIceae*f$7 
3 patent dowtt^ 

6 the * 198 patent, there are of course a large 

7 mmte of figures and we have gone ifaroiigh a cockle of those 

8 already correct? 

9 A. Ri^ 

10 Q* I diittk earlier you bad put up on the overhead 

11 lMgures7aod8 wbenyouweregoingdvouglkyoiir^fiitct 

12 euonhiatioQ; coczect? 
U A, Ye3,I<fid 

14 Q. And one of the things that you said was that in the 

15 M98 patent that diere is a disclosure of a connecUK; 

16 correct? 

17 A, Yes. 

18 And you said dMt the connector was located, die 

19 language of datm says that the connector is near the 

20 pro9usialendoftl^^ttft;ii^ 

21 A. Yes, 

22 Q. And so lt*s your jtestiinoay here today dat the 

23 figures of the* 198 patent show diere is a coonector near 

24 the proximal end of die shaft; b that rigjbt? 

25 A. Yes. 
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1 correct? 

2 A. thafs correct, yes. 

) Q. When yoQ said diere is that discnssion» that wasn't 

4 liue»wasil? 

5 A. Nb;, but dien again — 

6 Q. Ihere is nodungm die U98 patent diat says diat; 

7 coned? 

8 A. Ihere is noddngb the M98 patent that says it 

9 ex^iddy« But there are no resectoscc^ on die market. 

10 that don't have a connector at the en4» 00 die bade of 

11 tlieresectosoopc 

13 Q. Intfaemarketyyousaid? 

13 A. fil the market 

14 Q. ¥/faydooHwetnni,dien»toDtX-s»-AaodB. Thisis 

15 dieRoosaodElsasserartide. Feihaps we can put up the 

16 Oezman laqgnage ociginat Do yoa have that sat? 

17 A. Yes. « 

18 Q. Wiydoo*twegDtoFigne3. 

19 How,if wecanhighEght^ttre3,pkase. 

20 Here in the Roos and Elsasseriartide; in the first pare of 

21 dieartide»Ottoeitgain,d)ereisa£acusstoaofa 

22 monopolar lURP procedure; ccRCd? 

23 A. Youareaddogmesf dneisa^scusstonof 

24 conventional lURft 

25 Q. Monopofar? 
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A. Yes, there is, 

Q. And Figuie 3 is one of the figures that Roos and 
Els a ssc r used to describe that cooventional monopolar 
procedure; correct? 

A. I am just reacfing the English version of this. 
Q. .Fairenoagh» I am. too. 
A. Ycs,itis. 

Q. And so what is beiqg shown here in Eguie 3 is a 
tescetoscope that is being inserted into the body; 
10 coned? 

U A. Well, I bcfieve what is being shown here, you have 
gottbexesectoscopetiieie; This represents the bladder. 

13 And this represents the prostate. 

14 Q/ So right hcre» that region that I am circling now, 

15 ^*ch is cross-hatched at about a 45-degree angle, that 

16 area there Is the prostate; is that right? 

17 A. That is correct 



IS Q. And that's tissue? 

19 A. Yes, us men would consider it to be tissue 

20 Q. Fairenougb. And so hero, this is the tip of the 

21 iesectoscq)e; r^^ 

22 A. Yes. 

23 Q. The part Aat lam circting there. And^littfe 

24 loop here, that is the treatment electrode; coned? 

25 A. niafstherctttting loop, yes. 
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A. It docs diow current flow. Like I said, it Is not 
entirely contct 

Q. But lct*s talk about the part that is correct I 
think it's correct, isn't it» that this fluid diat the tip 
of this device is in would have been essentially joinctHag 
like glycine or some similar electrically noocoodoctivc 

fluid You wouldaHJtt a monopoly device iJStngsaBnc 
or RjQger's lactate? 

A. The Europeans favor mannitoL But it coold have been 
glycine. 

Q. In all events, it could have been glycine; ri^ 
A. That's correct 
U Q. Now, similar to the MPS patent, the Roos arttcb 
doestt*t use the word isalioe; coned? 

15 A. It uses washing fiqdd or washing fhiiisomedimg^ 

16 that effect 

17 Q. I think it's to that efifect The words are a litde 
bttdilfcitat But be doesn't use saline; concci? 

19 A. He does not ttse saline: 

20 Q. He docsnUnxIUiigcr Lactate or LactatedltogcrW 

21 A. Cottect 

22 Q. I think what be does s^, if you look at the Eoglldi 
2) tnmslation at Page .2, it's described as irrigatiooliqat^ 

24 correct? Aboa tiie mkJdlc of tiw pagc^ sir. 

25 A> Yes. The inigation liquid 
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1 Q. And these lines here that go back to the 1 

2 resectoscope^ those are anient flux lines; coned? 2 
A. Yes. 3 

4 Q. Arid what is being depicted here is cunent flux 4 

5 lii^ between this kK)p and the flux lines going back to 5 

6 essentially a metal portion of this iesectoscope;r^ht? 6 
A Tim's r^ 7 

Q. Andyonalzeady said diat this is a monopolar s 

embodinient; collect? 9 

10 A. For conventional -yes. 10 

11 ^Vhat is depicted heic is monopolar; right? 11 

12 A. Right 12 

ly Q. Tbcie is no return electrode there» is theic? 13 

14 A. 14 

15 Q. What this is then showing is ctirrcnt flow through 15 
l( what roust have been clectricaDy nonconductive ilttid 16 
17 because that is die ihiid that was used In BiODGpolar 17 
IS electrosuxgery; conect? \z 

19 A. Actually, this diagram is ix)t entirely conect, 19 

20 because vidiat actually happens is you have ciincnt flux 20 

21 lines that flow back to almost all parts of die bo(^» 21 

22 indudmg at die endosoye; 

23 Q. But this is showiiitg current flow through \i1iat must 23 

24 have been a nonconductive fluid because nonconductive 24 

25 fluids were used in monopolar TURF procedures; right? 
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Q. And so datinigatioa liquid vvouldhatve been ^yctne 
or aanmtot or some electrically nonconductive flnitfc 
f^gflK? 

A I think at diis point; isn't ho talking about hb 
invcntioi:^ the actual 

Q. Wdl,tfai8i$a<fiscttssidnofF;gaics2,3«Qd4. 

And so we are tafldnghere ^Mmt a convcndonal approach; 

correct? 

A. (%»Iamsoiiy. Yes,yD0nexi8^ 
Q. Faireooa^ 

How Just to aattdpote niaybe whore you wcse^ 
going, ir you turn to page and look at Page 4, 1 believe 
here he is talking about die b^dar embodiments; ri^ 
IHs is the begiiming of dkst discussion? 
A. Yes, that's light 

Q. And in Paragraph No. I. at die very end of that 
sentence, he talks about the fluid that is used. Do you 
seediat? 
A Yet. 

Q. And be ca!b it mgadon liquid; ri(^ 
A. Yes. 

Q. And d»8e are the same words that be used to describe 
(he Huid that wasuscdforthenxmqralarcmboduneaton 
the previous page; conect? 
A Yes. Hot the same flmd» but yes. 
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1 Q. He describes them tisbg Ihe exact sanie wofxls, 

2 doesn't he? 

3 A. He uses the exact same words, yes. Dut^doesoH 

4 oecessanly iiie«itC*s the same exact Aiiid 

5 Q. Hk same \raids«fe used; rigW 

6 A. Yes. 

7 Q. How, kfs go back to the previous pa^ 

8 A. Axe we on Page 3 oow? 

9 Q. lamsofty. I beikvc we are oa Page 2. Affia, 

10 thiststbeittoiM>polar€mbo(fimeat,sowelaaQiwtfiatUtx^ 

11 beinannitolorgtyQiie€r9oiiiesbii38rflidd;caf^^ 

12 A. TiaVsti^ 

13 Q. Now, if yoQ look at die Ehglidi language text to 

14 Figure 3 that we wcfe lookup at carikr» do yott have 

15 that, at tbevoy bottom of Page 27 

16 A. RiclJt 

17 Q. And m that description, Mr. RoosaxidKfr. Elsasscr 

18 are describing that coneat flows directly from die 

19 cutting loop to tiiosepaits of die lesectoscopepipf^^ 

20 mto theixrigatioaattU. Doyouseeifaai} lhat*sm 

21 die text at the very bottom of Paea 2. 

22 A. Yes. 

23 Q. So here In tfie article, Bsasser and Roos are taUdng 

24 about cunnt flow m the monopolar cnibodinieat;ii^:il?' 

25 Rtoni flie cutting loop bade to the resectoso<y^ corrects 
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1 Patent Office in relation to the prosecution of the ' 536 

2 patent? 

3 A. That's correct 

4 And the '536 potent and its claims issued over dus 

5 Doss patent; right? 

6 A. that'scofioct 

7 Q. And the Doss patent also was given to the Patent 

g Office In connectioQwididere^amination of die 536 

9 patent; correct? 

10 A. Once again, dwe were a k>t of patents that were 

11 considered^ 

12 Canyoashowmcd»t,justsowccanclarily 

13 it? 

14 Q. Maybe we win get to diat a little later. Whydon^t 

15 wetaIkd)outiKiiatisacmal]yintheDo5spataitatdttS 

16 point? 

17 A. Okay. 

Ig Q. Nov» in die Doss patent, why- 

19 MLBOBROWi: ivhydoaHweputiipF^^nesYand 

20 8? 

21 BYMILBOBltOWt 

22 <)• I dunk tfnse were dK figures diatyoo had 19 

23 earlier. 

24 * in this patent, this was die figorediatyott : 

25 hadi9cariier»figfa^jnstwidiootd>ecoion? 


Fatgol378 

1 A. Yes. 

2 Q. Letnesldftgearsaada^yoasoDeqfDesdoosaiboift 

3 the Doss *007 patent Do you have Oiat^ar? That's 

4 inx-17. 

5 A. Ihavcitrnfiootofme^yei Yes,Ido. 

6 Q. And the Doss patent is one of the patents dot you 

7 talked about on your direct oramifwrfion wiA respect to 
g the *536 patent; oonoot? 

9 A. Yea. 

10 Q. And die Doss patent is a-palent that was aotualty 

11 cited during Reprosecution of the *53C patent itseif; 

12 tight? 

13 A. I wiU take your word for it Thereweoealottf 

14 patents that were cited and I doa*t have that in front 

15 of me. So I will take your word for it 

16 Q. Vniydon*t we actually show it 

17 MItBOBKOW: Wl^don'twepidll^iDMr 

18 BYM!t.B0BltOW^ 

19 Q. And if yoQ look m the U^. patent document secdoQw 

20 tfyouhi^i£ghtlhat;yottwillsee»lbelkweit^^ 

21 ntdi one down, it says, 4,381.007 to Doss. 

22 Doyooseethal? 

23 A. It ts verified, you are ti^ 

24 Q« And so the document d»tyoo were describing eariier 

25 as the Doss patent, d)at patent was considered by dm 
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1 A. Yes. 

2 Q. And now, in die text of this patent, the Doss patent 

3 indietextofit,thereisno description of Bi|y of die 

4 electrodes d»t are shown in dus embodiment 

5 They ae never described as being a vetBRi 

6 elfctrodc^ oociect? 

7 A. We spedficailyjnendonedtiiose words are not 

8 specifically used, return electrode? 

9 Q. That's collect 

10 A. Yes. 

11 Q. Return electrode is not a term diat is used hac^^ 

12 is it, in die Doss *007 patent? 
1) A. Just hold on a second. 

14 1 don't believe if s used. 

15 Q. Ri^ lnfactifyonkiok^C6h]mn4,ttsays, 

16 tt&ular electrodes 34 and 36, for exan^lc? Ihere are 

17 od»r places, as welL But in each case where it ~« 

18 dpiStf ibffT the clffljtrodcs it ^^lls diem ^l^p^fpdes. St 

19 doesnH can ifaem, for exami^ a return dectrode; 

20 ooocctf 

21 A, Ho^ildoesBot . 

22 Q. How, b die various embodiments of die '007 patent, 

23 would you a^eethac each of the ckctrodes in dus 

24 configuradonisdeslgnedinawaydiatitwillhavea 

25 hig|i cutrent density at the t^? 
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1 A. No, I would DOt 

2 Q. AUright Sojust to be clear, your testimony is 

3 let me ask it q)eeificany again, just so tC is clear. 

4 Would you agree with me that each of the electrodes in 

5 the figaies of die Doss'patent is designed in a way that 
$ win have a high cttrrent density? Do you disagree widi 
7 that? 

S A. When yott say high, are you saying dm bodi 
9 electrodes have Ugli cunent densE&s. Isthatyour 

10 question? 

11 

U 

14 

15 
H 
17 
IS 
19 
20 
2i 

n 

23 
24 

25 - 
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1 MltBOaaow: Oh^ no. Please don*t 

2 I apologize^ your Honor. ididn*t know that 

3 was going to be put up. 

4 THECOURT: <&ay. 

5 BYMILBOBROWj 

6 Q. This bm die second tab» Taylor deposition, March 

7 28,2003. And diisbPa^ 481. 

8 Do you have that sir? 

9 A. Yes. 

10 Q. And at Page 481. 1 asked you the following question 

11 and you gave die following answer. 

12 *Questiott: Ifyoolookatdsenguiesmtext 

13 of &e Doss *007, would you agree diat cadi of the 

14 electrodes in die cmbodinKnts described b designed in a 

15 way dwt it will have a h^ current den^^ 

16 And in response to my question, you answered m 

17 yourdq)ositioo: 

18 •Answer Yes." 
1$ bdnteonect? 

20 A. Yes: 

21 Q. Now, m die devices to Doss, there art a number of 

22 thera diat are depicted; comea? Probably seven or 

23 figures; conecC? 

24 A. There are a number of figures* yes. 

25 Q. And would you agree widimediat in eadi of die 
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1 

2 Q. Each of the electrodes is desigDcd in a way that 
^ wilt have a l^cafTcnt density. That's the questioa 

4 A. iddDk1heanswerinaybeyes»butIthiQkcaeof 

5 the doctrodcs will have a hi^icrcumat density dian tfas 

6 odier. 

7 Q. That's not my question, sir. 

8 A. Olsaf. luadostand 

9 My q;uestioQ bin this patent, for each exshodizcent, 

10 beach of the figure^ is each of die electrodes designed 

11 iaawi^thatwitthsveahighctnaitdcasily? 

12 A. Tm not sure I agree widi that. 

13 Q. Well, you recall I asked you about die Doss patent 
\4 at your deposidoa, don't you? 

15 A. YCSL 

16 Q. And you had reviewed and studied d» Doss patent 

17 before the deposidbB;i^ghr? 

18 A. Yes. 

19 Q. And again, die Doss patent was a refereaoedtatyoa 

20 tdked about in your report; contct? 

21 A. Ye& 

22 Q. All right. Now, ifyou would please bm> to Pafge 481 

23 of your dq>ositioa^ That bin a white Hnden 

24 A. Whichday? 

25 Q. Pardon nd? 


1 cmbo(fi2X)ents,d)ecurrcntdensityof<»e of die electrodes 

2 Is substaodaUy the sane as the current density of the 

3 odicr electrode or etectrodes m diat confi^oradim? 

4 MR.60BaoW: wl^don*tweputHgure7b8ck 

5 1^? 

5 tHEWTiNESS: canyott'-sreyoogottigtoput 

7 the figure back 1^7 

8 BTMILBOBXOW^ 

9 Q. Well, actually, why doa^t you just answer die 

10 questica,shr7 Would ymic^ with me diat each of ds 

11 electrodes has sd>standal^ die saine current denstQrtt^^^ 

12 the odn- electrode for any given one of tbe devices diat' 

13 is used or described mdiatpaieat? 

14 A. Idon^dunkdiat'semct 

15 Q. Allrl^t WeltremenOxrltaakedtoyouabout 

16 this in your dcposidon as well; correct? 

17 A. Ri^ «- 

18 Q. And you answered question at diatdme under oadi» 

19 didnHyooT 

20 A. Yes,.andldmiklirasaiderstoodyourqucsdoa»but 

21 diat*a- 

22 Q. Allri^ Wdl^wecaagettodiatinjttsta 

23 minutCL Ifyoutakeatool^plea9e»atPage482ofyour 

24 deposition. 

25 Doyoubavediat^sir? 
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t A. Yes. I do. 

2 Q. And at that ttme» I asked yoa dm foHowmg questions 

3 and yoo gave the foUowiDg answen 

4 M^uesdon: And in eadi'of the embo^mestts 

5 du)wn, would yoaagitc that die cufioit density m each of 

6 dtedectrodcsissubstanttallylbesaineaseachof the 

7 odier electrodes b die cmfooffixneist?* 

S Andd)exewasencbjccttoQbyMr«MacI%niaaiid 

9 you gave the aaswtr 

10 "Aitswen Docs that meaa from ooecnlKMfiinent 

11 toanother orjcstvodua tfiesainecznboAiiieal? 

12 "QoestioQ: Good question. Within the same 
O .eiidK><fin»ili5wbatInsean^thattfaedcctxodesbad 

14 substantially the same cuntot densi^ 

15 "Answer It would appear that ifaat is. * 
K CQfiecC* 

17 That's die testinioay you gave back on Masdi 

18 28di,2003;coiivcf7 

19 A. That is testimony, and it is also a mtstafce. 

20 Q. So you bcUeve your testimony back then was mistaken; 

21 isOatconecIt 

22 A. I made an error, yes, 

21 Q. Did you concct that mistake? 

24 A. HowIwasimdbrthetix^iessionleouUootcociect 

25 testimonial mistakes. 1 could only oonect typographical 
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1 Q. Ye* 

2 A. Ifyou would, please. 

$ Q. 1 was simply asking if each electrode In this probe 

4 design ts desSgned to cttttse a tissue effect that's n^ 

5 questiboL 

6 MR.I4ARSDEK: Your HonoT, objection. Thisgoes 

7 to an issue tiiat dealt wididaim construction. An issue 

8 which your Honor made a ruling. 

9 THE ooucn Weil, why doo*t we take our lunch 

10 early because 1 have to dunk about diat one. 

11 Allrt^ Ladies and gendemen, ^'U take 

12 our h»d^ a half-hois; and rU just remind you not to 

13 (fiscuss die case among yourselves. 

14 (At i&sp<Hnt die jury dien left die 

15 couriioon^ and the foQowtng occurred widKnit the picsenoe 

16 ofdiejuiy*)' 

17 iHECOmtr. Altright You may step down, sir. 

18 I^*s have die question again and die objectipo. 

19 MX. 60&R0W: 1 believe dBtd» question vntt 

20 sts^wfaedier each of die electrodes in die probe of die 

21 Roos patent is designed to cause a tissue effect Andl 

22 believe diatdiatb quite relcirantymir Honor, tods 

23 claim construction here and to whedier or not dtis device 

24 <fisdoses an active electrode and letomdectrode and 

25 dia^s where die testimooybgotag. 
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1 ctiois Of grammatical errort^ 

2 MiLBOBRO^: Let"sputngUKe7u|i»€kayT 

3 BYMItBOBROV: 

4 Q. H(DW,heiemthisfignic,du$i$tfaeoDeyQaladap 

5 earlier; i^jbt? 

4 A. Yespltts. 

7 Q. And dm are here at the tip of the deWoe some 

5 Unesdiere. Doyooseetiiose? 
9 A. Yes. 

to Q. Some dashed Uses. And thatfs designed to re^esent ' 

11 acuiicQtfluxlzne;ooncct7 

12 A. The da^ied lines represent cuntatllux, yes. 
U Q. Right And would yoo agree here diat tins is 

14 * showing the cuncnt flux between dKse two electrodes; 

15 r«U7 
l< A. Yes. 

17 AHright And would you also agree tiiateadi of 
IS the electrodes as ^wnhexe is designed to cause a tissue 

19 effect^ la this case in die eye? 

20 A. VdUtfaat'ssoctofgoestotbeheaitcfwhyl 

21 think there is an exror on hqt part 

2^ \l» weu» iMiii wottiq luce you to answer my questaoilt 
2) please? 

24 A. Cflcay. Repeat your question. Tmsony. R^eatyour 

25 question. 
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1 MIL MAftSDCH: Ri^diat is where the 

2 testimony b going. And diey requested a datm 

3 constructids Oat dbitturn electrode could not have a 

4 tissue effect and your Honor rejected diat construction, 

5 sotfaat'snotaba^oQwinditos^dusbnota 

6 return electrode. VOiat your Honor rnkd was diat you look 

7 atde.curroatdensity«sothat]beofqpestiorangwas 

S aj^wQprtate^but die line ofquestionbgregBrdbg tissue 

9 effcctbnot . 

10 MR. BonROW? nut 1 believe die coDstructioa 

11 does talk abott die active dectrodestinmiatittgdie ^ 

12 tissuesodiatbwfaeredttS93es. I'maddnglnmii^^^ 

13 or not each of die electrodes has diat tissue effect sudi 

14 that you wDohl have tissue stimulatkia h'sdirtcdy 

15 idevant; your Honor* 

16 THEOOtJitit so wliidi claim construction are 

17 you talking about? ^ 

18 MiLBOBRQWslhishastodoiiiididieddinition 

19 of an active electrode and die remradectrode. And the 

20 definition of active dectrodeinvoivcs tissue stimulation. 

21 MR. MARSDm It's Sand 9, your Honor. 

22 MR. BOOROW; And so Pm simply trying lo 

23 understand and get testimony from dus witness about die 

24 tissue stimulation effects dtat die dyfcrcntetectrodes 

25 have m das embocfiment 
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THE COURT: AU right Wdl, Certainly thc 
definition of active electrode is a stimulating dcctnxie, 
but the dcfinitioo of a letum eEectrode doesnH 
stimulate* it just says it has a large area of cootact to 
avoid a low cunent density* Tbeoolyquestioois 
whether this, the question you are asldng, is m?<ifAffi«g 
because it is maybe inconsistent with what !*ve said 
MR.BO&ROW: But, your Honor, icspcctfiiUy, I 
amcedaiiilytiyingnottobemisleadiag. Ibdicvewc 
are entitled to aigue to the jmy -pardon me. I believe 
that I should be aUowcd to argue to the jury. Ixcquest 

12 theopportum^toaiguetothejurydiatbothofftesa 

13 electrodes are sbtive electrodes and that bodi of diem 

14 have that tissuc^stimuldtionenect, that both of them 

15 have a M^cuntot density, that both of liiem have Aup 
J6 c<%es and the like which would mate them tissue treatment 
17 or tissue stimulation electrodes. 
IS THE COURT: well, if you are saying there is 

19 nodiffetcncebetwceathetWQ^Imeanldobclicvc&at 

20 under tlus definition there has to be a dificftnce between 

21 the active and the return. If you are saying and your 

22 point is that m the Roospriorartitfercnoc there is 00 

23 difference between the two, then diatts an apprGftriato 

24 line of cross;. 

25 MlLBOBROWs And thaiifs what I'm tryuyto 



Thursday, May 2001 



Page 1391 

MR. MAKSDEH: lhank you. 
THECXXJRTr Should we address the other issue? 
MR. HEBERT^ It*s an issuc Mr. Biumcnfcld has. 
THE COURT: Why doo*t we do diat 
MR BUJMENFELO: Your HoooT, it's an issue ! 
raised diis mormng that Smith & Nephew advised us last 
night dot they intend to use with Mr. RafBe diis 
aftemooti» dieEthicoii luxnse agreement and their antitrust 

9 counterdaim. And when I asked Mr. Hcbertdus morning in 

10 the ball whether he siin intended to do d»t, he said yes, 

11 because I bad opened die door to that on my cross- 

12 examtnatioiiQf Mr.^>arks. I opened die door on die 
IJ Ethicon license and the antitrust counterclaim, I missed 

it» and I guess it*5 to Mr. Bcbert to explain how I <&d 
that 

THECOURH Andwhatieleyasceithasindie 
first instance; 

MR. HEBERT: what this goes to^ this is raised 
in one of the motions in limine and ArthroCaie moved in 
20 Imune to kcq) out evidence <^ the antitrust tss^ 
Honor condtiooally granted that and s»d - tftts is Item 

22 No.7bmodoosmltmh»; It was granted so lot« as 

23 ArthroOare does not introduce evidence reganfing fee 

24 Ethkon license. And then die ruling goes on to deal widi 

25 the issue about the hannM effects which are talked about 



14 
15 
16 

n 

]g 
19 
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1 establish by the testimony that both of diese have a 

2 tissue cflcct. IdunkyoulssmLyoarHonor^intbB 
a course of d» testimony thai; for exao^I^ the accused 
4 devices are deagned in a way that the return electrode 

is very benign* dot it doesn't arc^diat it's not . 
designed to remove tissue «^ what4isve-yoQ because of ^ 
st2B and otherwise. 

And it's AnhroCaic's positioQ diat bodi of 
these electrodes are active diat both of them have a 
10 tissixcflcct» have hi^ current density and stimuli die 
Ussue. That's where we're going wididus; I bdieve 

12 it'safairlineofqoesdonhag. 

13 MR. MARSDEI^ ihe tissue effect is not part 

14 of the defmttiott of letum electrode^ and I diink the- 
argument dicre is no return ckctrode in dus paztiodar 
prior-art reference and because it does, in f act» have a 
largcrareaofcoatactandalowcrcur7eotdensiqr.it 
does meet die Court's defioitioo of return electrode; 

THECOUK^ welt, diat's ttgument 
MR. BOBROW: That's argument 
THE COURT: I think drat s argument 
I'm working die jury mstructioQS and verdict 
form. I apolo^ifrin not keeping t^ to speed widi 
24 you an, but I dilnk it's a fah line of questioning. All 
25 



15 
16 
17 

l^ 
19 
20 
21 
22 



1 fcewL 

2 AfidMr*B]mnenrdd4£dgeiiBtothiciacfots* 

3 exanunstioaofMr*SpaikswlicaheiiBsl^hxmabotita 

4 Soiidi &^k0cw document whiditafics about competidooaad 

5 het&ectsUmloifaatandbedDBccsfaimiDdeponioo - 

6 di8tdiscas9csdiatMilcfcaodSti^-0ow;l€tek lsa 

7 ^vision of Elbicoiv so when italics about KCftek, toe 
S is DO dispute aboirt (his, iTstaJkiog about edocoQ as 

9 wca ]r'tocie aadifaesKne-arep4)«^rayaIiibsb 

to lUum forficaislngdeAiihrDCtoepaiBats. 
It S9tbatis^vhBthews$«kh)ghfr.Spaxks«boat ^ 

12 in has cross-cxaomnatiMi. He was asking luo if be knew 

13 about die ArdroCaie patents^ were bci^disainodia 
|4 wgard to <tttKccntiag point and docamcat 

15 MRBtAMENTELO; YoorHoiKffvIhavea 

1^ tia»civc What I asked him»dBib die qacstioo: 
17 "X^uestim: Under excepdvoi at ihe top. VyoQ 

1$ can hi^kl^ in that section ifacic is a lefotxi^ 

19 r^iatbenuddle^iDkeyArtfaroCarepaieatsaodX 

20 h^ghfi^iied &:daoe words ley AfdttoCaie patents.' Do 

21 you see2 It's the fimd fine down. 

22 "AftswcR iadkacsecdoo? 

25 'XJocsttui: Atdictopof^ptgeL 

24 "Answer: R%|tt. Ibavegotit 

25 *X2uestioQ: Do you know what key ArthraCare 
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1 patents v«fe»v^ key AnhroCue patents 

2 Nephew was leferring to?* 

3 Hutwasnyquesttoaandithadoodnogtodo 

4 withlipenses. I didn't adc about ficenses. Ihaveat 

5 asked anyone about licenses. 

6 MJLHEBEKT^ Butathesametiinebeaskedtbe 

7 quesdon* be broadcast the marketing plan and U^^ted- 
S the portion of the marketing plan that talks about ihc 

9 Mitek and Stiyka paying royalties to ArthfoCare in tenas 

10 of die licensing. 

11 So ihat would be what wc say wodd open ihe 

12 door. 

13 IHE COURTS And what is the idevaaoe of dds 
M evidence m die first plaoe, given the fact you have so 
15 little time to present evidence in the second place? 
1^ MR. BESESI^ To undercut any suggestkodat 
17 the patents arc strong because d>ey*re licensed. Tbqr'ic 
tg licensed because of this very unusual rdationdup that 

19 AsdiroCm and Edacoahanrecaleicd into ^di gives 

20 todKBofitrustdaimasopposBdtoanystieogihtatbe 

21 pateots. 

22 It would only be a couple questional two or 

23 throe ipiestiottS. 

24 imcoURtt V»» but it*s such a subtle pobt 

25 IdooHb^eveOatit^s^pro^iatft. 
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1 

2 AFXERHOOKSESStON 
3 

4 (Proceedings resumed at l:30pja) 
5 

6 IHECOlHtr: All right Let*s briz« die jury 

7 m. 

t (At this point the jury entered die courtroom 

9 and took dKtr seats in the box.) 

10 TUBCOURT^ Mr. Bobmr. 

U MR. BOBROV: thank you, your Honor. Good 

12 aftemooivlacfiesattdgendemea. 

13 ByMR.B(»ROm 

14 Q* Good afternoon. Dr. T^ykr 

15 A. Goodafteniooa. 

16 Q. I believe diat at the dose of our session befote 

17 h»di»IhadadKdyoaaquestioo,aoddiaewasaa 

Ig objecdootothat 1 dunk tiiat issue has now bcenicsolvcd. 

19 Let ns go back to that question. We were ' 

20 tafldog about die Doss *007 patent; coaect? 

21 A. CMiect 

22 Q. And I bad asked you some questtoos» for example^ 

23 about Figure 7 ofthe Doss *007 patent Doyooitcall, 

25 A. Yes. 
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1 Allt^ Let*s take some tiiae. 

2 MS. BOYD: Your Booor.wcwoukl like to read 

3 an iotenogatoiy response sometime befbce dosug our case^ 

4 Interrogatoiy Response NbL?^ Wehaveanagreemeal»t 

5 b^cvi^ from the odier side. 

6 THSCOIAl^ totecrogatocyRespcoseMd^T? 

7 MILBOSROWt NOoljectioiL 
g IHECOUBT: AH right 

9 MS^BOyD: Ihankyou. 

10 (toDcfaeoa vecess taken at l;10pja.) 
11 

12 
13 
14 
15 
16 
17 
|g 
19 
20 
21 
22 
23 
24 
25 
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1 Q. And I adoedyoo a question before htncti, and this is 

2 dsequestioDlwooldTOwfikoyoutoanswen Isittrue 

3 d)8tind»Doss'007pafeii^distcacfaefectxode2ncacfa 

4 of die probes is designed to eaose a tissue effect, in 

5 dds partkular casern the tissue of de eye? 

6 A. Would you Bttttd putting bade the figuics» die two 

7 flgmes? 

g Hiankyott. 

9 Q. Soagaxn«]nyquestionySu;sinqpfyis,iseacli 

10 electrode dedgped to cause a tissue effect? 
U A. Yes. 

12 Q. Now» in ddsf^uxe; we bad talked jtjbout these 

13 cuuciit flux lines before faiiidi* 

14 Do you recall that7 

15 A. Yes. 

16 Q. And here -and It's probably hard, given how shaky 

17 I am widixx^ pointer -do you see that number -102? 
IB A. Yes. 

19 Q. And diere is a region here r^ underneath this 
30 ckctrodev«4iere it ^pcaisdiat the current flux lines 

21 arenotshown. Do you see that? Right in this region 

22 here. Just above 102, it appears it Is not sfaowii^ a 

23 cunent fboc line in diat region; ecEtxed? 

24 A. That's conect, yes. 

25 Q. histead it is showing diese flux lines going out 
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1 this v^Yr from bere in this case the right to the left» 

2 and here fioaii the left to the right 

3 Doyottscewfaatl&muDdttg&bootam? 

4 A. Yes. 

5 Q. hW;iniagine»ifyQuwoul4 instead of poinUngibw^ 

6 mthbfadu(Ki,yoQsprtpf lookedaitcndoiiaxidyott 

7 looked at those curreiu 'Uiies cad ocu Do you have fiat la 

8 mind now? 

9 A. Yes, 

10 Q. And if the current Imes were as they are depicted 
Jl here, going lirom this electrode to hcxe ami fnuadtts 
13 dectrode to here^ essentially, those curreotfhalmes 

13 would look snt of like a dom2t; right? 

14 . In other words, yoa have a hole m the middle^ 

15 wtoc Uiete iverea't current fhix lines; then you vp^^ 

16 havesoxnecuncQtlluxlmesInsortofadbnutdiape; 

17 Isthatfav? 

18 A. Yes. I am m)tsaze exactly how the domit would look. 

19 Itimghtootlooklikeaicgd&rddnutwearcfamilitf 
70 widt A tornd of some sort 

21 Q. AndatortHdisbastcanyjustartng;conccl? 

22 A. h's a three-dimeoaional ring; yex 

23 Q. It is sort of like a washer that yea might use with 

24 a nut and a bolt; it*s got a hole md)e middle and there 

25 is sort of a ling with some mass around ft? 
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1 fl<>ws essentially in a toros'shapedvolttine under and 

2 between electrodes 72 and 74. 

3 Do you see what 1 am referring to there? 

4 A. Yes. 

5 Q. Now, when it is referring there to a torus-shapcd 
« volume; that is referring to the volume of tissue that 

7 is being treated in this case by the electiosuigical 

8 energy of diis device ri^it? 

9 A. That's what it would imply, yes. 

10 Q. AndtteDosspaterJtisgencranydescribn^aa 

11 cfcctnsmjical device that is designed to use this 

12 coriciit to provide some heatmgwiihin the cOTJcal and 

13 other tissues of the eye; correct? It is supposed to 

14 provids some deep hea^ng, essentially? 

15 A. Healn^ I Am not sine 1 would characterize it as 

16 deep. It is designed to shape the c<5roea. 

17 Q. So what this is saying then -ifwe could back lo 

18 Ffguxe 7 -is that both of fese electrodes heit»whtdi 

19 it describes as electrodes 72 and 74, in each of diese 

20 regions^ one to the left and one to the ri^ you will 

21 have as a lesuk of the cunent flow between those 

22 dectiodes a region of tissue that has bcoiwazined or 

23 heated and treated within the ey^m this torus 

24 sh^)edfashipn;istfaatri|^tf? * 

25 A. Coooctt 
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1 A. Ibat'sright. It*ssoitof aI1ialmaa(phooetl^ 

2 wa^. 

3 Q. .V/faydon'twetake alook^Aea^attfaeDossOO? 

4 palest SpedHcally Column 5? 

5 A. Which one is diat again? 
S Q. HKinxaumbertsn* 

7 A. 17. 

8 Q. Okay. Do you have that, sir? 

9 A. Which one was It agam? 

10 Q. Columns. The paragraph dutl have interest in. 
It actuaUy^ ^tsffts around line 27* It begins, Egtxes? 

12 end S. 

13 MitBOBROW; chrisy doyouhavethat? 

14 iREVmiESS: Okay^I soeit 

15 BYMR.BODWW: 

16 Q. AHright Andheie,thispartof die Doss' 007 

17 patent is talking about the figure tetyoa bad up to 

18 direct cxamiiMtioo and the figure^ in feet, that wcj^ 

19 had up and were talking about with these doQOt or UKoid* 
2Q shaped lines; correct? 

21 A. Ibat^scQRoct 

22 Q. If you lake a look at about Ltoe 43, there is a 

23 sentence that says, quote» An advantage of this particular 

24 electrode configuratioQ is that a ring or torus-diqxd ! 

25 treatment region can be rcalizcd^sinocclcctxic current : 


P^ U 

1 Q. Now, 00 die (fitcctexaniinatiott, you had said that " 

2 diis Doss pateatantieqmtes Claim 45 and -and the 

3 dqKodeatdaims with respect to the *536 patent; correct? 

4 A. Yd 

5 Q. AndooeofdieDmitatfonsofaatm45oftfae'535 

6 patent, aaddms a Ismtatioii in an of the claims dot 

7 depend fiom it, is the limitaticm that provides that you 

8 have a coimector near the proximal end of the dttft 

9 Do you recall that? 

10 A Ri^ 

11 Q. AnddKproxhnal.eadofdieshaftusottofdie ^ 

12 back pat of Oesfaaf^ not the t^ of die device dat 

13 yea wot^ be insectbg in towards the tissue treatment 

14 area, but removed from that towards the back; contct? 

15 A. Yes. 

16 Q. And here in die Doss *0a7 patent, would you agree 

17 iMddimediattbereisnoifisclosureofutemdieconnee^ 

18 is located, bodKT words, there is nodiiag that tens 

19 yooitiiere the connector is located with lespect to the 

20 diaft? 

U A. HoldottasecoiKL 

22 I brieve diat*scoirect Tbereisno 

23 specific meatiott of die locatbo of tf»t 

24 - 
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1 

2 Q. Okay. Now, you bad also mcntfoQcddtat you Mievc 

3 that the Doss *007 patent antidpaledsosM of tf^cUums 

4 oftbe*-592]MlBal 

5 Do yoo recall that? 

6 A. Yes. 

7 Q. AixiItluQkthalooeortfao9odalxnswasClaiia21of 
E aie'592,wiiiciita]ks8boutaYoltagemdierapgoof 

9 fioon 500 Yolts to 1400 volts peak to peak; is tetriglil? 

10 A. Ye$» diat*s the language I icixieinbcr* Yes. 

11 Q. And tes your lestanoior^te Doss '007 paicot 

12 oeocssaiilyifisclosesavoltsgebtheiaQgeofSOO 
n volts podc to peaL Istbattnie? 

14 A. IdddcltdoestBsclosediatiaxige^yes; 

15 Q, And ftepoctioQ of die patent you base tiiat 

16 testtmooyoomsapassageatfheverybeginmsgof die 

17 text of die patent dnt talks about die voltage being 
IS between about 20 and 200 volts ]U4S;cofRCl? 

19 A. Hiat's collect 

20 Whatdidyou^wfacnyoudtdyonrcakuladoQlogo 

21 &om an IMS --diatctaads for roots means 8i|uarc; does U 

22 not? 

23 A. Sufcdoes. 

24 So to go from the root neaos square voltage to the 

25 peak to peak voltagKvyoo multiply die 200 dot k set 
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1 A. However^ it could be used widi a sine wave 

2 generator* 

3 Q. But It could be used widi ft square wave generate? 

4 A. Cbukibe. 

5 Q- And square wave generators axe known in die - 

6 cicctxosuzgical art, arcat tfaey? 

7 A. They are but not necessarily practiced. 

S Q. In fact, one of die fcfereoces, die Slager rtfcrenoe 

9 actually used a square wave generator? 

10 A. Yes, it (fid. 

11 Ihat was b die doctrosorgical context; light? 

12 A. Yes. 

13 Q. Sob tenns of what is actually disclosed b die 

14 Doss patent, we don't know wfaedicr it was a sine wave or 

15 a square wave or somedungdseL True? 

16 A. Trxs, 

17 Q. Now, if you are calculating die peak*to*peak voltage 

18 liromdietoot'-meaiis-squarevdta^ifdiewavefonaiA 

19 Doss were a square wave, when you go from 200 volts RMS 

20 to peak to peak, dial's 400, isn't ttr 

21 A. Actually,if yoo actually use die coixectfoonttla.of 

22 dierootnneans-sqmcalcuIatioivvHiidiit^^ 

23 integradonscalcuhis, it depends whedier or not die 

24 period of the square wave b equal 

25 Butif youmakedsassos^tioo-letnie _ 
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I foidib die page by and &at gets yoaroofth 
a som^laoe ofabout56Svdt peaks to peak; ri^Jit? 
5 A. RougjUy. 

4 Q. How; ta tenns of calculatins d>c peak to peak 

5 voltage; l$n*t you true duft you need 16 knov die waveform 

6 diet die gcnentorbpcodoctng? 

7 A. Yes;yottdo. 

8 Q. YouiifiedtDkDOWvvhedKrit*sastnewave»whedier 

9 it*s a square or soine other wavefonn; is dial correct? 

10 A. That^s cornet 

II Q« And dne is oodimg in die Doss patent dot says 
12 ti»t a sine wave is used vididds generator; conect? 
n A. TWscotiect 

14 Q. So we don't know whether dxre is a sane wave licre 

15 or a sqoare wave or some other wavtf onn; ri^st? 

Id A. Yoo'reoonect ButtonyknowkdgP^Oneareoo 

17 conunercially-available square wave generators. 

18 Q. But you donH know what Mn Doss may have been 

19 working widi in his lab or what you have when he was 

20 wridogdnsapplicatioa^doyoil? 

21 A. 

22 Q. And ii(diedierit^sconsnerdi^ available or not isn't 

23 dietestisit? 

24 A. N^ifs not die test 

25 Q. AUri^ 
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1 ibidi if yoii make die assunsptbo that ban eqpat 

2 period^ I tlunk that fbnmda b coneot Butfranidy» 

3 Jhavenn done die madt. 

4 Q. Okay. But it*s your best understancSng here dot. 

5 ifyou have a square wave-wim the wavcfonn bsymmet^ 
d aodyoQgolhnnflLMStopedctopeakandit'sasqiitte 

7 wave, then die Doss patent would be dxloang 

g ^yproxtnately 400 volts peak volts peak to peak; right? 

9 A. Yes;acconfingtoyourfoannb. HofW, like I'd said, 

10 I havmH done die a»di, but ra presume diet you 

11 diat you're correct . 

12 Q. How^yottfaaveabadcgroundbelectricaicagboeting; 

13 bdiatifght? 

14 A. Yes. 

15 Q. NoWyktmea^yDunowftfewquesdonsaboutdie 
Id Pao'499pateat And dds was anodier patent diatyoa 

17 discussed diisnwrning on your &tctexanibrtioowidt 

18 re^tea 10 the '536 patent 

19 Do you have diat, sir? 

20 A. Yes;Ihaveit 

21 Q. How, die Faopateol» '499 patent, wMcAboriX-lt 

22 due was one of die patents dnt was also b frost of die 

23 Patent OCSce daring die pmsecmion of die *536 patent; 

24 conect? 

25 MR. Boaaow^. Why don't weed! diat up, Ovis? 
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1 - THEWITNESS: YCS. 

2 BYMR.60BK0«^ 

3 Q. AUright And if you take a look dowD there maybe tm 

4 items doiwiu you see 4,674»499,Fao? 

5 A. Yes; ' 

6 Q. AndtfiAt'sD-DMtt 

7 A. Ycs,itii. 

8 Q. Aoddiissazne patent also was before the Patent 

9 OfHoemeoiuMcdoii with the le-exammatioa*- is thai 

10 right - of the '53^ patent? 
U A. I believe so» yes. 

12 Q. Andwithreqpecttothc*536 patent; of eotirse» the 

13 Patem Office granted ArthioCare's*53$ patent over the 

14 P8oM99 patent; right? 

15 A. Yes;, And that's probably one of the leasotis why 

16 we're here today. 

17 Q. Now^asfarasdiePaopatentflbeCeve tiat you 

18 had shown earlier a coople of figures from the Pao patent 

19 V/fay don't we pull tsp in the patent dte figure d»t I dUnk 

20 youhad«{^v4nchIdunkwa$FigQie9. 

21 MEL BO&ROV^ can yon can that up» please^ 

22 Christ 

23 And why doa'l you highlight Figure 9 cm that 

24 pa^e? 

25 ^ 
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1 correct? 

2 A. Yes. 

3 Q. Ifyou would, please, let's cake a look at Cduraa 9 

4 of the M99 patent and spcdfically there is a paragrai^ 

5 dial belabour line 48 and runs down to about 63^ 

6 MR. BOBitOW: Chris, if you could highlight that, 

7 please.. 

8 BYMILBOBROW: 

9 Q. AttiisJit And we have the text t^. Tmsotry^str. 

10 Do you have that page? 

11 A. I'm Sony. You said Cbtoma 8 or 9? 

12 Q. 9,lbelieveiiswfaereweare: Andwe'reat- 

13 A. Oh,ycs, CBcay. Tmscny* 

14 Q» Ho problem. So tfiat paragraph begins; quotes The 

15 coaxial bipolarprdbes of Ac present inventioQare^ 

16 generally as foltows. 

17 I>oyoasce\^rmiefeaingtoihere? 

18 A. Yes. 

19 Q. And so what is being described here is tbe use of 

20 thevariousprobes^anddKreareaoumber^diem*!:^ 

21 dievarioii$probesarecpaxialmdiispatent;righC? 

22 A. Yes. 

23 Q. And as you move down m this paragr^h, about line 

24 58, there Is a sentence that says; quote, Ibe end of ftcL 

25 probe rcgi<m is placed against die tissue causing the 
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1 BYKaLBOBAOV: 

2 Q. Allright And Is that the figure, sxr» obviously 

3 with colors added (hat yoa were ustog doting your direct 

4 rrmninatioo? 

5 A. It was one of ds figures, yes. 

e Q. And actually»dMpao*499 patent describes a number 

7 of diflerent device configaiatiocis, doesn't it? 

8 A. Itdoes. 

9 Q. And a lodes like there are I2»13»14»soxne odd 

10 number of figures: Ihere is a f airnumher. Butwouldyou 

11 agree with ine»5ir^ that the tnstrumeatsdiat are described 

12 here in the Pao patent an have what is called a coaxial 

13 configuratioa? 

14 A. In tenns of the electrode coollgUFatioQ? 

15 Yes. 

16 A. YeSL 

17 Q. By coaxial, we know ih^'re saying out certain t]]i)e 
IS and within diattiibe is anodier one of the electrodes; 

19 correct? 

20 A. Ttat'scoiPect 

21 Q. So the outer dectrode serves -I'm Sony -the 

22 outer tube served as an ctectrode and die Inner one does 

23 aswell? 

24 A. Yes: 

25 Q. And we call that coaxial in the electrosuigical area; 
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1 first ends of axial and outer electrodes re^KctiY^ 

2 to come into contact with die tissue. Bectdcal euneot 

3 dm Itows through die tissue between die axial and outer 

4 dectiodes. 

5 Do you see tha^ sir? 

6 A. YesL 

7 Q. Now, here mdiis passage, when it Stalking about 

8 the, fust of all, d£ axial electrode, diat's talking 

9 about die active electrode; is diat right? 

10 A. Yes. 

11 Q. And we're re^niqg here to die outer ekctrodcs. ^ 

12 In your view, diatwoikd be d»teference to die return 

13 cicctrodehere: TbeouterooeofdieelectnKks'mdiis 

14 coaxial configDratioQ; Is diatrighl? 

15 A. That's my view, yes. 

16 Q. And here in diis text, where it's describing die 

17 opention of die coaxial probes^ it s^ dot, m effect, «~ 

18 then the axial and die outer dectrodes come into contact 

19 widi die tissue r^ 

20 A. Yes: 

21 Q. And si^ifyou'reinterpieting the outer electrodes 

22 as being a remm, that means there die return electrode 

23 as described in tids paragrei^ b in oontaa widi the 

24 tissue;r^iht? 

25 A. Yes. AnddiistsonedescripUoQbowitcouldbe 
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1 used, but there are other <kscripd<ni$vitev the 

2 electrode ami leiumdectrode does ootcootaati^^ 

3 Q. Wc can come to &at: but here, this is actually 

4 describing how these are devices are used That's op at 

5 LiDe4S* ft says are used geoeially as follows; rislil} 

6 A. But it doesn't say exclusively used, but it does say 

7 used generally as follows. 

8 Q. And the wa^iTs generally used IS with botfi 

9 dcctrodcs contacting die tissue? 

10 A. rm not sure I would go there, but that's- that ts 

11 one way of It being tised. 

12 Q« AUright And then it says the electrical oorrent 

13 dKtt flows tftfough die tissue between the axial and the 

14 outer electrodes; rigbtr 

15 A. Yes. 

16 Q. And it says it then flows InuoMitately after saying 

17 diatbodi the active and the teturo are in contact with 

19 A. Inthisdescfiptiooof itsuse^yes. 

20 Q. So in titts description of its use»K^ if s 

21 essentia^y saying Is that yoo pot the active and te 
71 return in contact with tisase and dm the currcot then 

23 wmfk>w between those two electrodes throu^ the tissue; 

24 si^xt? — 

2$ A. And dusts one way» yes. The answer to yocr 
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1 A. Ye& 

2 Q. Attdix)wifwegoovertoCoiumn8,ataboutLbeS3» 

3 there is a (fiscussion thm about Figure 12. 

4 A. WhaCcohmm? Whatline? 

5 Q. Colunm 8, line 53 going down to about 
And perhaps -* do you have that language, sis? 

7 A. The preferred probe? Thatone? Yes. 

g Q. And bereb the desdipdoQ of Figure 12, 

9 U talks about inserting die probe through a smaO timbat 

10 incision in die cornea and diatit*s placed in firm 

11 contact wi&dtenocteas300» as shown fat Figure 12. 
Do you see that? 

13 A. Yes. 

Can flock at die figure for a second? 
15 Q. Yes? 

KOLfiOBAOW: Why don*t WO put Figure 12 up, 
17 please? 
IS BYMLBOOltOW: 

19 Q. I*ldw,^gure 12 if a diagram of the human eye; ri^it? 

20 A. Wetl,ycsL Paitof lt,yes. 

21 Q. SOre. And over here^lrom, going from ri^ to. 

22 left, dat^ die probe; right 

23 A. 

24 Q. And here, ddsdrde labeled 300, is dud? 

25 A. That's the omdoisofdie^- nucleus of die kn% 
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1 questicm is ye3» and diis bone way you use te' device. 

2 It*$ not the only way. 

3 Q. Allii^ Now let's take a lool; if we at 

4 Cohmm 3 of the same potest 

5 AndiTyoalooicacCohimnaatalboutLiaelU 
S going to about line 15... 

7 DoyoaseewbatPmrefcrriogto? 
a A. Docs that start widv The probe regioD? 

9 Q. Yes, The probe ipgioiL 

10 Do you see dud? ' 

11 A. Yes. 

12 q1 And die probe region in diese devices is taUdng 

13 about the end (tf* die devices, r^bt, where die active 

14 and return electrodes are? 

15 A. I dunk in tMsparticalar patent, dc/re actually 
14 referring to die entne probe; So die entire metalBe 

17 part of the diaftgoh^fitmi die distal end iq> to i^^iere 

18 diehandbspotis. 

19 Iddttkdufswfaatdieysiieaiiybttttcottldbe 

20 WlOOg. 

21 Q. But around Lines 11 to 15» there is, ODce again, a 

22 reference to tissue contact being madcu 

23 Do you see what Pm referring to there? 

24 A. Lines 11 to-* 

25 Q. About Line 15. 
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1 I^boddsay. 

2 Q. <&ay. And das device is shown to be msested 

3 widnn die volume of die eye. Isdiattme? 

4 A. Y€t» * 

5 Q. ^ffeatisdienodeusmadeof? 

6 A. I C8n*t tell yoa die exact ^ssoedescr^idoa bat 

7 it*s tissue; probably coUagea and some odierstuffl 
a Q. So die ttudeas of diesis a form of tissue; 

9 cwsectf 

10 A. Yes- ^ . 

11 Q. Aid tip of dus probe here» die reason it's shown in 

12 a dashed phantom way Hkedatb because tt^sbctag 

13 inserted Into a sofid ob^ct; lighl? 

14 A. Yes. 

15 Q. And diat$o£d object bdds case is tissue? 
14 A. Yes. 

17 Q. >l6w,Iet«tura»if!stt^toanodierrefercnoe'« 

18 datyoo had talked about a bit «ar&r today, which is die 

19 Slagn^ reference, which is 

20 A. Ibwit 

21 Q. Doyoahavedttt,w? 

22 A. Yes. 

23 Q. And Ibdievedat earlier today you bad testified 

24 diatvaiiousclauttSofdie*882patentanddie*59Z 

25 patent were andcipaiedhy die Sl^ reference; is diat 
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correct? 
A. Yes.Idi(L 

Q. Okay. And you didoH say that Siagtr was lefevant 
to the '53$, but that h was lelcvant to '882 aod to '592? 
A. That's correct^ yes. 

Q. Now; b die Slagcraiticfeptheieaie two tests that 
arc being described here; right? One beiug done in vitio 
and one being done essentially in vivo in a pig; is that 
right? 
A. Yes, . 



1 

2 Q. And fte portions of this article that you wm saying 

3 woe idevant to the *882 and the *592 patent idaled to 

4 d»m-yitro test; correct? Not to the test on the pig? 

5 A. Yon said the in-vitro test? 
$ Q. Idid 

7 A. Yes. 

8 Q. Oicay, The m vitro means what hi this arttcte? 
A. hi vitro sicansit*8 outside (he body, generally in a 

10 d^prqnration of some sort (guess it's the opposite 

11 oftsvivobwhidiismsidefliebodly; 

12 Q. So the tests tiiat were being done ha«^ when they 

13 described the tests as being in vi(ro» those are outside 

14 « patient's bocf^eonect? ' 

15 A. Outside anybody's boc^, any animal's body. 

16 Q, Or human being? 

17 A. WdUIhopeantmals. 

18 Q. FairoKH^ For dv context that brbgs us here* 

19 is being described here as In vitro is somethn^ that 

20 is not done ma living human patKnt;aiiTect? 

21 A. Ihat'sconect 
Q. faistead k is ^tcal^ done m some sort of <6d» 

23 bow|,mAhibcratory;rigfat? 

24 A. In some preparation or taother, yes, a £dL 
23 Q. What is bcbg described hoe in the Slagcrarlick 
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is that some p tcces of aortb tissue from an aoita, from 

a cadaver wete taken and were put into some sort of a 
dish; coirecl? 

A. Yes. 

5 Q. Ihen I think dtat you mentioned earlier Usatthae 

6 was some salroc that was administered and then put into 

7 that same dish; conocC? 
S A. Yd 

9 Q. Now»then:i$Qouid[cation,istheit»a$tohow 

10 the saline got into die (fish; right? 
A. Weil, it has to be poured m. U doesn't just 

12 magicalty appear. It is not specifically said m the 

13 artidediatsomebodypouredm or delivered to the dish 

14 thesalme. 

15 Q. And ccrtamly, there bnodnngm here diats^ 

16 that the fluid was supplied to die (fi^dirough the 

17 electrode that was put mcontaawidi the tissue; righr? . 
IS A. lhac*s correct 

19 Q. And m terms of desoibing the setup for dusSbger 

20 refbenc^ where you have a dish, you have some dssuon 
2t the ddi, you have some flniddiatscsnAow got diere^ and 

22 then you have an electrode dtat gets put onto die tinue^ 

23 then you apply coexgy^st^ly It from a goKrator, yon 

24 would agree v^tfame» wouldn't you^dutdtft is describe 

25 an dectiusurgical system? 
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1 A. lamsony. Can you repeat the quesdon? 

2 Sure. VnuitIaAaskiflg,8ir,isinddsexpeihncnt» 
where you have a (fish, yoo have some tissue in the di^ 
you have saUne that has been put mto die cfi^ you bring 
an ekctrode m contact vriih dio tissue^ and yoo qip^ 
cneigy m a gnerstor, diat is describu^ an 
electrosuigicat^stent Ikoe? 
A. Yes. 

Q. And it's describbg an dcotrosurgical system even 
10 dio^gh we donH have any idea how the fhnd got utodae 

dish ; concct? 
12 A. That's ri^ 

13. Q. And It's an e l e u i o migi cal system even thoii^ the 

14 fhnddidit come mdffoqgk die electrode diat IS 

15 described here in Sb^.oormC? 
A. Yes. 

t? q: Now;tttdiisSlagerp8iettt-«Iamsofry,ituttot * 

18 a patent, it is a p^. In die Slater paper, d»e is 

19 anodier experiment diat is described as we had meniiooed 

20 that is hi a -diat was done in a pig; coned? 
A. Yes. 

Q. And Oey call dtat the hi vivo test; ri^ 
A. Yes. 

Q. And in that paiticdar lest, die articles^ that 
there was a snbnita n eous needle tea cendroetwsloi^ 
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Q. Y«. 

A. Most Ukdy you would, >c$* 
Q. Kow, you also had mendoocd that the Slager article 
talks about suction. I think this was in icfcxcncc lo 
Oaim S4 of die patent tfiat has m it tins 
rcquiicrocnt that dwi be evacuation of flmd; conect? 

, A. Yes- 

8 Q. And if you take a look at die last page of d» 

9 aitide, die second paragraph down, over oa the Iclt-liaod 
|lO ddc» it says one of dK areas dcscmngfiirdicr attend^ 

11 Do you see duit? 

12 A. YcStldo. 

|J3 Q. And mdds part of die article, it IS tafldng about 

14 bubbles being generated when dkis device is used; right? 

tj5 A. Yes. 

16 Q. And 50 it says that one could look mto using «, 
|n quote, sucdontedauque, do yott see dial, to so^ 
J8 probkmofdi6bd)Ues;iigld7 
jJ9 A. Yes. 

20 Q. AndfatcnnsoftWssucdontedmi(pje,diesoctiott 

hi tcchmqwdiat is described bere» it doesuH say w^ 

02 die suction hmicn would be fliat is pctfonmng die sucdoo; 

23 ri^ 

24 A. ltdoesnot 

125 Q. ltdoesntevensaywhatltisdiatis8t«»^tobe 
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1 cadaver. 

2 Q. And d» energy wasa*t being applied to a patient, 

3 wastt? 

4 A. WdU from die perspective ofa patient being 

5 icfcned to as someone d0t is alive, diat*$a»rcct 

6 Q. And so in terms of die tissue^ dnt wast cadaver^ 

7 Che dssue was taken from dttcadavcr^i^aoed into a (fish; 

8 ri^ And died energy was a|»pUcd to it didc ltwasn*t 

9 oaanasujnalorabnmaiibdngorwhat-have^ouatdietuDe; I 

10 li^ 

11 A. Ri^yes. Hk tissue was not living dssue. ft 
Il2 was fanmaatissuey bat it wasnt living tissue^ 

13 Q. It wasn't living tissue and it wasnH en d»padent*s 
H body wbca die energy was q>pUed;cotrcctT 
15 A. Ihat'stiue. Tbeieasoalambe^dttgis^die 
1^ aorta b part of your body* 

17 Q, I am not saying it's not tissue. My question is, 

18 when die energy was applied, it wasnU on a patient's body. 

19 bdiattru^ 

20 A. Tharstroe. 

21 Q. Now kfstate a look at die 'SW patent Youhad 

22 mentioned diat die Slsgerartide is also rdevant In 

23 Oaiml of die *&S2 patent; ligMt 

24 A. Yes. 

25 Q. Andagmtee,wehawdeSlagerartidehasm 



1 used to suck sway die bubbles, does ii? 

I 2 A. Ka ^ 
3 Q. So wedonHtoow&omdusdcsciqrtionwheacr te 

I 4 suction would be talkiii^ place dirough a luincndiat is 
5 adjacent to an electrode, do woT 
I 6 A. No, we don't 

7 Q. Now, I had some questions for you. also, about the 

8 Manwarii^ patent Actually, let's stay on Slager for 
I 9 juslamimrtc,bccaascIdiinkIforgottoaskyou4 

10 qwstiwi. Tododiat,ldnnklamgoingtonccdtoput 
III up one ofdie claims from die '592 patent. Here at die 

12 vciytop.wchavcClaim23,anddiiss^aincdx>dfor 

13 applymg electrical enwgy to ttar^ site CO *ebo^ 
|l4 stmctuiedKd is <m or widnn a patient's body. 

|l5 Doyouseediaf? 
|I6 A. Yes. 

|i7 Q, And It looks like that box over dieic was diedood 
Its inbladc^doyouseewbatltmrefcningto? 
{19 A. Yes. 

120 Q. Now, would you agree widime that in die Slager 
|21 articK in dK in vitro test we were talking rfwilt, the 
122 energy was being applied to aortic tissue diat bad been 

23 taken from a cadaver a couple of d^ before; Is diat 

24 r^7 

25 A. lam not sure about d)e time. It was taken trwi a 
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1 chedcmark by it next to dus language from O^l; . 

2 coifocQ 

3 A. Yes. 

4 Q. And d» language dwc IS a mcdiodlbrapp^^ 

5 encigy to a target she on a patient bo^stnictBic 

S comprisn^^ 
7 DoyousccdMt7 
g A. Yes, 

,9 Q. And once again, d» tissue to wfaicb the energy was 

110 qypliedsidieSkg^artidewasttotongerpart^a 

111 living faumanbeh^omecl? 

12 A. Conect , 
1$ Q, Tlie tissue at «iat point hi time was dead; njW? 

{l4 A. Conect 

15 Q. AndsoAeiewasn'tanyq)plicationrfeDergytoa 
|l6 patient was tbeie? 

n A. Now - 
18 Q. Did you bear Kfr^ktasden'sopemng Statement? 

Il9 A. Yes. But djat*s been some tune ago, 
|20 Q. But da you lecalldiat Mr. Maisden was suggesting 
I21 dntSnudiA Nephew didnUhifnnged«roediodd^ 
j22 itsclfbccause it was m die busmess of making aai 
[23 selling dcse devices, not usir^d)cra;coiTea? 

24 A. That'sconect 

125 Q. And not using diem on patients; r^bl7 
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1 A, . That's corrot 

2 Q. And so he was saying that dicy didn't, Sraidiit 

3 Nephew didn't inlnnge.diese method cbisns because they 

4 ddn'tperfonn the surgeries themselves on paUcnts* 

5 bodies; right? 

6 A. That'scontct 

7 Would you agree widi him that if yoa are not usbg 
g ' the device 00 a patient's body; that you aie not 

9 infringingClaiml of die 'Sn patent or the intfhod claims 

10 orthe'592p24entr 

11 A. Yes. 

12 Q. How, since we have die *6S2u|S lei me asic you some 

13 questions about the Manwaring icfcrcoce. This is the 

14 M3S patent And I apdogi2e» sir, I believe diat*s 

15 mx^ 

16 A. Ihaveit. 

17 Q. Now, as far as die Manwaring patent goes, once 

1$ agam,bcooncctioo with your woric as an expert b tins 

19 matter, when you pr^artd your expert rq>ort, you didat 

20 pcrfom tests using die Manwaring device to see vdieilier 

21 or not it emitted photons in die tdtravidct light; 

22 cornet? 

23 A. Ifaat*sconcct, 

24 Q, Now, when you wete analyzing die Saphyie bipolar 

25 ablation prob^ I take it diat you also didnt do a test 
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1 

2 Q. (Gontinumg) And Figure5 is a doseup of thet^ of 

3 the Manwaring device; correct? 

4 A. Yet 

5 Q. AndthcrcisalttdercgioQd)credv3t,hcre,where> 

6 the tip, it says it's ia a fluid-raied medium; bduft 

7 right? 

S A- Yes» 

9 Q* And d)ea here. Item 36, we have die tip of aa 

10 dednxie; coiicct? 

11 A. Yes. 

12 And diea over here, it says tissue over to the right- 

13 hand side; conect? 

14 A. Yes. 

15 Q. Ndw,iiiGolumn7ofditspateat,dKie isa 

1$ discussioo about using an embedment of this device wfaete • 
17 fluid is not delivered through the device to the tissue; 
IS correct? 

19 11iat'satCpluRm7aroQttdIiiiel9? 

20 A. Ob. Column 7 sa^ - <dcay. Cblumzi 7, line 191 - 

21 Q. Right TLat says if die source of pressurized fluid 

22 as ilhistretedb figure 2 were omitted; coae^ 

23 A. Yes. 

24 Q. How we're talking about fhnd not being deiivaed 

25 to die re^on of die body that is being treated iKve; 
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1 backat that time to determine whether or not diose 

2 emitted UVlig^cidnv did you? 

3 A. When you say aoatyzing^aie we talking abbot the 

4 experiments I <fid7 

5 Your use of the device prior to die time yea 

6 submitted your expeit report, you (fidnt lock at wisetber 

7 tiwse devices <£d or <MiH emit ultraviolet photoii cite; 
g Isdiattnie? 

9 A. That's CQfToct,yc& 

10 Q. How, taking a look here at die Manwaring*I3S patent, 
|] wi^doatwepolli^F^weS? 

« 
13 
14 
15 
16 
17 
» 
19 
20 

Zl 
22 
23 
24 
25 
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1 We're not affirmatively dcfivcrittg the fluid? 

2 A. Ihafsrisht^ 

3 Q. And so it says for diis device to work; you need to 

4 essentially sud: some of die fluid, it mig^ be the 

5 cerebral spinal fluid, diat'sb the working Add bto 

6 tfietq> of the device; eorvect? 

7 A. Yes, 

S And when you sudc that fluid btodse tip of die 
9 devioe,diatfliddlsgobgtobe btbevidnityof die 

10 t^ofthecbctrod& 

11 MILBOBROW: tfwecanput\q>Figure5 agaia.r 

12 BYMILBOBROW: 

13 Right So here we have Figuie5» and if some fluid 

14 is drawn in, die fluid is going to be bdus legion bcR^ 

15 ri^nexttodusN&36ofdieprobe;rigW 

16 A. Yee, 

17 And die flidddiat is gfttog to be brought into die « 
IB ttpoftbattx^isgoingtobebtfaevidnityof die 

19 dssue, if diat you are trying to treat dus tissue here 

20 that is shown here b Figure 5; right? 

21 A. Yes. But presumabljf it could also be from areas 

22 diatareootadeof diat^Mcifklocatioo. 

73 Q. Ri^ But you are not going to take the fluid 

24 from dusrcgioa at the tip and sudc all <^ the fluid w^ 

25 over here, way up into the device and leave no fluid down 
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I at the tip, aie you? You're going to suck fluid tn,$» 
2 ' (bat dectrode tip has some fluid m contact with it; 

3 rigW 

4 A. Ofa»yes. 

5 Q. Asd that Add tbat you sudciii» there is going to 

6 be some fluid right dioc at the tip of the device aod 

7 right there on tissue aadyoQ are going to s^p^ 

8 coogy to that; right? 

9 K Let mc see if I understand what you arc saying. 

10 Are you saying ttKrewtil be Add inside this space beie? 

II Q- Yes. 

U A. Is dot what you are saying? 

13 Q. Atthe very tip of the device; when you sodc sosie 

14 of the fluid hi» you win have fluid at the very tip of the 

15 device? 

16 A. Yes. 

17 Q. And dsea you win apply some cnersy to that; 

18 A. Yes» when you operate die device. Yes* 

19 Q. Ri^ Andthea^tei^q>plytf»eaeigy»yQOget 
10' ^arldng^fi^ 

21 A. YCSL 

n Q. And dm what this patent tdk you is that you get 

23 dtt sparking and that spaHdngdKO leads to the 

24 vaporizstioQ of the fluid; Gonoot? 

25 A. htthlspardcubr-yesL Yes. 
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1 A. Since die CodnianME 2 device essentially practices 

2 Dr. Manwaring's patent, I dtdnH have to^ icouldbuyooe. 

3 Q. Dutyottdtdntbuyooe? 

4 A. Ha 

5 Q. So Tin asking you, sr, whether you built oiie? " 

6 A. Oh. Mo. 

7 Q. Okay. You £dn*ttiy to build a device that -using 

8 die ^w^icadoB and the Gk^ try to build a device that 

9 would be cooststcot with the teadiings of the pateal? 

10 That's an rm asking. 

11 A. Yes^buttetmebedear. WeYetaQdng about 

12 building a device that would pracdce the corrected Cairn 

13 I? 

14 Q. Goodqiuesdoo. The aoswer is yes. IKd you attempt 

15 to build die device that would practice die corrected 

16 Claim 1 at the dntt you were ddng your work, on your 

17 expert iq)ort? Did you build such a device? 

18 A. Nd Eecause I abeady developed devices dtttm^ 

19 dvt 

20 Q. But you (fidnH try (obmid one yourself? 

21 A. I got one sitting on sny shelf on my bookcase at* 

22 hone. 

23 Q. You <fida*t build ooe»stf? Could you answer die 

24 <|uestibo? 

25 IBB OOtntT: riease just answer die quesdoQ.-. 
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1 Q. AQrifilit llow^yoa had neotboed before^ yon 

2 b3d$oaie4{iiesiioa»andIlbSrikitwa$yosro^njoate 

3 tfd)hckhi^te*882p«teat»ifll'»YaBd,iheayott 

4 had,itwasyoar«piaiMaititwtsa'tcnibl6d;iigfa^ 

5 I thiidE ycNi oficred "ttat ofniAai 'tis siondBg CIO yov 

6 direct cxasuDfttiMi? Ordidlgetlbatwraog? 

7 A. Widiouigeniiig into Ihe legal terms here» if thtt 

8 pateatiivaSd,itqipfiestoaloCofod)erd6viccs 

9 aie process devices. 

10 Q. Okay. How;hicoAoectIoaiidihyoarwodcondrfs 

11 inatterybowmaoyhourihaveyoaspeatoathbinattervp 

12 tfarmtgh today? 

13 A. l^difotts^lodqrr 

14 Q. Sore. 

15 A. h^hctwcBOtfncB and four bawfaaL 

16 Q, AndalloftboseftceeaadfoarhDadsedhottxswen 

17 tanipcimtodatSI50aahoac? 

18 A. Tbar« cocieet 

19 And you^wbeea paid l9Siniih&Nq>lcw for >oarwoclc^ 

20 is dntconecft 

21 A. That's conect 

22 Q. Hov» in connocdbo with XQ« toe and four hundred 

23 hours of wodtyoa spent oa^mattor,^ you attend «> 

24 biuldadenceihatiftouUemliodyaaiDi loffhe*882 

25 patent? DSdyoutyytotmSdii? 
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1 THewmiESS: N^Ididaot 

2 I dioos^ I afaeady answered tfie <|De$tioii. 

3 BYMfLDOBROW: 

4 Q. So now, as far as die teachings of the *882 patent 

5 go^wooldyooagreewithnediercisatfiscussionintfie 

6 '882 patent of some of die prdened ways of trying to 

7 pracdeeOaimt of die *S82 patent? 

8 A. Yes. • 

9 Q. Would you agree witfiBiettieie are prefetxed voltage 

10 ranges that are set focth? r ■ 

11 A. Do yoosuod if hade to Ae patent? 

12 Q. Please; 

13 A. Yes. 

14 Q. And in addition to piefcned voltage ranges there 

15 are preferred inateriaUwidimstnictioo for die electrode; 

16 cdnect? The active electrode? 

17 A. Yes. '* 

18 Q. Ifyontakealod^nr»atd»bottomofCokinml6? 

19 A. Ifoundit^yes. 

20 Q. And it says, it refers to metab like titanium and 

21 phitunmi. 

22 Do you see that? 

23 A. Yes. 

24 Q. And dtts also gtvts preferred fretjoeiidcs; coned? 

25 A. Ycs»itdoc& 
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Q. And that*s at Column 13; right? 
A. Yes. 

Q. And the voltage range, the preferred ones aie also 
set forth tn Cohunn 13, aren't they? 
A. Yes,' 

Q. There is also a prefened fluid that is supplied 
and that's in Column 12, right, at around Line 3S. 
A, Yes. 

Q, And it also provides preferred power levels; li^it? 
A. Can you direct me there sol don't- 
Q, I can, Vm sorry* This is at the top of Colurna 14. 
There is a range preferred power levek 
A. Yes. 

14 Q. And also there are preferred contact surface area 
values for the active electrode m Column 15; rigiU? 
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A. Yes. 

17 Q. And tf)ere are preferred distances fromHie tissue 
that are set forth at the bottom of Colmnn 15; i^blT 
A Yes. 

Q. Now; in connection with your work hi Ais field of 
21 electrosurgcry» I think you testified Aat you had a 
couple of patents that had issued to yoa I think you 

23 said five? 

24 A. Five total, two in elcctrosurgery. 

25 Q. And in connection with the patents ihatyott have 
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1 infringes the patents; correct? 

2 A Yes, the accused products. Yes. 

9 Q. Fairenough. And tn terms of the use of that, you 

4 woe being assisted in your use by a laboratory DBna*cr, 

5 correct? 

6 A. Yes. 

7 Q. There was somebody from d)cre from Smith &Nq>hew 

8 who was assisting you with the setup of Ibccxpcrimenl 

9 and the operation of die devices; correct? 
to A. lhat'sconect 

11 Q. And you had a chance to use, at a very mimmum, the 

12 Saphyre; conect? 

13 A I used all throe products, but I did use the Saphyie. 

14 Q. And when did you these tests, there were recordings 
" madeofwhatwasgdiigonittsideoftfucadavcr^ioulder 
1^ where the'experiments weietakiqg place; rigfaC? 

A That's conect 

Q. And that was done throng sosne sort of a scope; 
coll e ct ? 
A WcU- 

Q. There was a litde video camera? 
A Yc^ There was a little video camera that was * 
attached to die scqw and tiut did the recortfii^ 
Q. When you did the rcconfings;dx>5e were actually 
permanently rtcofdcd onto a on correct? 
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been hivolved in writing, I take it it's true that wfaea 
you were writtng those patents, you would say what yoo 
believe to be aprefcned way of practiciog fbt tnventioiis 
that you had come iq> with, right? 
A That*sconeet 

Q. And <fid you tbat so that couM give some guidance 
to people who were rea^fii^ dK patent once the patent 

8 expired how to duplicate the device; ri^ 

9 A. lUght 

10 Q. And it*s your expectatiofl^tsoH it, that a person 
of skill m the art hi iookmg at a patent would lo(A at 

J2 what Ae patent itsdf, the preferred ranges, the prcfencd 

13 materials, the preferred voltages and Merest to try to 

14 Itguie out how to practice d»inveotion;cQxrecr? 

15 A. I would expect they wodd use diat as tleirstaitii^ 

16 pomt,ye& 

17 Q. Kow, sir, I heard your testimooy earlier and you 

18 had mentioned that you had actually used some of the 

19 accused products at the Smith ^^N^diew, I think it*scaU^ 
30 a Moskills lab; is that right? 

A. Yes. 

Q. And where is that? That's m Massadinsetl^ 
A. Yes, Massachusetts: Mansfield 
24 Q« Aod you went out to d»t facility and had a chance 
to use the accused the products^ the use of whidiusc 
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A. Yos. 

Q. And you ended up savhig that data and produdag it 
in co im cc t i oo with this cas^ eooect? 
A. Yes. 

Q. And mformmg your c^xnion about how the devices 
wtKl^ you actually considered diat hkforaiatioo m 
determining whether or not d»e was cr wasn't 
mfringement by the ficcused product^ right? 
A Yes. 

MR. BOBROW: May I approach; your HocuM? 
IHEOOCAO^ Yc9;yoQm^. r - 

fiTMRiBOBROW: 

Q. rmsinq>fy showing yoOi and I know you cant lock 
hiside of a case I apologiie m advance^ but d«c was 
a CD diat was produced to us with diis producticQ imniber 
SH107SS. it*s since been labeled f X-104 and tt was 
represented to us diat dus was a set of recordmgs of € 
some of the work diat you did on die cadaver, r&simply 
have to make that rqiiesmtatioo to you because I obviously 
can*t diow it to you unless we pi2t it up on die screen. 

MR.B0BROW: Iwoold move this CD mto evidesoe: 
MR.MARSOEhfe YouT Honor» We'll d>|ect to fts 
being moved into evidence. If hemtendstouseitfor 
impeachment, that is one matter, but it's not i^ipropriatB 
to move into evidence with our expert witness. 



J 
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1 TOE COURT: wdl,rmiiot sure about that, but 

2 the problem is ^dooUgeimUy- this is» the c]d^ 

3 is a test that the witness perfonned? 

4 MSL BODlbO^ That's conoct. 

5 iHECOUStT: I guess my problem is if this 

6 witness isnHfte land of wiins5v^ln>t«^yti» 

7 products, Tm not sate what the lekvaoce is or if Ifae 

8 relevaiK» is itot waived by prqiidice-witfioulfaio^^ 

9 what ^ is. rm not sure what why it ^ukl come IflL 

10 Maybe we si)ould have aadebar. 1 
11 

12 (Sidebar cooTcTCQce^ out of the hearing of the J 
U jmy, as follows) 

14 MR. BOBRDUft ilus is a videotape ihatdsls 

15 witness took so d»t he coold understand hcvr die devices 

16 operate. And It lecoids that He was being assisted by 

17 soind)ody from Sinidi&Nqihew at the time and so»gi 
It that, what I would Ulx to be able to show just one dip 

19 that be used to dbow how he used the device and how he 

20 opeiated it and how Ifae device fisoct^mediodde of die 

22 How, Dr. Choti WIS allowed (» his <finct 
73 examination to diowt^>es of (he ones d)at he actuaOy 

24 pitpaicd & is not an anhfoscopiestfgeoo either, bol 

25 v*at it doei^it gives diejwya good sense <^vid»^ 
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1 courtroom when it was played, but apparently he did play 

2 some tapes of tests. 

3 MS.MacFEluUH: Hedidnotplay anyon <firect, 

4 but on cross played the tape of the experiment 

5 MR. sOBitOW: There was a Control RF experiment 

6 from Dr. Choti that your Honor allowed to be played on 

7 cross-examinadon to show how the Control RF device 

8 interfaced widi die ds$t)e» its rebdooshq) to die 

9 tissue was, and Uus is an idendcal situation except 

10 it's das witness and a dincrcnt product 

11 THE COtlRK And whose witness was Dr^Chod? 

12 1 can't even remember. 

13 MR. BO&ROW; i^.Choti was an expert for Smith & 

14 Nephew. 

15 MR.MARSDQ4: soapparcndyoocrosstfaete^ 

16 they used one of lus dips: 

17 MR.BOBROW: That'sright 

Ig MR. MARSDai: 1 don't know d»tdiat makes it 

19 riglittodoitagdii. Idon'tdimkit'spardcttlady . 

20 helpful, particdariy if you havo a sdectedd^. There 
31 is a lot of other ^ps. 

22 MR.BOeROW; IqidogiSB; 

23 MR.MARSDEK: Thejutyhasseenttbttseor 

24 in sales videos, which is an iix^)ortant consideration for 

25 whether thae is infnngcmcot That's how we tdl doctors 
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1 shotttder space is like and how die devices fit inside the 

2 Moulder* 

3 TOECXKOT: wdLlstofor-Ican't 

4 reiacmbcr whether dwsewcxciatiodoccd. What b die 

5 idevanoe? nhmdoatemeben; 

$ MitBCBROW: whatIwisttotryto^K)w;te 

7 devices can be used and are deogoed in a way sudidiat 

8 dcietumdcctrodedoesaH need to be contacting the 

9 tissue white it*$ inside AepaticnVsbody, So here I 

10 want to show one dip where there are times when itfs 

11 not in contact and essentially be was able to observe 

12 there are times when il was not in contact. 

13 TiiECOURn itll me somedung. All die clips. 

14 we've seen for purposes of infringement, were Aose actual 

15 suigcfics or were diosc just pcc^leplagfing with tfac^^ 

16 MiLBOBROW: wellywebsveseencwotypes;. We 

17 saw Dr.Choti, and that was iaade of a cadaver. And&en 

18 we've also seen some diat were actually on live patients 

19 where there was blood present So that was either on an 

20 animal or that was one faunan being* bittscanelhingwfaett 

21 btoodwa^nowii^ Ihere is no blood ftowing here. 

22 THE COUKft Let's hear about Dr. Chotl's dips, 

23 because I can't lememiber winch ones those are* 

24 MILMASSDEK: YOQrHonor,Iwastr^ngtoget 

25 assistance on that mysdf. I'm not sure that I was in the 
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1 how it should be used. That's how we tdl sakspeopfe to 

2 show doctors how It sfaotild be used. And diat would be dK 

3 lekvaooe. 

4 MR.BOBItOW: if I may make one moie comment 

5 Dr. Chod testified diU; on lus direct 

6 cxamioation,tedx)cader, the cadaver was actually veiy 

7 mudiakintoatiiingdioulder. laodierword^dMtit 
g hasn'tbeea obliterated, diat it hasn't been dama^ but 

9 it was very imich like a icgnlar human shoulder. Sol'd 

10 like to dwwdds to dsow indeed diete are lots of spaces 

11 InihBsboalderwberedttrearelotsofroomanddiata 

12 surgeon can manipulate the device in a way and a perm 

13 can mamptdate the person ui a way sudi that the return 

14 doesn'tcootaot 

15 MR. MAJtsOE)^ Your Honor, if they wanted to 

16 do diat,d>eycodd have had their expert do die expetimenL 

17 MR. BORROW^; Ha We tried to have otvexpot* 

18 look at these t^ and testify about di8t,biit that was 

19 preduded. 

20 . MR. JOHHSim Your Honor? 

21 TOE COWtn It's pieduded by whom? 

22 Mi-BOBROW: By your Koox. Yes, yott ruled . 

23 that siooe it wasnH in his expert report, he couldn't 

24 talkabout^ SordlikBtohavetepcrsoiiwiio 

25 actually geaeraleddils tape talk abottt It 

• P4oi» 1444 
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t THE C30URT: so yoa were saying Dr. Oiott 

2 couldn't talk aboot it? 

3 MR. BOBROW: Ko, Dr. Goldberg. I'm socxy. 

4 Tim are too inany witoessesL Dr. Goldberg coulda*t talk 

5 aboUit. Couldn't talk about Dr. Choti's or Dr. Taylor's, 

6 I'd like to ask Dr. Taylor about Dr. Taylor's video. 

7 MR. JOHHSTON: Tom Idmstoo. 

S There is one other difference. TlMydidnot' 
9 do the test oo the same shoulder because tb^ie done 

10 \vceksapart»attdIbd2CWthatDr.Ta^or*s^ioul(ia'ha^ 

11 been scoped several times. Hot as represents^ as Dr* 
U Cbod's. 

11 IHECOUBT: WasthcxtanyobjccttoatoDr. 

14 Choti's being used? Like there is now? 

15 MR. BOBROW: No» there wasnt. Itwais 

16 admitted Into evidence witbotxt objectioQ* 

17 THE COURTS Welt, I guess if I didnt rule OQ 

18 this issoe before; nyrcacttoo to this Issue is that Uns 

19 IS an ea^oeer playing with a dead body and it cant 

20 possibly be used for purposes of In&ingemeat ImeanI 
2t just diink it's not appropriate. So the obfoctkm ts 

23 MR. MARSDEH: lhank you* your Honor. 

24 MR. BOBROW^ ihankyoUiyoorHbcMr. 

25 (Bid of sidebar confereooe) 
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1 

2 Q. And you have seen tlus document before, haven't you? 

3 A. I think I have seen parts of it 

4 Q. Okay. And if you turn to Page Ora6$07S, you can sec 

5 that this page Ulks about S^abladon probes. 

6 Doyouseethat? 

7 A. Yes. 

8 Q. One of those probes is the Saphyrebip(toabla&m 

9 probq correct? 

10 A. Yes. 

11 Q. And SW stands for Smith A Hq>hew;i{gbt? 

12 A. Yes. 

13 Q. And if you go a ItnlebU further into the document, 

14 at ORA(50^, there is n document dierecaUedManagiiig 

15 Scrgeoo E3^)ectatioiis. 

16 Doyouswthat? 

17 A. Yes: 

18 Q. And this Is taUdng about Saphyre suction probes; 

19 rigte? 

20 A. Just let roe read it for a second. 

21 YcSL 

22 Q. And the Saphyre suction probes axe deagncd SO d»t; 

23 for example; dieywiU dear bubbles that are gtmerated 

24 when die devices are used in these aithrosoi^stffgaies; 

25 ooneel? 
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t 

2 MR. BOBROW: UbSics andgcotkmeD» I ^logiB 

3 fordiedelay. 

4 -Why doat we move on to another cxlabiC? 

5 May lapproadi, your HoQOC? 

6 THEOOURTt .Yes»youmay. 

7 BY MR. BOBROW: 

S Q. Let me show you FX-324. rx*324ts already IB 

9 cvidcaoe»«h 

10 A. Ohy. 

11 Q. And PX'324 b catted Competitive Selling, ArthroOare 

12 with the name Rob Gnflm. 

13 Do you see that? 
M A. Yes. 

15 
16 
17 
18 
19 

:io 

21 
22 
23 
24 
25 


PageU 

1 A. BtMks and odwr debris; yes; 

2 Q. But indutfing bubbles; 

3 A. Indocfingbubbles^ycs. 

4 Q. Ihe second ballet point here says; quote; DmsQg 

5 use keep the electrode Icvd with the target tissue Ibr 

6 t^timalcvacoatioo of bubbles; 

7 Doyouseediar? 

8 A. Yes. . 

9 And wfoea it says levd tbere, that Saphyie probe 

10 actually has a flat active electrode face; conect? 

11 A. Yes»itdde& ^ 

12 Q. Aixiitsays«-wfaatIampointhigu>beiewiihiBy 

13 lln^ to PX-544, this is d» active electrode t^;ri^ 

14 A. Yei;itls. 

15 Q. Waydowabere? 

16 K Ya. 

17 Q. And that wodd then be presented to die tissue sndi 
IS astfat$;eorrect? Itsaystobolditflal;ri^ 

19 A. lhat*swhatI woi]klmfer,ycs. 

20 Q. And you have inspected these probes before; corrrct? 

21 A. Oh, yes, 

22 Q. And when you look at these pn^^cs, you can see that 

23 the return electrode is actually recessed s^newiiat from 

24 die plane of the face of the active dectrode;n^it? 

25 A. SIi^y»yes: 
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1 Q. Sotf I were to tx>ld this active ckctrode on dial 

2 desK that glassHop desk r^Mtheit, and I held that 

3 active electrode flat, paralld to the dedc, the retuiu 

4 electrode wouldnH touch it, would it? 

5 A. No. it wouldn't 

6 Q. BecaiiseitV recessed somewhat; concct? 

7 A. I am presuming youaie holding the |»robe, die shaft, 

8 paralld. 

9 Q. That's 

10 A. Okay. 

a Q. Now,ifyoatalcealook,also,atP^ORA6S095, 

12 again, it's taDang about managing suigconexpcctations* 

13 Andwhatisdcpic(edtheieisd)etipof one of these 

14 Sq>iiyic probes; cmect? 

15 A. Yes, 

16 Q, And yott can see there that the very tip of the probe 

17 bends down at sort of a right angk so *at the -where 
IS diose little lightning bolts and bubbles are» dial is the 
19 active electrode face; rij^il? 

» A. Yes. 

n Ami ti^e tf^ afrtive electrode face is shown beintc 

22 paraM to die tip; right? .That is what bbetng 

23 dq)ictBddieie? 

24 A. Yes. 

25 Q. And dx^ return ekctrode. as we are looking at dus 
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1 A That's cocrect 

2 Q. In desorilnog del it says, quote. Tight seal betvtm^ 

3 probe and dssue causes steam bubbles to f<Mm under 

4 dectrode which allows an arc to be created aad ablation 

5 tooconr. 

6 Doyottseednt? 

7 A Yes; 

8 Q. AoddoyouuttderstaQd.diatdiatis»mdeed»bowdie 

9 S^yre bipolar ablation probes work when they are in 
to opcratioQ? 

11 A I dttok die answer to your question is yes. They 

12 sort of omit die step diat you got to apply coeigy to it 

13 to get to die arc and so fordL But I dunk die idea is 

14 it forms a steam layer and eventually an are is generated 

15 and diat ablates the tissue. 

1$ Q. Now, an of these devices diat have been accused of 

17 tnfnngexxttat,aaofthemrequiieandectrieaUy 

18 condocdve find to woik; right? 

19 A. Yes. 

20 Q. And you did some tests, didat you, when y«m were 

21 woikiiv on and kokiog at diese various devices; rl^ 

22 A. Are you taUdng about the cs^erimentswidi the 

23 cadaver dioulder? 

24 Q. lboseaododiers;ri^ 

25 A Those are die best tests that I did, yes. 
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1 figure, would be off and to die left; coned? 

2 A. Yes. 

3 Q. Tbat is wine the letum electrodes would be? 

4 A. Y«. 

5 Q. And you can see here, blown iqj somewhat; that; 

$ indeed, die return electrode in diatporticm of die shaft 
7 is recessed £rom the tissue that the active electrode 
S faoes^tottddngther^ri^ 

9 A. Indii$cross-sectk)a,diat'sccnect,yes. 

10 Q. And tiiere is an arrow pointing to the very tip of 

11 the device, and the very tip of d)e device has diose two 

12 points, do you sec dmn, on die left and the right? 

13 A Yes. 

H Q. And diat'sintraded to depict diat die active 
15 electrode tip is in c<mtactwidi the tissue, rigln; at 
1$ d)oset^)^ 

17 A. if you actually take a look at die Saphyre 
is active electrode, it's got four little points durt stick 
19 I thmk that's what diat is depictir^ 
^ Q. So diose two little sharp poinis on ddier side, 

21 diose are in contact diciewidi the tissue; ri^ 

22 A. Yes. 

23 Q. And then near the face of die active electrode, or 

74 it looks like ifs little lig^ng bolts and some bubbles; 

25 ri^ 
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1 Q. You also <fid some tests b<fistiUed water, didn't 

2 yoi^ 

3 A. Yes: 

4 Q. And ifistilkd water is not an ekctricaOy conductive 

5 fhn^isit? 
« A. Ho. 

7 Q. And you tested the Sq»liyie device, for example, in 

8 distilled waier;diiki*tyoti7 

9 A Yes. . 

10 AnditdidaHwi^ifidit? ^ . 

11 A. N6,U<fidnot. . 

12 Q. And you tried it in» you tried to use die Control 

13 RF- 

14 A. Can laaake just one comment? 

15 Even though I Icnow I said distilled water» it 
1^ codd also have been ddoaizedcfistilled water. Ibatts 
17 a littfe<fiffetent than regukr<fistillcd water. '* 
It Konetfaeless;UdtdR*twoik. 

19 Q. Andbodiof diose,deiom2edcr<fistillcd»diey8re 

20 bodiekctricallynonconductivcd)^ would be catcgoriacd 

21 as such m this fidd; correct? 

22 A. Yes. 

23 Q. And when yoQ put die Control RF in das 

24 ttonconducth«ai£d»ilalsodidnHwQik,<fidM? 

25 A. That*sconeclL 

' ^ «^^n n^^^tA^O 
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Q. So these devices, to work, require the pfcscnoe of 
an electrically cooductive Ruid; fight? 
A. Yes. 

Q. And all of these devices work by creating a curieot 
flow patbTbetween the active and the letum through aa 
electrically conductive fluic^ right? 
A. And the tissue. 

Q. And when diese devices are used by doctOK$».they ait 
always used widi an electrically conductive Huid; concct? 
A Yes. The instructions for use ^>ecinca!fy say diat 
Q. And in terms of arthroscopic procedures; chose am 
the procedures diese devices arc designed for; right? 
A. Coned* 

Q. When those procedures are done* there is alw^ 
15 eteetrkally conductive fluid inside die joint space; 
coned? 
A Yes. 

Q. And these devices a» used in thai electrical^ 
c ondu ctive fluidfe ri^ht? 
A, Yes. 

Q. And tfieytMcd that electrically conductive Ihnd in 
wder to vroik and treat tf» tissue inside of diose joint 
spaces; ri^it? 
A Yes. 

Q. And if ydddidn*! have die fluid in dieie, the 



Thiursday, May 8, 2003 
Pagcl4SS 



1 THECOmcR Rediiect 

2 R£DIR£CrEXAMIHA1K>H 

3 BYMJLMAKSDEN: 

4 Q. Good afternoon* Dr. Taylor. 

5 A. Good afteniOOT. 

6 Q. Just a few questions. First of all» was there 

7 anything in Mr. Bobrow'squesdottingcfyooheie on cross 

8 d)at has caused you to change w reconsider any of the • 

9 opinions dut you offered daring your direct testimony? 

10 A. No. 

11 Q. Just to follow up on one of die last pomts that Mr. 

12 Bohrow made about boiding die devicckvel^ I guess v«e 

13 could take any of these devices and hold diem levei» I 

14 dunk yott talked about it m reference, for exan^Ie^ to 

15 adesktop. 

16 DoyouienKmbcrtfiatqaestioa? 

17 A. Yes. 

18 Q. bdm anypartofdieinddeofajoinCtet 

19 looks like the top of a desktop? 
2a A. Hbtton^icnowled^ 

21 Q. Docs it make sense to talk about keeping soinedu^ 

22 parallel in die context of a jmnt? 

23 A. Ho. 

24 Q. I wanted to return to a couple of Other ]>oittts that 

25 Mir. Bobrow raised just briefly. First* be talked a litde 
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electrically cooductive fluid in tikcze, that was 
adnimistiTed to d^tooe or d>ed>oulder, the devices 
wouida*tWQrie» would fhe^ 
A. Wdl, in die case of d» RF portion it does, 
because yon are talking about whedier or. not odier 
devices — 
Q. Right? 

A In the case of other devices, when Bctivateci it 
would wori^ you certainly would have electrical^ 
10 comhictive fluid bihejoint spacer since aithroscopy is 
^ways used widi dcctrically coodnctive fluid, you would 
noeddst 

Q, Even m die case of die EtodroBlade, you beard Kb. 
Drucker testify yesterday dutt the inost popular inode of 

15 this operation of dnsElectroBlade device is die 

16 rimultaneous cutdng and coag inode; r^ht? 
A. Ibat^scocrect 

Q. By amultaneous cutting and coag; that means dnt 
19 die RF is on; correct? 
A. Yea. 

Are we finished with this so I can put it wmyj 
Q. Yes,Dr.Tayior. 

Dr. Taylor, I believe that I floishcd my line 

24 of questions and I appreciate your time. Thank yoa 

25 THE WITNESS: Thank you. 
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1 bit about die Doss patent 

2 Do you recall that? 
$ A. Y€& 

4 Q. In particular, be was asking yoa about the two 

5 dectrodes In the Doss patents 

6 A. Right 

7 Q. Do you remember diat? 

8 A. YeSL 

9 Q. I dil&k die pmnt of his question was, he was tryiDg 

10 to suggest to you there may not be a return electrode til 

11 die Doss patent ^ ' 

12 Did you underKtanddiatr 

13 A. 1 think dat was die line of icasoune, yes.' 

14 Q. DiddieCotttgtvetisadeftmttoQoficcum 

15 dectrode7 
15 A. Yes* 

17' MR. MARSDEN: can we pull 19^ please^ 67% * 

18 Gary? If youcoaIdgotoParagrapli9,plcaseu. And blow 

19 V|iPara^q)h9»plea8e. 

20 BYMILMARSDm 

21 Q. Did you use die Court's deflnitioa of return electrode 

22 in determining whedier or not the Doss reference had a 
ty retUTD dcctrode?. 

24 A. Yes. 

25 Q. And what is dscridcal dement of d» Court's 



ArtlnoCaie v. Smith & N^hev, CA 01-504 (SLR) 



Page 1453 -Page 14S6 



A 15537 



Jury Trial - VohiiDC H 



CoDdcitsdt^ 



Friday»May9» 2003 



If ^ 

rtl^y. Iter 9* 
U 

14 KIM} MOMMBU SOK I. »0BSB90I# Od«t Ald««« UA « )«Cf 

u . • • - 

It 



at 



Pogel467 



131 we mx7t9 stMts frutucT cowrr 
sx MO ffot m exmsct «r osLMoyks 



nu*utc * 



ctvtv Jcnott 



MO. litti 



CttlcUX temtt lWp»cM» 



I 

2 
3 
4 
5 
6 
7 
8 

1 10 
11 

m 
m 

14 

15 
16 

In 
u 

\l9 

m 

2t 
22 
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(Proocdiogs comincxiGod in the cou^^ 
begioniog at 1:50 ajit, and the following occurred without 
the pieseooe of the jury.) 



THECOUST: All right I did make some dianges 
U> the duuige based 00 Goomic&ts inade by you all and based 
oafttxiherreflectioik We've already caugbl a change m 
dte Ycnita foaB» bat let's go tfaroqgh ^ diaige first 80 
that you caa make your final objections and we can ntake 
fmal changes. Ratter tiiangodffou^pageby pagc^I 
gi^ IT you caa let me loMV vtai aayooe's first obfcctio^ 
for the rtxocd or other title or other change that yott 
M^d tike to inalDe is» we can do it that way. 
Fiorplauilifrsside7 

MS.MCOBS-LOU>EH: FOT plaintifft OUT fifSt - 
diange is OD issue is oo Page 23. 

MS.BOVD: idooHfaiovr ifit makesseoseto 
disrupt this» but our changes are on Page 19. 

iHBaxotn t think ** wen* I thbk Wli 
|23 justgoplah^aaddefeadaatflttyspouit 

24 MS. XACOBS-uxiDEN: YOQT Himor, Page 23, 

25 literal nifiisgcineat* two thiogs; One is the seooad 
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1 paragraph. The first sentenoet I thffiktfaatphrBse.it 

2 does oot matter wfaedier the accused prodocty the accused 

3 methods practice die mveatioo of any asserted mcdiod 

4 claim is tndisar. I think what was meant to be sudaod 

5 would nuke moie sense is the accused medwds need 

6 ikot always pracdce file invention <^ any asserted mediod 

7 ciaxm,attddiatitwpddpi€kvpwitb$oloagas 

8 ArduoCHCu 

9 IHEOOURH say that agtta. 
ho MS.iACOBS-U)UDEr« Yes. Hiefdxrasewidui^die 
jit ltrstsealettceoftfi6SpoowlpaiagKapbtetsays,Itdoes 
|t2 not matter it^iethcr the accused methods practice te 
||3 iovcntioo of any asserted mcdioddaixa. 

14 THECOUlcr. Yes. 

|}5 MS. JMXlBS^jOtJDEM: Does not seem CO Biake sense. 

\l6 AadltUnkwhatwasinteodedandwhatdoesoiakesQise 
In would be to say. The accused methods need not always 
|l8 practice die mvcotion of any asserted method claim» and 
{l9 dien to ^vpwidiihefottovtiQg phrase, so long as 
|20 ArthroCtfe. 

{21 IheodiercoDmxotisindierirstparagnph, 
122 the rcfoex^ is to accused products and methods. Asw<e 

23 discossedyeslerd^,U would be more accurate to say 

24 accused systems and m et h ods . 

25 TOECOUKR All right. Wdl, I ^d take the ^ 
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t A. I don*t know whether it m$ wofd ibf wont but live 

2 madenmilarargumenU. We had the a similar podtion 

3 that Roasd(xs not disdoscdcctncaUycotulactlveM 

4 in all of our cases. 

5 Q. $6- 

6 A. Sorry. Go ahead 

7 I didn't mean to cut yott off. 

S A. And ray understamfing is that, as! recall, Mendez 

9 nitghthavcbocnodoneof d)eod)ercases»spdBt*sa 

10 possibifity* 

11 Q. So it may have been copied from s(»neduitg else Oat 

12 ycu provided instead of from die *592 argument you made; 

13 ri^ 

14 A. If he agreed widi the arguments, he may have Dsed 

15 the simitar language, yes. 

16 MILHEBERT: Okay, lhankyoa Nothing forthen 

17 IHECCMJRT: Grossxxammadmi. 

IS MSLBLliMiEHFEllh Ye$»yourHottot 

19 CROSS*£XAMINA-nON 

20 BY MR. 8UtA«fEHFei>; 

21 Q. Goodmpmin&Mr.Rafne 

22 A. Good monuQ^ 

23 Q. Let me jvst start by asking you to introduce yourself 

24 a little moietiT the jury. 

25 Where do you live? 
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1 1995. 

2 Q. And when did yoaBcftiafly go to work aj 00 employee: of 

3 AnfaroCareT 

4 A. In 1997. 

5 Q. btow^rmgoms to so through the same prosocmkn 

6 histories that Mr. Hebat showed you. bin*- and ask yon 

7 afcwnmqDetioas. Bmld^Kfr.K(tosaidthat, 
g aslttdyonwbctlieryoobadpiosccutedthe*882pateuL 

9 OoyoQiesaemberibtt? 

10 A. Yes. 

11 Ma.Btxa4EKFEtOs canyoncallnp tl)e*gS2 

12 patortT ITsnxaibdicVft 

13 BYMReLOMEKSEUc 

14 Q. Tbsfseie*g82 patent. Mr. RafflBL 

15 MR. BtVMOVEUfc caa you turn to ibe last 

16 direepage3,Chm7 lustf^pdiroi^thanooeataiiisK; 

17 BYMILBLIMEHHEUt 

IS Q. And what twaat to ask yen is: Did yon <4»taio 

19 ccrtiGcateaofconedioa fen d>e Patent Office for the 

20 ebons of ftiipaient7 

21 A. Yes. 

22 Q. Wet just f^fhrongh them. 

23 Aiedieselbccatincatcsofconectiottdnt ' 

24 woeobtttMd Gar fte "882 patent? 

25 A. Ihafscocnct 
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1 A. InCalifamst. 

2 Q. AOx^ Asdflfaat'«ivi)ereAidKroCueii;f^ 

3 A. Yc$,hH. 

4 Q. AfeyoaBUvned? 

5 A. Ycs^Iam. 

^ Q. Do>ooh8ve«nyc2ttUfettT 

7 A. Twodaugtert. 

8 Q. Where dkl you igo to coIkgeT 

9 A. I went to MIT in Boston. 

10 Q. And ivltt did yon graduate from Min 

11 A. Id1990. 

12 Q. Uihat also known as Massddmscttslbstitttte of 

13 Tcehnolppf? 

14 A, Ye«, y«. 

15 Q. Did yon go to law school «fkrtfaaC7 

16 A. Idkl I went 10 Uw school at Duke down niOariMni^ 

17 NorthGuoliaa. 

IS Q. AAcr law school, what did you do? 

19 A. I went to wockforalawnnncafiodTownscod^ 

20 Townscnd dt KfoGrew in Sao f^ancBCO. 

21 Q. HowlongworoyottatTowiksead&TownsendaadMeOfe^ 

22 A. Abomfourandahairyeafs. 

23 Q. While you were tbcrc^ war yoo domg soine work for 

24 AnhroCate? 

25 A. IWs right I started working for ArtfaroCno to 
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1 Q. Do you stiH hove die lik history in Iroot of yon? 

2 It*s Defendant's Exhibit 30d. It*sthe- 

3 A. Tbelittlecoe? 

4 Q. —aldnny notebook? 

5 A. Ok^. Yei^ldn. 

6 Q. AUri^it Can you turn back to Page 200» the one 

7 that Mr. Hebert marked for you? 

8 A. Yes. 

9 Q. That is the March 25t 1997 st^plemcatalnnKndmcnt 

10 Cmyoa^ \ - 

11 MR. BtJUME^lFeti>: Nfayt)e you could put that iiipb . 

\3 BYlOLVlXMeHFQJh 

14 Q. CbuMyouexplamtodiejt&yiiitoyoaweietiyii^ 

15 to do hi this amendment? 

16 A. Yes. mat I was trying to do is I wanted 10 make n 

17 global amendment to two -to the claim terms. Wantedto 

18 rq>l3cc liquid with fltnd in all the claims and we wanted 

19 to replace active electrode with dectrodeteriniiial in 

20 alidiedatms: 

21 Goafaead. 

22 MR. BLUMQ^FEUh Can you go to the ocxt page 

23 witbCIaim land highlit Claim 1? 

24 BYMiLeUJMENFEilh 

25 Q. Ihb Claim 23 of die application wluch. as Mr. 



AithioCare v. Smith & Nephew, CA No. 01-504 (SLR) Pagp 1521 - Page 1524 



A 15578 



Condepsclt^ 



15251 

Kcbcft pointed oot» became Ckdm 1. 
A. Ri^ 

Q. Now3Unc3andmliiKtOaiidtoLbel2,dklyott 
change the tcna Acdve dectrode Ui dectrode le^^ 
A. Yes. That's ti^ 

Q, AiwI Mr, Hebcrt panted oui to you didn't 

dungctt 
A. That's rigtxt 

Q. Why<fidyouiiotdBngeUm6mtiusaiDettdiDe!tf:^ 
I A- IdooHknow; It most have Icca a ^ or an 

error that happened. It was a mistake. I jostimssedtt 
J Q. The same qocsiko with '-b line 11, ywidangcd 
it) liquid to fhnd. But you didn*t change it tn Line ^ Yott 
changed Itqiad to tenmnal tint: 

Can yoaexpltta that? 
A. Another ndstabe. The idea, as I sad, wai to 
diange •* was 10 change Hqoid to fluid* iioi to tensinaL 
I dm* I - yoo Idw» somehow the way v« we inade 
tlus change hi die amendment, we missed that 00& 
MIL BtJUMEl4FEl^« Chiis, can you turn to 
Ul it»8the fif% page of diis amendment It's daim, typo 
122 Claim 4S became OahaTS. Maybe you can hi^ightdiaL 
m Tbedaimatlhotop, 

124 BYMR.BLUSte«=EU^ 

125 Ctoyoocxptab what yott were domg in applicatioo 
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A. Ye$,wc<fid 

Q. And when you cecdved it, <id you lead the patcot? 
A. l<fid 

Q. And what did you -was there anything you noticed 
about die patent when you read it on December 16th, 1997? 
A: Yes. AssoooasI.readOaim 1,1 realized there 
wef« a couple mistakes there immecfiatdy. 
Q. Okay. And what were the mistakes in Claim 1 feat 
younotiocd? 

A. I noticed dntuf* you know, 1 made*- you dooH 
12 have Claim It^dioc, but I noticed m the one place I 
accidentally put terminal bstead of fhnd. Intbeodker 
place I forgot the make the dsange. The active dcctrode 
didn't get changed to dectrode tenmnaL 
Q. Now, when you realized you had made a mistake, what 
ifidyoado? 

A. WefikdaccftiflcatoofcorRctioawididicPBtenl 
Office the neactdiy. 
20 Q. Cta you look at Page 234 that hfr.Hdieit showed yoiJfl 
{21 MIL BtJliMENFELDt idonH know if you can find 

m th^ and put it Dp. 

m It*saaeaflierooed»athat Befofcdwt' . 

{24 Anddiat'gtheocN; 
25 
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Oabn 48» whidi became Claiffl 2St 
K Yes. ThesameOuDg. Aslmeotioocd,thex)ea,in 
evoyclamilwastiyiDglomakBdiesamedangB: Rqilaoe 
active do^rode withciectrode termmd nnds^k^ 
tkpjidwidi fluid. 

Q. And yoo wane trying to do diattfiroaghootteciaim^ 
A. Thafsright 

Q. AUri^ Now, do you have a copy of die patent up 
there m front of you? IfyoudooH- 
A. Itimyclda 
Q. Okay, 
t A. Ycs,l've80tit. 



Pagei528| 

BYMILBtUMENFELD: 

Q. Is dds die certificate of collection request that yott 
filed? 

A.Ye3,ttis. 

Q. Asdwhatwa$-*yottlavetolookatdelefHiaiid 
conier* 

What was d» date that it was submitted? 
A. DeoenAerndL 

Q. And diat was tiie day aft^ die patent issued; is diat 
A. Collect. 

n Q. And what did you tell die Patent Office was die 



Q. men <fid that patent issue? 
A. June I6di. 1997. 
\i$ Q. June? 

|l7 A. I*msoay. Iflcanfindit 
Its December 16th. 1997. 

Il9 Q. Did you recdve a a^y of the patent fiat day? 

m 
I21 
122 

P 

124 

I25 ' 

AitbroCare v. Smith & Nephew, CA No. 0 1-504 (SLR) 



reason you were seddng a cerdficate of conecdon? 



14 A. Well,! explained to dK Patent Office what die 

15 intentwas,toinalDeagbbaldiange,andthenItolddie 

16 Patent Office diat we had inade a typographical ^or by j 
n forgetting 10 -ndstakenly replacing die term active 

18 electrode widi electrode tcrrainal, and also diat we bad 

19 pot tenninal ID instead electrically conducting fluid 

20 a And what did the exanniier do in response to your 

21 request? 

22 A. The examiner granted d» request, made die change. 

23 Q. Thb is Page 237. 

24 haLBtUMEMFELD: Actualty, die next page. 

25 „ — - 
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t Q. Now, wfaat types of probes were die first |»obe$ 

2 that AftfaroCaic marketed? 

3 A. OurfiistxommeidaI(i6bes-*aadIga^ 

4 dbtincttoayoa'ieloolcii^forisstn^ vcr^ 

5 electrode. 

6 Q. Yes. 

7 A. I believe the first fonOy of probes that weat with 

8 Ae System 970 were multiple electrode because I think 

9 Hira» who was lunuog the company thcii» bad a strong 

10 belief that Aose were just better product;* that that 

11 was the better way 10 make the products. 

12 Obviously, the technology included both kinds 
O ofekctiodes; but Hliajustdioa^dieywefe better. 

14 Q. And was tboe 8 time when AidttoCaieeame out with 

15 probes -with a probe with a stogte active doctrpde? 

16 A. As a matter of &ct» there wa& 

17 Q. Wheawasthat? 

IS A. That was after I took over and»yooknow» we had 

19 hf^rd ffTHtl ffttlYft fXt^OXW^ riw*v hikA crifiv* nrfVf^w< ig>v>w» 

20 Ifaey would Itelo have a stnglexlectrode product. So 

21 Tm kind of more of a marketing guy than engineering 

22 guy, l siQ»pose» and siy position on it, when Hiia and I 
22 talked about it was* I don't really care if you think 

24 U*s a better proSuct or not* but if there aie some 

25 customcis diat have some imficatjoos where tii^d like 


Page 1547 

1 A. This is the Saber product 

2 Q. And is it the product diatwaj your first stagle* 

3 cbctrode product? 

4 A. irsiheftrstooeitatlrananbcr, Unchavobeca 

5 several siooe tin aba 

6 MR.ai.ta4a«EU]t YoiirHonor,weflM»eExhsbtt75l 

7 lotoevldesoe. 

$ ' * TnecotiRC Aoyobfoctioat 

9 Ma.MacraaiN: wereBewoiirobjecd6tt,yottr 

10 Hmc 

11 TUB COURT: All right Wdl, the objectiOQ is 

12 ovcmdcd. 

13 (Claiaiiirs Exhibit No. 751 was Rceiv^ 

14 cvidenoe) 

15 MR. BUMQiRm Your Honor* can I hand this to 

16 - di6}ttiois7 

17 TuecomcR ycs. 

18 hOLfUMBumJOt Thank yoQ(^an(fiQga^ibil to 

20 (Passe.) 

21 BTMiLBUJMErVEUk 

22 Q. Howv Mr. BalKr, do you reokembcr you talked 00 Monday 

23 about sane pnbeste you scm to SinUi& Nephew ia 

24 Seplenberofl99S? 

25 A. Ycs;Ido. 
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1 to h»vo • ^io^C'cfecfcodo pfoidac^ ifaai me ahoalcl mahp 

2 a SiogSc'^Ioctiodo product. 

3 Soshoniyateljdnedibecoa^aoy^we 

4 added one «flgk>tk»tiodc product nd I daak favc 

5 sevcfal to the product fioe for ihose specific foigrifct 

6 wbciC docton waotod sipglcxlcctiudc prodocts* 

7 Q. Do you lonanba when you added asingSe-^octrodo 
a product? 

9 A. tbeficvod» first singfexlccttode product added 

10 to tt» product set was added «s part of tte family of 

11 waQdsthateaincoatW]didcSystcm200a TbeSptan,2000 

12 was iateodttoedB November of ^» sol doa*ireoiaaber the 

13 exact date that that produce was tdcstod, but it was 

14 shordysfbrHoir<omlwr*97. 
15* Q» And what was the prodocif 

16 A> The fitat ooe I ean fctncinbcr is a product diat we 

17 eaOed the Saber. ITs a cattiag wand and it used fior 
1$ ptoooduxcs Hkc a latcrd tdcate pxoceduio in knee 

19 nsBoy. 

20 MR. autMOSEiO: May I approach lbs wineu? 

21 TOBCOma^ Ycs, you may. 

22 BYMELBUJMEMCLO: 

23 Q. Let me Aow you what we've marked as na]atiS*a 

24 ExUiHt 751 and ask you wfaac that b(baodiiige3dM 

25 dKwitBes$)u 
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1 KiitBUJi^NFEU>. CBU you pull i^Chris^ 

2 Plaintiff's ExhiUt 6217 

3 BYMILBUJMEHFEU): 

4 Q. Was the Sadxr probe one of the probes that was sect 

5 to Smith AN^bew in September of 199^ 

6 A. AsIiecalUttwasL 

7 Q. And is it listed in Exhibit 621, which is die purdiase 
a onferfiomSepicakber 199S? 

9 A. Yes. In fact, ifyou look at Item Na 5 tfaexc» you'll 

10 see that there were tea Saber 30-degree wands included^ 

11 part of d^evalmsiaa package. 

12 MR.BUiMENFEU>: Tbankyoa 

13 Your Honor, I doot have any fiirtherqtjestioos. 

14 lUecoUBX All ri^ Any crossxxambation? 

15 M8.Mac(ERm HQ, your Honor. 

16 IBS cOtniK All right You may step down. 

17 Thank you, sir. 

18 THE wrn^ESS: Thank you, your Honor. Ihankyoa 

19 nWilnP^e exrusffd^ 
20 

21 MR. EUIMEHFELO: Your Honor, I dunk that 

22 c(m^ietes the presentatioo of die evidence. 

23 THBOCXIKT: Alliigbt. Isevecyooeinagrocxnent 

24 that that compleass the preseatatioa of the evidence? 

25 MS. BOYD: Yes; your Kom^. 
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I TBEGOCntC aD right 
) moitoa. 

TUEOOUKJ: AU rigbc AU such moiions tP6 
5 szsctytA* 

We'ieBoiog totake tbout - ftC lost IS onBVlet 

7 ujinalxsiscWieicady to go forward with cbsi^ 

8 aadwiihtbejuiyinstiuctnoi. 
We bBve ft lot cf copying to do, so we*ft goiqg 

10 to try to corae back lo yoa widtm 15 cmnitcs. Itt a 

II Uttlo looser. fi*s just iw want d«xc3t of dcDOcmiv 

12 logo sm oodL 

13 AUri^ And yoam Sim not allowed lo 

14 talk about ilie«at«. 

15 (Atd&pointibejivydaikftifaB 

16 courtroom, and tbofi^bwic^oocimcdtridM 

17 ofifaejQfyJ 

18 MiietJUMeKPtLO: YoarKoooc;v^<ew31dsobe 

19 iDak2ngaRiik50inodoftasdwehai««-iadierte 

20 piacotmgit,wobavettiiimiiiii8amlive11sid>^ 

21 gctitto^cikrdannslfaeVicakaRdsiibmititlcfofQdK 

22 jury comes back. 
iBEOtxm aO figlit Wc do ba¥6 Ikm 

24 nttde$ome c1iai^ and made fomedccisioQa about d» 

25 tiisinietkmsaoddttiKxdictfoniu so let ine lake five 
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1 with the evidence if the juty -*>vell,(myway, I thiok 

2 dusistfaewaytoga If thei€*$ - there's no 
2 tDfriagenieatifliiejutyrindstfiecti^^ 

4 contctioo is invalid. That*8 tbeevideooewehaveat 

5 dnspoint 

6 MR. BUJMEMFEtl^. Your HoiMT, oil that point I 

7 would like to renew our request that that issue be taken 

8 away from the jiiiy because the certificate is presumed 

9 vaGd and I have ool beard any evidence diat wodd n rrt 

10 de btirden of diowixig that clear and convincing evkleace 
a d»t a penoa of stall rathe art wouldn't have lecQgnized • 

12 decnor and hovH should be cotxtcted 

13 THEOOmtT: All r^ Your objection is noted 

14 for die record and I reserve dat motion. 

15 HS.MCOBS'tOUDEN: YOlV Hottor» just also for 
1^ die reconi»iwe*d just like to preserve our objection dttt 

17 because dm has been cvtdmce presented b t|uestioRS 

18 asked to the >ntiKsses about whether pr not the changes 

19 wotdd be broadening or nanrowing» dot liot to have d»t 
|20 statemenitbdiemstniccionwoid^leadthejttfy tobe 

21 confused about \dietfacrori)Ot» in fad; a clerical ctror 

22 couUbebrougJitmaoonectioQ. 

23 . THE axntn wen* certainly. If Snudidtl^ephew 

24 argoesdiat in its closiog argument, I will tndude it in 

25 the instruction at d)e last mtnole. But if Soudi & Hq»hew 
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1 minutes to go ow and make sure diat I have die papers 

2 tnwhatldm^dxwtdbediernialorderanddieniive'Il 

3 come out and have a brief meeting so yen can preserve 

4 your objectmos and we can make st» we're attie^ 

5 forward. 

6 So let's take diat five nunutes or iol 

7 ^boit leoess taJoco*) 
8. ♦ 

9 (Court resumed aAcr the recess.) 

10 

It iiieootncrt Jasttogoover diema|ordianges 

12 tn$omeofthedcctsloosln»de,widtreq)ccttodie 

13 cfaarge»dieoertilicaiBofconectioo€faarge»itlstnie 

14 that a tedu^coirectioQ can broaden, but diat*sreany 

15 not what's at issue here, 80 it*s not veaQy helpful to 

16 tfaejury. 

17 Iheqaesdoois^ldunkifdiejuryfindsdiat 

18 itwa$n*tjustatedink:alcorRCtion,d)ettIdobetieve 

19 that there is evidenoe on die record to imficatedne 

20 can't be in^ngcment 

21 So I declined to put that odier instruction 

22 in because I ^dn'tdnnk it was an issue in dtts case, 

23 and I did go ahead and leave on the verdict form the 

24 questionof the oertiHcate of correction before in dm 

25 nifringcmem part because I dunk it wotdd be inooBidstent 
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1 does iK)t address it, diejuiy cant be confbsed about it 

2 Aaiight? 

3 Wth reject to die verdiotfoan, I <Sd agree 

4 widiAidiroCaiep that because the instmctionsdont have 

5 ar^ guidance for die jury on ^rectinlringcment by 

6 others, diat it would be confusing. And dKre*i really 

7 00 ** I really <fid take that out consistent with 

8 Ardvocart's and I win assume for the record diet Smith dt 

9 Nq>hew objects and preserves i^ objectioo in diat regard. 

110 Arid <fid add it mtl»ver£cS form so it's aU consistent 

111 d»t not only does Sidith A K^hew have 10 prove l^eie^ 
|12 and convisicing evidence, but ArdiroCare has to approve 

113 by a pr^ooderanoe of die evidence. You wili sec dwe's 

114 a change to make diat all c on s is tent. 

|l5 I hope we got die whole Sa^yie suction issue 

|l6 correction, so please review diat before ft goes to die 
||7 jury^anddiatwehavethedaimsri^ 
|l8 Howdiatl'vcksidofffivettiiiytitde 

119 tntroductiott»widiiespect to die dmig:^ if anyone wants 

120 to stand t^ and preserve any odierebjectkos at dns 
m point, diis is dm time to do it 

{22 MS.DOVlfe Srnidi&Nepbewreserresitscbjectitti 

123 on dx literal tnfrtngementittstructioct 

124 MS.lACOBS^tJ0tn>EK: We wiA to preserve our 

125 otgectfonondieveRfictfonn. We renew cur objection 
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1 that the anticipatioa sectioa lists the particular 

2 icTercnoes. We also preseive our objection to indixfing 

3 enablement Wc note that we've now filed a jmol motion 

4 on both the certificate of -*wdl, on all issues* but in 

5 paittcuiar as to the fact that there's no evidence either 

6 onnhe certificate of correction issue or on enablement 

7 THE COUItn All ri^ As I said, (reserve 

8 inyn]lingonaatheinodons»butwe'ttbesecufiQgttto 

9 ttejury. Yrar objections are noted. 

10 MS. MCX)BS'iOUDEH: so we would also preserve 

11 for the record our objection to ittchu^ an enablement of 

12 certificate instroctioo in the Jmy diarge. 

U IHECOURT: All right. Anythitig else from the 

14 defendant on either the charge or vercficCfom? 

15 . MS. BOYD: Ko^ your Honor. 

16 THE COURT: VcH, are you all prepared to go 

17 forw^ with your closings or do you need anotfKT few 

18 fiunutes to otgamze your thoughts? 

19 MIL BOBltOV: just two smiiiles to collect 

20 allUidioaterialstQgedier. 

21 . THE OOURR All right Two is hard lo keep 

22 trade oC so we*U do five. All tight? 

23 (Skort rooess tdoea.) 

24 — 
25 
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1 THE COtXT: Okay. So wc should probably take 

2 a short break between so that thcy*re not sitting for two 

3 hours or a little more. 

4 MR. BLUMENFELD: Vour Honor, Mr. Marsden^nay 

5 have 45 minutes to an hour. 1 don*t dunk diat th^ have 

6 that much time left I donU know if your Honor's 

7 records- 

8 MR.MARSDEK: twastoldlhad61miotttiesby 

9 their calculation, 

10 (Pause.) 

1 1 MR. MARSDEH: YoQT Honor* yesterday you gave 

12 us an addidonal 30 minutes, 1 believe* 

13 iHEGOURr: yes. About an hour. And I take 

14 hd)ere*s no inequitable conduct case after tUit 

15 MR. MARSDEH: isminutes. Mr. Hcbert's tells 

16 me he has 15 minutes of questions for diis afternoon. 

17 THE COURT; All ri^ That will be die 

18 shortest inequitable conduct case in the Ittstory of dus ' 

19 court anyway. 

20 MR. KEBERT: we** we're hoping we could 

21 supplement with a written subimssum as well»yoiir*HoDor. 

22 THE COtlXT: wdl,we*U talk about dntlater« 

23 AH riglit So at this point, 1 think; Kfr. ' 

24 Bobrow.if you go over an hour, then wc*ll take a break 

25 after you, before Mr. Marsdca starts. If for some reason 
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1 

2 (Couit resumed afker die leo^ and die 

3 foUowingoocQriedwidioiitthepreseDceofdiejuiy.) 
•4 

5 IHECOmtn All ri^ Before wtstait^ so 

6 thatldoa*tiiilenupCanybody»caQlgetaaideaof 

7 the thnnig so I blow when and tfwc*U be tfikuig breaks 

8 interimor**Iinean,tfaejQiycansitforanhoaranda 

9 halt . 

10 I dooH know whether the jnry can sit for two 

11 or three hours, so if you need to take a breal^ I want to 

12 make sure diat we take it between events as opposed to in 

13 te middle of an cvotf. 

14 SoMr.Bobfow? 

15 MR. BOBRO^ fioy/I hope it's not more than an 

16 iKnraiid I5mmute3orsa ItBttghtbealittlebitmocc; • 

17 mig^ be a Utile bit less. 

18 THE OXfftn Ail tight 

19 MR. BOBROW: But certainiy we should wrap it t^ 

20 obviously before lunch. 

21 THE COURT: Ail right I guess the only 

22 quesdoo is whether we take a break between your opening 

23 dosing and Mr. Marsden's dosing. 

24 MR.MARSDEK: t probably have between 45 

25 minutes and an hour, your Honor. 


Page 1556 

1 you talk really quiddy and are done in an h(Hff»wc might 

2 just go but then we'd stm have to take a biedc 

3 before you have your cfaaooe to — the final words. 

4 MR.BOBR0fW: YeS. 

5 TUECOURf. Allfight Anddiea-letmesee. 

6 And then we*U have give the juros lunch and then we'll 

7 ii»trnct aftahmcfa, when evezyoiK really will fall asloep 

8 while l*m rcadtag. 

9 All Let's bring the jurying dm. 

10 (At ditspomt tbejury entered the courtroom ^ ' 
U and took d)dr seats in die box.) 

12 THECOUBT: Allii^ Mr.Bobrow^yoamay 

13 proceed. 

14 MR.fiOBROW: Thank yoa» your Honor. 

15 Good morning, ladies add gentlemen. First of 

16 afl^ let me take this time to diank you» eadi and every ~ 

17 one ofyour. for your service. I beltcve thb is your 

18 dghdidaynowbymytmofftdatotNmt ithasbeena 

19 long trial There has been a lot of cvidcnoediat has beea 

20 presented over the course of die triaL 

21 You've beard from a mmber of witnesses. 

22 You've heard and seen about a nnmber of documents in the 

23 courseof die Ga» and a lot of evidence has come in^bodi 

24 videotape and odierwise. And the portion of the trial now 

25 is whaTs called die dosing argument and this is die dme 
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1 conducdttg flmd. clccirically conducting liquid. Tljat*s 

2 was meant to be said there: Ekctrically cooducdog 
J fluid Amitoininal waspulbasaiMsrakie^ And*c 

4 mistake \m i«cogni2cd Inuncdiatdy. AxmI a itqo^ 

5 cc>ncctthcinistakcwa$rikdiiimicdiaidy. 
S Ofllcecontciedit 

It And they <fid not have any iffoblcm with flic 

S contctioiL Th^diCckfidaQ the boxes. Tli^ 
19 atxl they inade sac that that eofxtcdon was cicay and Ifaat 
jlO there was nothing iitq)ropcr going oa And there wasn't 
jil mcctricaUycooductix^tenninalwasjiwtaflal-^ 
|I2 dencal mistake and it was ftud and the contct^ 
|13 stamk and is presumed to be valid And yoo have heard i» 
|l4 evideace, no evidence frm anybody, that it woold be 
|15 undear to one of onfinary skin, looking at the patent 
lie and lookhig at &e file wrapper of that patent, that dw 
Il7 error wotikJnU have been an obvioiKOiie. The correction 
lis stands, k&s and geademen* and under dst corrected 
|l9 claim, you have heard no evidence d»tSBttdi& Nephew 
I20 docs not infringBL Yott have hcaijl evidence that dicy do. 
hi Yott have heard cvideooe from Dr. Goldboglbat 

m squareiy addresses that. 
{23 Let*s turn to the '592 patent 

m Od£ again, laiCcs and gcndemen^yoa'll 

hs lecatt Dr. GoMbeyg testifying about how tiiese three 
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The dispute was that die return doctrode not bdag in 
contact witfi Ifae body siructuic. 

b Qttm 23. the bnguage is a Unfe bit 
difTotal, but the ittue h $ini3ar. Spacii^ the leturo 
away fhxn ibe body strucouc spactng the return away 
from <ie body sttucitti& Hat's die language. Tfaslb 
what South & Nephew is.<&puting. The innitation m tee 
dains* one thai uys sot in contact, oae that says that 
Ae icnm is spaced sway. 

lhat is the evidence that yoo have been heaiiog 
o^ the course of the bst few dasrs, that essentially die 
|ia deetrodeisooliaeoalact 

Now, Chris, kft put 19 ibe Gouiff 
coostraedoo of - dtfoks. 

tUf ti the biiguage that you win TDceii^ 
taifics and gettileaiea, b the charge 10 the jury. Thb Is 
hew dKse ^lyases, spaeiDg a tcmm ciocttode awiy aad 
lis R&vndcctrode act te contact have been coastnxd Ibis 
]l9 hi^na^isvciyioipoitaiitandlbeQerewitteiearup 
{30 coafoioa»wiaekarnpcooftt^ * 

Yoa bave heard frcqneady fiom many witaestesT 
&on Ms. Drueket; who was involvod with die Ekdr^lade 
de^^ tan Ms. Kandsea, lite was bvoM iinih the Sa^y^ 
de^ You hive heard from Dr. ChodoDc of Sudlh ft 
Nephew's expats. You evta beard fam Mr. Marsdcoiahfr 
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product^ ds Ss^t^ie, Omtrtd KF and ElectroBbde are 
used in a way diat is covered by die daims of die •592 
patent I have sinaply here put 19 Qauft L Thereare 
four dahns dat dqx»d upon Claim I d»t have also been 
asserted and there's also Claim 23t anodsr tndqieadeat 
cb£ffl» and diea some dauns diat depend on diat 

You'll recall that Dr/Gddbcrg went duoue)^ 
dioseclaims. He cited to documents. & dted to sales 
gotdesL He dted to ittstrucdons for ixse. He went 
ItO duough all of dmt material phss his own wofk in die 
111 fidd and came to the coodttdoo that dKseprorhxx^ 
|12 when use* ir»fi«gedicsemediods. 
|13 Now, what have we heard, bdfcs and gcndemeo, 

{|4 in response to dat? Vftiat have we heard? 
|l5 We have heard a lot about das language 

116 (iwficadng)»d«ienamdecirodelsnottocootaawidi 

117 die body stfudure. Wve heard nodiing abort die fact 
lis that the dectrodeicrmmal is positioned In an 
|l9 electrically condncdng fluid That's conceded 

There Is a return electrodes a larger benigB- 
{21 typededrode; That's coooeded- 

122 High^ucncy voltage is applied There's a 

123 current now padL No di^mfe 

124 Dr. Taykr» Dr. Choti,iK)body offered 

125 opinions dia t all direst of d«ae limitations are met 

ArthroCarc v. Smith & Nephew. CK No. 01-504 (SLR) 
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opemng statement that die return dectiode in these 
piodocts^ die return e)a:tn>de^ diere m dnocs 
energy is ai^Ged and it is not io contact widi dssoe. 
That has been said by every wimesSL 

Now, what every witness en the Sfflidi & N^facw 
side has sadd, tfaou^ is, wen, diere are times when it 
docs not eootaa die body at all during the performance 
ofdiedaimedmdhod And d^impficatioo of diat seemed 
10 be» Aha. if 1 pitt the probe in SMnebwty^s knee, Pm 
g<mig to bang into soaae dssoe oiioe and dxn 1 don'T 
hdringe. Or maybe twice and I donHufiinge or five 
times arsd 1 doa*t infringe; 

But let's look at what dns language caeans. 
H says the claimed mediod docs not contain any dme 
limitaticas. Una, djcclaiB>edmed»d is performed when 
eadi of the date st^ of d>e daia has been completed 

There is no mbmmm dme period Ifcncrgyt^ 
applied for dsee seconds and die return dcctrode is not 
19 m contact for those dooeseconds* and the acdve 
[20 dectrode is dose to die dssue, and RP energy is applied 

21 and an dKodier language is met»dus is sadslled This 

22 issads&d 

23 Nosr, if fai die fourdi second it hits die 

24 tissue, wdltdien it's not pracddngdK mediod Butif 
I25 in die fiiA «dsucdisecood$, it's •way from die tissue 
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1 again, then it is. There is no time Umitatioa 

2 Icanpofonnthtsincthodfortwosecomis. I 

3 could perform it for two minutes. There is no tine 

4 limiotioDi' 

5 Let's in]tt4>tteotliertii5tnictio&mGterat 

6 infringement 
7 

8 MJt BODROW (CootimiiDg): Literal iofringerocat 

9 Now, you'U receive an iDStroctioiioa what it 

10 roeaos to literally iDfrmge a claim. And here tt*s sayti^ 

11 that with respect to the mcdKxlclatzii^ including the 

12 *292 patent, the accused methods need not always practice 

13 Oie ipycottODoTaaasscitodiDethodclaunsoloi^as 

14 ArthroCare has proven by a iKepcndcranoe of the evidence 

15 thattheacctisedioethodsoperateiQa way that meet eadi 

16 and every step oTthe method described in thedaim some 

17 ofthetime. Some of the time. Not every single second, 

18 not every single mmute, every hour. Some of die time. 

19 That's how literal nfiingcxDcat is defined Thallsbovr 

20 the not in contact Itmitation is defined, 

21 So»la(fiesandgeodcmen,ag&hi,if Ihavetwo 

22 electrodes, active and return, and both of them are io 

23 c<mtactwidi die tisn^ well, the *592med)odisn*tbeii« 

24 practiced. But ^ito die sur^^eon moves the device and is 

25 ablatfaig or lemomg or jcseding some tissue in anodier 
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1 is back off to djc left The active is in contact widi 

2 die tissue. There's a burst of energy tfiere and the 

3 return is not in contact with the tissue. 

4 Can we go to die Control RF? 

5 Right tberc^ ladies and gentkmen, you can sec 

6 tfiat orange glow at die tip of d)e<fevicc Youcanscc 

7 right dicre.d)cre is no amtactwididttt broad stainless 

8 steel electrode. Ths tip of die devfcse is hi contact widi 

9 dietissuc* That's the active. But right there 

10 Ofl<I»cating), where is die tissue contact witfi die return? 

11 It's not dicrc. It is in die saline environment It is 

12 not m contact with tissue. 

13 Let's look at the ElectroBlade. 

14 Here wc are agaht Evidence deariy showing 

15 right dieie {mdicating) dsat that IS - diat xotatiiig 

16 bbde is cutting. That rotating blade is right next to 

17 thetissue. And look at die return electrode. It'sout 

18 in diejoint spacer in die sating not hi contact with 

19 dietissii& 

20 I'm not going to suggest to you, ladies and 

21 gentkmcn, that these return electrodes never contact 

22 tissue. I've never suggested that and I hope diatyoa 

23 didn't understand AnhroCare to be suggesting that that 

24 wasdiecasa That's not our position. 

25 The xetora electrode wili» from tinae to time^ 
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1 place and &e return dectrode is a way firom the tissiK; 

2 that's iniiin^z^ That is infnn^ng. 

3 And Smith &Nq;»hew*s witnesses have concedsd 

4 that fact, diatdKtr device^ when nsedrWill not coQtwt 

5 tissue at some points m time. Msl Diucker said it Ms. 

6 ICnudsen said it Dr. Qioti said it And, of coarse, the 

7 videotapes even ^ww it 

8 IVby don't we show some of the videota^ 

9 beginning with the Se^yit? 

10 (Pausei.) 

11 MR. BOBROV: Well, 1 8pologt2e» ladtes and 

12 gendemeiL We apparendy are having a tedmical Issue, 

13 so I apologize that we couldn't boot those up. But pedi^ 

14 yourcmemberdiose that woe shown earlier. You remember 

15 thatthere was some video shown of die Sapfayro. You 

16 remember that them was some video of die Control RF as 

17 wcUastheElectroBIade. 

18 And all of that video, certainly to my eyes; 

19 showed dnt there woe times when those devices were used 

20 ana tne return eiecnooe was not in contact i woulon t — 

21 MS. XAOOfis^jOUDeK: We're ready. 

22 MR. BOBROW: Oh, thanks. 

23 (Yideotapeplayed.) 

24 MR. BOBROV: There we go. You can see the 

25 bubbles coming out. You can see that die return electrode 
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1 contact die tissue^ but it win not always contact the ' 

2 tissue. Ibetc^ be times when it will not be in 

3 contx^ when It many be out in die saline^ and when dwt 

4 happens, the method is being performed when the eoexgy is 

5 applkd. That bessmtial^ the definition that you are 

6 being provided of not in contact and it's the definition 

7 yoa'ic being provided of literal inftingcmeat 

8 Nbw» our job is not done diere because 

9 ArthroCare has accused Smith &Kepbew of infringing when 

10 diese devices are used abdwe'^ done so realty tatwo^ . 

11 ways: 

12 Hist of all there is a daon of direct - 

13 mfiringemcnt by SnddiA Nephew of die '536 patent 

14 Essendally diat Smith &N(e|ihew Itself Is infringing die 

15 '536 patent, wludi is the system datnt 

16 Now, for die other two patents, and for that - 

17 patent as well, by die way, dxis is where it gets a little* 

18 confusiDg, we're asserting a claim against Smith & Nephew 

19 for direct ia&ingemenL We're also asserting daxms of 

20 lacfirecthifrmgement against Smidift Nephew becausB It 

21 is inducing infringement by odiera. It is inducing and 

22 contributing to infringement by odKis. Okay? 

23 So one w^ that you can infringe is to perform 

24 a mediod or to sell a system or an apparatus yourself. 

25 That's one way you can infringe. Another way you can 
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infringe is to induce somebody dse to infringe or 
contribute lo somebody else's mfnogeaacat 

So let roe walk through those daims and those 
allcgatioas that vc'ie making because that Witt be, in 
effect, in the \erdkt fonn diat you win be given at the 
dose of the case. Andlwanttoinakesuieftatttieitts * 
a road map. in csscDOc» for you, so Aat ycu understand 

what you aie being asked to decide 

How, first of ill, direct isfxingement of the 
•536 patent TTiis IS the system d^m. Tl^ it«pniest 
|.. probe, it requires the fluid supply and d)C like. That 
jl2 claim, we have asserted Simtfi&N^hc*^*«^« 
1 13 infringed 

|l4 Tljeevidence? Wdl, die evidence is dear that 

lis they have soh! the Saphyre,thqr have soMAeElcctroBlade 
|l6 and they have sold the Control RF. YOU heard Mr. Spa^ 
|17 say that tiheit were several sttUioQS of ddlars of 
llg QectroBlade in Saphyic sales and several tens of 
jl9 thousands of ddbcs of ContiotRF sales. Ihoc's no 
120 dispute about Aat These peoducu have been sold ill tte 
Ut Unitod States. 

j22 The ElectroBlade-- pardon me- the IntdiJct 

123 systeaw the Ihtelilet system, right over there 

124 it's on thaKart over to die kft-handstfkt also has been 

125 sdd by submitted and nephew. 
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you that Smidi & Hephew has induced the infringement of 
its patented daim& Hiat Smith & Nephew has essentially 
induced doctors and hospitab to infringe the daims. 

Now, what does inducement of infringement 
mean? We'U put dot up, pkase. 

Tttts is the instnictioo that you will be 
recdving, ladies and gentlemea, peftaining to inducement 
of infiringenaent and AithroCarelias to prove certain things 
to yoQ by a preponderance of die evidence* oicamng tbac 
I it's more fikdydian not More likely than not lhat 
the scales tip somewhat bAithiocare's favor, not diat 
I it tips 100 percent in Arthrocare's favor, but U»t die 
\ scales tip in Arthrocare's fsvor, a piqKXiderance of die 
||4 evideaee, more likdythaa not 
15 And we have to prove some things to you: 

\x6 First, di&tSmtd)&Hq4icwcDCour?gpd or instructed anodier 
17 person bow to perfonn a process in a manner diatydd find 
IS infrii^ die AnhroCare patents. 

19 Soeocooragemcntorimtroctioo; 

20 Second, Oat Smitli ft N^hew knew of Asduocaie^s 

21 patents. 

22 Third, ^ it knew or dioddhaEve known diat 

23 its encouragement or tnstiuctk»s would tikdyrescdt in 

124 anodicr person doing diatwfakii you find to be di^ct 

125 in frin geme n t 
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Axul you iKaid fiKA some icstanooy ihit w«s 1^ 
in &Dm Ms. l>«dDCi^ Who was die EfcctioBbde pr<i^ 
maniiger, tecxaa^k^ dMt she aeittdbr saw a stt^ 
Hew Ham^syie wfaoe dc hudUct was used wiA the 
ElectioBbde. Sowekaowdtttdoctocstndho^ltalsand 
Oe fike have these systBois dttt aie wocking logdher. 
We kaw d«t diey* JO wing dw iBi^ wiA *c« 
products* 

We koow dot abo fiom dds product catakgoe 
I (bdicatiag). IHsisdKSattdiAKci^ 

eatatogne: You knew what's iahes*? ThelnidiJctitift 
1 hcicS»phyreisnihcfcEka;tn)BlBdclsblKxe. Att 
\ of dKsepiodnettaiebcsngoflbtdstdieuinetiiaeVy 
\ SnttfhAlM**aidwebefic»ei*ehm|nitoocvida^ 
\ shows Aat,b fact, doctontadhofiptolihaw bom estag 
S djesc products togedKr^Thafs a easeofifiiect 
r inftnscnicat»tncaittBgtl»tSaidi&K(^^ 
I esscadsBy tbo system. It haf sold *c system to doctm 
^ tnd hospitals kHheUnMStHes. 

Now»fct*tinove from direct kfiiagcincatly 

1 Simdi&Nc|*cwcfdK*535iowhaf«cancdfodirt^ 

2 mfiittgement of aO Ifaiee pateati. AB^ patents 

3 tw»icacciwngofk«fe«ahi«ngeniem: •«S.'<82and 
•59X 

Now, AfthmCam If wq^«ting aw^frtm 
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And, last, dsat anodier person has infringed 
tbeArthioCatepatoi& 

Kow, let's •* keeping that slide op, kt'a 
just walk throt^ what we have heard over die last eight 

days. 

First of an, Smidi & Hepbew encouraged or 
instructed anodier person how to perform a process m an 

nii^fuigiusg soaoDer* 

Kb quesdon that you hove heard evidence and 

^cvidenceondik. Theins6nictib»foriiseel^ 
provide djat diese devices have to be used, mmt lie used, 

12 widi an eiectricrfly conducting nukL Tbcy won't week 

13 widmtit Anditiseontr»ttdicafced,dielBI8ay»lo 

14 use dx»dcvkeswidiaut electrically cooducdngthid. 

15 Ithasto bedm. 1bat*sdietnstnictiondiatdiey 

16 givewidieverystngkpioductdiqfscll: Thatithasto 

17 bedoe. 

IS The tBStroctioiK also say to immerse the tip 

19 in die dcctrkaSy conducting fhnd. Let's make sure 

20 that Oe entile device tip is md» electrically 

21 conducting fluid, bodiacdvc and return. Ut's make suie 

22 dnt happens* 

23 You've also heard evidence and seen evidence 

24 d«tSnudi A Nephew encourages end instructs to minimize 

25 Ar«v<AiornotconrttcffisW. teoember die sales gukte 
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1 is going to try 10 argue that AnhroGire*s patoiU 

2 invalid, that chqrwcfcdisdoscd byte prior art» and 

3 that, in fact, did come out Dr. Taylor testified at 

4 some feogxh;goiQg through soiDepcmxr|K>imdi^^ 

5 the alle^ mvalicfity of the patents. 

6 Now, you are going to be instructed 00 the 

7 prcsuraptioQorvalidity and OQ the burden of proof that 

8 Smith &Nq}bew has and we shodd review that oow. 

9 So the invalidity burden of proof tiiatywi 

10 inostapidy in reaching your decision is a iSffetembtirte 

It than die infringement burden. 

12 The instniction says that Smith &Nepbenr 

13 contends that sosne of die claiiv are invalid, but a patent 

14 is presumed to be valid. Because of the presumption, 

15 Smidi&Hcpbew has the burden of proving datdKassened 

16 datns aiebvalU by clear and ooovineiQgevid»ce. . 

17 Clear and convtndi^ evidence is evidence that produces an 

18 abiding coonnctioQ that die trudt-** an abtdingooaviclioii 
19f diat die trathofa Actual conlcDtkMi is h^probabte. 

20 And it is thus a Ugber standard of proof. 

21 HocpiepoodeFBnceof dttcvidenoe. ThaCsnot 

22 wiiat dus means. Hus is a h^her standard of proof. 

23 Clear and convincing. 

24 Why? .The Patent Office has put its seal on 

25 these patents (indifathig). blasinvesdgaialdie 
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rocan anodier claim is invalid You have to look at ench 
daim separately and gauge validity m each case on a 
claim-brdaim basis. And you*tt be instructed on diat as 

So it's not enough, and you can*t took at it 
tfiis way, diat die whole patent is bvalid Youhaveto 
took at each claim and say is diis valid? Goduoughit 
Item by item. 

And you have to j^ply d>e dear and convincing 
standard in each case, in each case. And I would submit 
to you, ladies and gendenxn, diat die proof in diis case 

falls far shoft, fu- diort of proving mvalidity by dear 
and oonvindng evidenoe. 

Let's summariss die evidence now widi respect, 
first of ad, to die *536 patent 

If you cm^d put de dide up, pkase, Chris» 
rdadog to d)e Roos patent.. 

Sfflidi & Hephew has taken the position that 
dm m fev priorart lefbcaces diat render die '536 \ 
patent daims invalid: The Roos '193 patent, die Roos 
and El sassc r aitide, Pao reference and the Doss refcience. 

How» befoie we go any. furdier on diat, let's 
remeinber that aU four of diose references were in front 
of die Fttent OOtce wboQ it issued die nodoe of btcntioQ 
to issoe tt>e re-rramfnaHon certificate confirmmg tfae 
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ddsis diat have been made by ArtfaroGaie and it has 
granted dM>so daxms afkr review, after oonsideistbii. 

And yott>e heard some evidence dttS indcamg 
about die le-cxamtnarfoa process that fa gdng on widi 
respect to die *536 patent The '536 pateat beti^ in 
te-exammadon. And yoa beard about somebody makiiig a 
request for re-examination. Yon heard about die Patent 
Office and a boanL three examtneirs getting togedier to^ 
again, look at die patentabili^ of die '536 patent in 
li^ofttieRoospatait Ibecomingtoadecisioam 
die nolwe of intent to issue die le-ezamination 
certificate, dial after leodving all of d» contendpos 
13 of Smidi ft Neptew.diatde '535 patent tssdil 
patentable overall that prior art 

Ibere's a pirainytion of validity, lacfies and 

16 gendcinen» and d»t is because the Patent OITice reviews 

17 these natters and gives its seal on diose things which it 
bcHcves to be patentable. Therefore, in order to set 
aside 8 claim as being invalid^ there must be dear and 

20 convincmg evidence. 

11 Whafs more, ladles and gentlemen, you'll be 

22 instructed diat you don*t lode at die endre patent an 

23 cndie patent when yoo are assessing invafidity* You 

24 look at each elaim. You look at die claims oae by one 

25 because die fact that ooedaim might be mvalid does not 



P^ 1600 

1 patentabilt^ of all of the daimSr all of Che daims of 

2 die'536pateot Every singfe one of diaseie&tcDoeSL 

3 Anodierinterestir^liKts. Let's also remember 

4 dttt when die '536 patent was first issued, when it was 

5 Hrst issued, die Doss patent and Pao patent were 

6 coQsidered by die P^t Offioe and die *536 patent issued 

7 over, it issued over those priorartrefefenoes. 

8 So d« Patent Office has looked at dus stuff 

9 already. The Patent Office has considered it 

10 . Soyoasi8iuidkBq>dittiniiun4Isubinit - 

11 Ia(fie3 and geotfemen, as you are looking it die dalm that 

12 dtts prior art renders diex daims valid 

13 Now, as we went dttough die prior art yesterday, 

14 I believe die evidence showiBd very deariy that the Roos 

15 patent does not anddpate die ^6 patent If a prior-art 

16 reference IS missing even one limitadMi, just one, it does 

17 not anticipate. Anddpadoo means that every single * 

18 clonent every single Umttatioo is present in one pfior-art 

19 refercnoe. You don't combine them dtogedier. Itisin 

20 one itfcrence and are they all there and they have to all 

21 be diere, eider laid out cridierently, or inhcrcnUy, 

22 meaamg necessarily, posidvdy» no cxoepdqns. Inherendy, 

23 Thafs die standard 

24 Now, you heard Dr. Ti^or say yesterday diat 

25 die Roos '198 patent does not tell you where a connector 
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I So hoc wbcfc it says the higc band tests CO 

\2 tissoe so that good electrical contact ha)SUfcd»^ 

3 tdlsyoQ the curitDt flow is gdng through the tissue. 

4 It*s oot-going trough the floid. If itweredcctnc^y 

5 conductingflttid,yoa wddgcicuritiitflowtbroagh Ac 

6 Auid and there ivotiid be fx> need to have iberecom 
I 7 electrode resdng on tibe tissue 10 ensure good ekctfkal 

8 contact 

I 9 lbcie*sano(facr]KNnthcre, ladies and 

ho gentlemen, which is that about ten years after bis fizst 
lit patent, Mr. Roos got another patent If $ the '667 patent 
|l2 and that's admitted m evidenoe. 
|l3 And iet*s put up the '667 patent and Coluoli 

||4 fromit 

\\S AndtryoalQghiighttbebngn^ati4to29 
|l6 of Cbtcsml,u« talked about this some ivith Dr. Ta^ 

|l7 yesterday. 

18 I know that's a lot of text and dkcre are a 

19 lot of words up there, bat thb is -this point shows 
bo that die fhid dot lUx» was vans «» tx< electric^ 
bi conductive. 

12 my? Here's Mr. Roos ten years later, 

23 describing OBOS 25J on d« 719. That is the pareni 

24 appllcationioteJtoos'WpatenL Ihatwasesscntialfy 
[25 the GcCT»tt patent dat Mr. Roos filed and after be &i 
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I that, be filed anodser patent m die IHled Stakes on 
I 2 sanae inventioos. 

3 So sometimes you can file In one country, 

14 then nie b odier oooatries. Ibat's what be (Sd hoc 

5 So he filed tte parent ^jpBcatioo, Andwb^ 

6 does he say in his new patent? He says diat his old 

7 patent ifidiinwoiiL He says that the devices <£dn't wock. 

8 ^Wl^ WAhesaysdiatinoneofdie 

9 embodiments, diere Is aplastic cover that extended orer 
ho the endoscope and so that the only way that the return 
In electrode and die acdveekctrode could enter talo 

12 electrolytic connection was throQgJi the flmd 

13 But you know what he says? He says that was 

14 not good cnougli because he says that it can only enter 
|I5 mto contact with the cutdng electrode eiectrolyti 

16 via die seoctioQ which is present during die cutting 

17 process. The secretion. 

15 What does that mean? That's btood Tbat*s 
19 other bo<filyfbdds. 

|20 mcoacatismadeinadcti)ebafcr.dKbody 
111 wifiseaete. Fluids wiU seep from ttrbo^Sf. 

22 What he's saying is here is that he was 

23 relying upon seovdons from die body to make die liqmd 

24 condodiveL He'srdyfagtq^onbhwdorsomeflmigelsetn 

25 get into the fluid and make it conductive. 
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1 IfyoQ had saline present, if you had aoodier 

2 dectrically conductive fluid like lactate of Ringer's 

3 present, you wouldn't need secretions to make it 

4 conductive. It's substandally more conductive than die 

5 dssue. V saline were diere» what do you need seotSotts' 

6 for? 

7 The secicdons might even nutke it less 

8 conducdvebecanse^ after all, salme is more conductive 

9 dianmanybocfily flwds. So Roos is relying upon, m hb 

10 *19S patent, txxfily fluid secretiooshito a nonconductive 
jit fltdd to make it conductive. 

12 But you know what? It <fidnt work. That*s 

13 what be says li^ here: Itcfidn'twodL Hesaysit's 

14 <fifficult to mantam die current Intensty for trouble* 

15 froecutdng. Itcfidntwoik. 

16 There b simply no clear and convin»ig 
in evidence diat die Roos patent <fisdoses any of dm 

18 invendons of die '536 patent 

19 Lees go onto die Rooa and Ehasser article. 
I20 TUs is also asserted ag^nst the '536 patent 

21 Bu^ once i«ain» there is no clear and convincing evidence. 

22 This is aaodier patent diat was cited at die Patent omos. 
|23 ft has been die subject of the ve-exatnination. 

I submit, lacSea and gendemen, that when ymt 
look at die patent ^Tm Sony, when yog look at diis>. 
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8rdde» doe is amply an dectiical connector that Is 
shown in dnspateot There's a picture of a mochamcal 
device, but diere*s no descripdon hi diere as to wheie 

the electrical connector is. 

Yon can look in the trandadon yourself and 

youaienotgdngtofmdit U does not tdl yon 
whcdier ies die pcoKhnal end, die <Sstal »^ tn de 

middle, nodnng. 

There are certably some knobs at the back end 

for ftoid and other tMngs^ bat it does not describe $09S 

as electrical connectocs. It'sncCdiere. 

Secoodpoint: Agsun, there is no electrically 
condttctiiig Iteid diat b iBsdosed hi RoosL 
Let's go to die next slida 
Again, Roos ardde never mendons saline. 
It, like the lUos ' 1^ patent shows current flow dirou^ 

t non-conducive find 

Rcmester* dne b that figure, and you saw 

the current Oujt fines going throo^Aat current 
20 noncoodoctivefhwH AgaBi,Roosbjnsttellingyo« 
\t diatyottcancBtcnircrttoflowmanooconducdvcfhrid 
I22 NodoiA)t^>outdttt Current can flow ihrou^ a 

23 noocooducdve fhlid 

24 That does not mean it's an electrically 

25 conducdngfhdd And Roos describes die fluids dnt am 
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1 used ui die monopolar case, wychMchnw are aot 

2 comhK^Uve and the btpdar case as inigalioa liqmd. He 

3 uses the same tcnn to describe bodL 

4 Now; you'U recall yesterday that Mr. Marsdeo 

5 brought a bag of saltne over to Dr. Taylor. Rexnonber 

6 that? He brought the saline over and said. Hey, lode, it 

7 says in^atioiL Ifyoubrooghtabagofsuiaftol, 

8 dextrose, distilled water, yoa know ^vfcatit*s going to 

9 say? Those are also irrigants» Right? 

to Do yoa recall that from Dr. Goldbeig? All 

tl of those are irrigants Oat are used m this field of 

12 dectrosoigciy aiul some of those tnigsots are conductive 

13 and some are nonconductive. 
14 

15 MILBOBROWCContmuing): The faction a 

16 bag of saline Imgant^we'fe not disputing that Saline 

17 isaatmgaoL Ofcoursettis. So is glycine, manttd 

18 and so is dextrose and other electrical non-conductive 

19 fluids. 

20 What is coovindng here; latfies and gcndcmea, 

21 is wi^ is there no dear and ooavindng evidence to the 

22 contnuy. 

23 Mr. Roos described his tnigatiooliqind as 

24 inigatioafiddiorbodi cases identical^. 
25 
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1 patent There's no disclosuie as 10 wfaete it is. Tim 

2 isooanticipatioa. 

3 But there's another factor heca Thcrcisno 

4 return electrode. No return electrodes 

5 This ts a by active device; ladies and 

6 gentlemen: Two active electrodes, 

7 Let*s go to the next slide, please. 

8 An active electrode. That means a stimulator 

9 electrode Applied to tissoe for stimulatioa. Appliedto 

10 tissue for stimulation and tfistingdsbedfioin a icQ&n 
U electrode by having a smaller area of contact; thus 

12 affonfiog a higgler cuixentdeoslty» 

13 Applttd to tissue fiVstionilatioiL 

14 Let's ^ to the next slide, because that's 

15 cxacdy what Roos-rmsQiiy,exacayv^ Doss does with 

16 bodidectrodes; with both dectrodes. 

17 Doss never says there's a return electrode. 

18 He describes the electrodes as just dectrodes. Henever 

19 says active and ictum. He just says electrode. 

20 Remember the aaient flux llnetf 

2t C&nwcgototfaeDosapateatinngineT? • 

22 Let's ^ to the next page: Ttoewega 

23 Yoa can see there, latfies and gcotleoKa, we 

24 talked about those current flux lines yestenlay and yob 

25 hearaPLTVyibr say that, ma sense; yott'ie going to . 
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1 

2 MIL BOBRCV (Continuing): If be was using 

3 nonconductive llnid in monopolar case, whidi he XQQst 

4 have been, and then using saline in die other case; 

5 woddnt he have said that? They have totally cfiflersnt 

6 dcctricid properties, con^lctdy <fif!crcot 

7 Why wouldn't he have said Fm using glycine In 
a one and Fai using saline in the odier? histead it's just 
9 irrigation liquid. 

to Now, we know the irrig^oo in tltt monopolar 

11 case; we know d>at it was nonconductive. Nockaraod 

12 convincing evideaee. 

13 Let's look at the Doss patent Cnwegoto 

14 Doss, please? 

15 Thank yoovoy much. 

16 TheDosspatent This patent has been 

17 considered at least four tines by the PaieaftOfltoe. ft 

18 was dtcd in coooectloa vrith the prosccotioa of every 

19 single one of Arthrocare's patents and it was considered 

20 in connection widi die re-ocsm. So on the *536 patent 

21 alone, it was considered twice. '536 issued over it and 

22 it was conssdciod during the ic-cxam. 

23 Dr. Taylor said that the reference does not 

24 disdose where the connector ism relation with the shaft 

25 That ends the story. That b a limitatioo in the *S6 
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t get a torn or doout-sfaqicd region in die tissue Thifs 

2 caused ni the vidnityd'both of those electrodes. You 

3 are gdng to get a VDhsoe of tissue that's going to be 

4 treated - heated in dtts case, actually^ bat it Witt be 

5 affected by the current flux lines going in that region. 

6 How, yoa heard Dr. Taylor say thai the cuncnt 

7 density of diesedectrodes is high. We know duit it's 

a hyper in density at bodL We know that both of these are 

9 designed to treat tissue and we know that they bodi do 

10 treat the tissue* Both of titedectnxles are used iatbat^ 

11 fasinoa t 

12 Let's think about these devices for a second. 

13 You've heard from all of die Smidi& Nephew 

14 people and from Dr. Goldberg and others, die return 

15 dectrode here is benign. Yoa dont get a tissue effect 

16 here m die region of the return. You dont ft'sbcni^ 

17 It hais a big surface area, low current density. Ifs * 

18 designed not ta 

19 That device is dedgned to cause a tissue 

20 effect in die icgtooofbodieleotrodes, in dmt locus- 

21 diapedregtooofbothdectrodes. Both are active 

22 electrodes. It has no return electrode. There's certainly 

23 no dear and oonvindng evidence of diat, none whatsoever, 

24 Remember, the Patent Oflice has considered 

25 d^ ccferenoe a coupk^ of tunes. It has conddered this 
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PROCEEDINGS 



(Proceeding comnictKcd in courtroom, 
beginning K S:45 a.iiL» and die foilowtng occurred widiout 
die picsenoe of die jury .) 



I 
2 
3 

4 

5 
6 
7 

S limcouinr: Allngbt,counseL Appaready.you 

9 btvc some issues wc need to atkSicss before we bring die jory 

10 in. 

11 MIUBLUMEKFELO: YourHDQor«fromournde,l 
it diiidc die only issue is die one we left off Mddi 81 die 

13 autofditfdayonFcidxy^widKacurativeittstrucdocL I 

14 drafkdsomedungaxidseatittoMr.MarsdeaaadMr. 

15 Hebcrt. IdonHknowirdkeyhaveaposttioo. Ctalhand 

16 litod«Courtt 

n THECOURT; Yes. 

IS MR. BtUMENFELD: Our snggesdoo would be diat 

19 itwouUfitpeifaapsetdieendordiepccsQmpdcftor 
30 validity instrvcdoa. t dank it is Page 37 of d« 
It tnstxuctioQS. 

2X MR.MABSD8(: YoiirHoaor» if Icaaspeak 

n bfieflytoiL. 

a4 We lave gooe bade and lotted at die JMOLmotioQ. 

2S Tte was ailabcMiiwt.iBaldng reference to die drop^ 
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1 datxns^wiudi I certainly^*! do bctoang. Ifdiey 

2 bad etoed our of dK box to assert dependent claiBS 

3 radtf than ittdepeiidentciaiatt, I ddnk this would have 

4 hm f fT c'*^"^ argiimgBt tad k a Iffyifim a tr arpwraeot 
But it is peculiar for diem to be asserting 

« dependent daims and not independent claims. Imadeoo 
7 icfercttce to die dropping of daims. Wedon^tditnlcaa 
ittsmicaoa is necessary. Having said diat* if die Court 
is indioed to give sixh an tn^rucdoo, dtt language dot 

Mr. Dlumenfdd has proposed b togua^ dat ^neito't 
olqect to arid tl« pwposd to p* it wfccre lie prcpwcs t^ 

pot it, we do not object to. 

I said JMOUwfikli migfkt have been reasoo fer 
yQttrpu22ledfoo& I meant die motions in limine. 
THE COURT: tdiink I kxw what yott meant. 
MIL MARSDBC: JMOt raises one odier issue.. I 
bdicvc I renewed our motioooQ Friday. Todicextcatl 
didn%lrencwitoowbcfoteyottdargedjejury. lam 
sure die other »de does as well . 

MiLOUlMeHFELOs YoHT Hoooc, to die extent it i» 

necessary, we do. 

THE COtflCft Afl your ri^ are reserved and nor 

dedsioos are reserved as weO. 

Mr. Bhnnenfdd. I am going to give dtts diaige. 

Explmn agMPwheteyouddalcitoughttobe. 
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MIt BU;MEHFEL0: f hope I have the page right 
lamDocsurelbavethefinalinstrucuoos. Atdteend 
of ttc instructioa oo presumpdon of validi^, fhac is 
instructioQ tiicte oo cadi cbtm betog a separately 
patentable invei^ioa I guess it's Pago 36, not 37. 

7HEO0URT: ft would folkw d»t befoce the 
instructioa on 37.- AH right 

Anything else before we bring the Jury? 
MR, HEBERTt One last itein, your Honor, lhat 
10 b die treatment of the tnequttabtecomhictpocdoQ of 
I thecase. Wcifidiodeedckariyixmoutof time Friday. 

12 If your Honor was inclined Co give Qsa&odiersesston» 

13 wewonldbcmteitstedindiat Otherwise, we would 

14 submit our inequitable conduct case on the briefsL We 

15 bavcdeposidoo testimony from a number of witnessesL I 

16 think it'sOree witnesses tnparticdar. And ^ could 

17 submit that ^OQgwidi the law that we believe b 

18 applicable. Wc can (fiscuss a bnefmg schedule. Unless 

19 ymi are mietestadm hearing some live tesdmony. . 

20 lUeooUKT: WdUIamnotsure^lam 
31 going to do widiit» because, quite &ankly» for 4 trial, 

22 I don*tjustt:doedeposldon testimony on die tecocd. So 

23 I noed to dunlcitaitwfaedier I wiflktyou proceed If 

24 you ha(v« evidence odicr than what is in die trial itself, 

25 Ihro to ddidc about whether you shotild be allowed to 
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bring them in and Start Thank you, counsel 
(Short recess taken.) 

(Court resumed after the recess.) 
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THE CXWRT: aU right Ut's bring our jury in. 

(At this point die jury entered die courtroom 
and took dieir seats in die box.) • 

THE (XXJRT: welcome beck, Uifics and gcnttciw^ 
and wc*U proceed widi die rea<fing of die jury instrwdoos. 
I hope you drank caffeine diismomtttg. 

McmbcR of die jury, now it is time for me to 
instruct you dxwt d« law diat you naist foUow in dcdding 
dttscaso. IwinstartbyexplaintagyourAittesanddie 
general rote diataTOly in every dvtt case. I wiU . 
explain some rules that you must use in evaluating 
pardcolartesdmony and evidence. Then I will explain the 
posidons of die parties and die law diat you will apply hi 
ddscasn. Andlasc;[wiUotpUundierules«atyoa 
must follow during your deUberatioos in die jury room and 
die possible verdicts diat you may return. Please listen 
wy carefidly to cmyduy I say» 

You have two main duties as jurors. Tlefust. 
one is to doade what ttie facts are fh»n d)e evidence dutt , 
you saw and heard here in court: Deciding what die lacts- 
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1 present anything else. 

2 MitBLUMENFELD: Your Hoeor,ourposidotton 

3 this is tfiat you made it dear several dmes that die time 

4 we had included naissues^inckidingitteq^t^feeondnct. 
Tlxy made dieir chokes as to how to spend dietr time. If 
dvy wanted to put in evidence on mequltable conduct, 
diey diodd have done It widun die dme dot was provided 
FbrexaQ9le,wetm>ughtMr.ltafflehere. Hetesdfied 
briefly. Butwedioughtdiathewascomingoninequitahle 

to conduct 

Tbe fact di^ fu out of dme; it was due to 
dietrdioioes* Idontknowdiatwehaveapiobka widi 

13 briefing inequitabte conduct based 00 die trial record ds 

14 itextsts. What we do have* problem widi IS now goii« 
bade and creator mora of • lecenl especially t paper 

16 leodrd. 

17 THECOUICT: lO^ (wouldsffreewididiat 

18 If you want to brief inequitable coodua on dcieconi 

19 made at trial, you certainly may. But we are not going 

20 to open die record for purposes of inequitable conduct 

21 Allright Iwillgoback. If our jury were 

22 here,Iwoiddstartinstructtiig. If di^arenot,wewiU 

23 havelowmt 

24 They are here» but diey are filling out dieir 

25 hmchorders. So, as soon as diey have done dat we will 
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are b your job^ not intiie, and oodiii^ tfat I lave said or 
done dnriog trial was meant 10 oafhience your dcctskn 
about the facts in any way. 

Your ficoood duty is to uke die law diat I 
give you and ^ty it to die faas and deader under die 
^ipropriate burden of proof, which party should prevaiL 
I win instroct you as to die tequhed burdens of proof 
shortly. It is my Job to instruct you about Kbe law, and 
you are bound by die oath dot you took at die beginning 
of dtetriattofoOowdieiBSlrucdonsdiatlgiveyou, r - 
^ifyou personally ffisagieewidi diem. TUsiodudes 
die tnstrocdotts diat I gave you before and duriitg die 
trial, nddiese instructions. AUdieimtrootmnsare- 
In^ortant; and yoQ sboold cmtder diem togedier as a 



Ptrfonndiese dudes lairiy. Doaocletany 
bias, synpadqr or prgudtoe diat you may fed toward boe 
side or die other inllucnoe ymir decision in any way. 

You most make your decision based only on die 
evidence diat you saw and beard bdt in court Donotlet 
rumors, suspicions or anything else dat yon may have seen 
or heard outside of oourt infhience your dedsiott in any 
way. 

The evidence m this case indudes only what 
die witnesses sdd while they were tesdfyii^ under oadt 
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1 clKexhtbtisthatIdlowcdtmoevi<kfKe,andite 

2 $tipuladoo$u>wiuchtbe lawyers agreed 

y Mothisigelsetsevideaoe; Counsel's da»ng 

4 aigoncmsmnotcvideooe. Counsel wm sunptsr given die 

5 oppcctuiu9b>suinm8ri2eendi&tcipsctthecv^^ 

6 yoiL lttsyourie6(dkcttoaorthefacts»QoCihelawy^ 

7 rccoQcctiocs, tto must govern your ddibcralkxis. Ihc 
S lawyers* quesdoos and objectioos are My 

9 ndnigs are not evidence. Any of nycomAenls and 

10 questions are not cndenoe. 

U During Ae trial I may not have let yott hear 

12 answers to some of the questions tbattelawyen 

IJ asked. ! also n»y have lukd that you cotildiwt 

14 oftiiecxhxbitaihatAelawyerswantedyootosce. You 

15 imistcon:5>IctelyipiorcaUofdwet!ui]«SL Dooocevea 
\$ think about tfnn. Do not spccdaie about what a witness 

17 ml^ have said or what an exhibit B^gjht have ^owa. 

18 Tto6thin8Saienotcvidenoe,aodyoQan5boundbyyo«r 

19 oadinottotetlbeminftuenoeyourdccisiootnanyway. 

20 Make your decision based ooly en the evidence, as I have 

21 defined kbere, and nothing ebe. 

22 Yon tiiouidose your conunoo sense in weighing 

23 tiieevideooe. Condderitinli^ofyourevetysby 

24 expericoctjwidi people and events, and giire it whatever 

25 weight yon believe it deserves. If your experience tegs 
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1 ii^lc testifying. uiyiMCRSclnas or ptqodice shown. 

2 and d>e fCMenabknen of dg icstooay eonsidatd m 

3 tight of all the evidence a ibe case. 

4 Dofiag cxtfwnstioa of a witness, yott laay 

5 have hetfdcfiscttsiioos about impeachoieat bBpeacfasmof 

6 a witness, wbdfaer a to witness or an expert witness. 

7 oGCUfS when his er her testimony is coBtradictot by ocfaer 

S evidence When you decide bow much wcigbt to ^ to ihe 
9 tes d mooy of a witness, yon pay consider any contrtdkiion 
to of the witness's testinooy denoosvated duough a npca e l 
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to determining die weight to give to d» 
tcstimooy of a wiiaess, yon dttdd ask yourself whether 
tboe was evidence lendiog to piove dat die wiiaess 
aesiifiod firfsdy aboot sooK iaponaut CKt or. wfaete 
there was evideooe dist at sens o6er doK the wifiMSS 
said or ^ someddng, or tiSod b say or do soadhfog. 
tewasdilibentfrQeatbelesdflioayheQrsbegaweat . 
tfaetri^ 

Yott should loneote dial a simple OEustaloe by 
a witaess does not aeocssarily meanibe d» wimesa was 
M idlii^ the Mdt tapfemay tend to forget tooBO 
duagi or icmoBte other d^bacottMeiy. ffawimess 
hit BMrif t mftt***'^'*^ iMfttider wbaherk WIS 

simpiyaanBoceBtlapaeofffleDioiycraniatetttioeat " 
felKhoodaadtbatmaydepcadaponwfaofacritcooccnis^ 
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you that cettain evidence teasonably kads to a condnsion, 
yott aie fiee to icadi dtft condosiott. 

3 No«r, some you have beard the terms 4fifect 

4 evideiioe and drcnmstantial evidence. Diiect evidence is 

5 sisiply evidence like the tcstiinony of an eyewitness wh^ 

6 if you believe it, diitctfypioves a fact Ifawitness 
. testified ihathesawUiatningoutsidB. and yoobeiie^ 
g itt]n,thatwouldbe<fisectevideaoefl»titwasraining. 

9 circumstantial evidence is simply a chain of 

10 dfcomstanoesthalintfirecifypie'yesafact Ifsooieone 

11 waOead into decomttoonweaiuig a taiiKont covered with 

12 dropsofwataaadcanybig^vfetuntelKtowwIdbe 

13 dfcumstantial evidence from wfaidi yea could conclude diae 

14 itwasiatnins. 

15 Itbyourjobtodeddehowsxicliweifl^to 
Id give d« direct and drcnmstaoiialewdenoc. The law 

17 makes no distinction between die weigfit that you dKXdd 
19 give to eithet one. nor does it say that one b any better 

19 evidence than it Oder. You Should consider all the 

20 evideiice,bod» direct and circumstantial, and give it 

21 whatever wei^yott believe it desenrca. 

22 Youaiediesoleiudgescfdiecredibilttyor 

23 thewitnesses. In considering die teaimony of arqr 

24 witness, you may talk into aceoune Ac witness' aWito. 

25 education, opportunities to observe, age, gCTOcy,nmmef 
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1 ts^ortantfactoraneaiinpcitatttdetaiL 

2 Vta knowledge of technical sulject matter may 

3 be helpful to a jury» a person who has special tratntog or 

4 expcttcnoe 

in that technkal field <• called an expest. 

5 wilaes5««tspenmttBdtDStaiBhisorfaeropiidonon 

d dieso technical matters. However, you are noCicqtuscd 
7 to acoepe that witness* o^aion. Aswithanyodier 
g witoe$a,iHstvtoyotttojud8eaKaedentialsand 
9 credOnlity of the cxpcttwitoesa and dectdo whether to 

I to idy upon his crbertestimaiiy.' ^ . 

Ill Some of U« witnesses ^testified appeared 

| i2 here in owtL Odiesslestilied through depositk»s d^ 
13 

14 

15 
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WOTcidxrioBditteourtorplivedottvideotape. Yott 
should afford any tcsdmooypvca by dcpooiion die same 
coQstdendioo you would give it had ds witness personally 
appealed in court Lioe the testimony of a live witness, 
die statenKOts made in a dcpositiott are made under 0^ 
and are coosidend evidence which may be nsed to prove 

particular tos. 

One mote pobt about the witnesses. Somedmes 
jun«wonderifd«nuB*erofwitncsses.whotcstif^ 
[22 makes die deteenoe. Do not make any dectsioo us based 
[23 only on dK number of witness whose testified. What is 
|24 mocetmportanlishowbclievablediewiu«3cswere.and 
[25 how machwe^ yon dunk d«rtestimooydesefves> 
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Coooeomte on that, fMK the nuznbets. 

During the couise of die trial, you have seen 
many exhibits. Many of these exhibits were admiued a$ 
evidence.' You wiU have these admitted exhibits in the 
jtiry room for your ddibcnoioos. the remainder of the 
exhibits^ indudisg d»rts and aminadoos, were ofTertd to 
help iUustrate the testinuny of various witnesses. Ibese 
illttstrative exhibits»c^!ed denionstndve «chibits» have 
not been admitted are not evidence, and should not be 
consideitd as evidence. Rather, it is the underiyiqg 
testimony of the witness ihac you've heard and the 
documents that were admitted mto evidence when you saw 
die demonstrative exhibits that is the evidence in the 
case: 
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1 Those of you who are familiar with criminal 

2 cases will have heard die tenn proof beyond a fcasonablc 
} dotd)C That burden does not apply in a civil case and 

4 you,dierefore»3lioddpotUoutof yourmindin 

5 considering wbedier or not AttfaroCare or Smidi& Nephew 

6 has met its burdea 

7 HieplainttfrAithioCareisdieownerof 

8 Patent numbers 5*697^6, 5,697,8S2, and 5^4,592 Bl, 

9 which are die patents asserted h dds case. IwtO iefer 

10 to diese patents as die '53^ patent, die 'SSI patent or 
n die *592paleol,re$pectivdy, or as die patents in suit 
U Ibe named mveators of die pleats in suit are Philip 

13 Cggets and HiraTbapliyaUi^ assigned die p 

14 snk to ArdiroCareL AxthroCm has tbe exclusive rights 

15 to maloe, use. sell and offer for sale any product. 

}$ appaiams^^rstem or medioddiat is covered by die patents 

17 bsust 

18 Ibe defendant Snitdi& Nephew has marketed a 

19 mimber of me<fical devices called die £lectroBlade»Saphyre 

20 and Control KT. AithroCare has accused diese products and 

11 dicir use <tf'iafrii«gBaieot Indus case; Im^rderto 

22 dKse devices colkctively as die Smith &Kepfaew accused 

23 pro ducts . 

24 ArthroCare contends diat Smith A Kephew 

25 UleraUy i2ifringcsCUims4^47andS6of ltie*536pafeat. 
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I 

Z iHB COURT (coodnntn^ Ihiststcivacase 

3 in which the pUtntifCAithroCue, is charging die 

4 defendant; Snudi A N^hew^widi patent ioftiogozient 

5 AfthfoCare has the burdea of proving pateitt 

6 infiringemeatby wbatiscaUedapreponderBnoe.cf die 
'7 evidence. Tbat means that ArtfaroCare has to ptoduoe 

8 evidence wfaichtV^ienoooskkied in light of aft die 

9 facts, leads you to bdieve that titoArdiroCbreclatitts 
10 rcgartfiog infringement Is more Ukely doD not. 

a ToputitdfEcreot^^ifyottiwcieto^ 

12 AithroCare's and SflBith& Nephew's evidence on die issue 

14 evidence supporting ArdvoCam'sdaims of infrinsemsnt 

15 would have to make the scales dp somewhtf on its sid& 
15 In dtis case Smith ^Nepfaevr contends diat die 

17 daims of ArtfaroCara*s patents are invalid Apaten^ 

18 however, is presumed to be valid Because^die 

19 presumplioo that a patent is vaKd, Smith & Nephew has 

20 die burden of proving that dK asserted dauns are invalid 

21 by dear and convincing evidence. Clear and coovindog 

22 evidericeiscvideindKatprodtx»snabidmgasivktioo 

23 that the truth of a factual contention b highfy probable. 

24 Proof by clear and convincing evidence Is thus a higher 

25 burden than proof by a preponderance of die evidence. 
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Claims 13, 17 and 54 of die *882 patent and daias 1 . 3» 4» 
II, 21. 23^ 26. 27, 32 and 42 of die *592. by mahttig, 
using* sdling ai)d ofioing for sak in dc United States 
the Smith ib Nephew accused products and by contributing 

others. Ihese daims are called die asserted daims. 

While I am at it, if 1 read somedung 
dilTerently than what is in the written instructions, then 
lain undoubtedly fcaidiag it inconecdy. Soyoushooldgo 
by die written bs&nicdons. f • 

Snitth ft Nephew contends diat It does not 
irifimge the asserted dahns and diat they are invalid. 
Smidi & Ne^KW ajoteods diat the ainerted daims of die 
patents in suit are invalid because, based on die prior 
art» dry were anticipated at the time of die alleged 
tnyptittffii 

Smi4 ft Nephew fisdier contends dMt Oaimi 
13, 17 and 54 of the »882 patent are mvalld because die 
*S$2 patent does not leach one of ordinary skill how to 
practice these daims widiout undo cxperimcntadoa. 

hi this case, you must decide several diiflgs 
accordiog to uwtructionsdgt I should give yog Tbqr 
are: 

One; as to each of the asserted daims of die 
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prtpcakniKC of the evidence to SmU^ 
liieraSy mfricgod tfatdaim. 

Two, as 10 each of assencd clatDtt* wbodier 
South & ^ P<*°^ Vy Cktf aod coQvind^ 

that the claim is tsvaSd. 

The paicm law prcfvides ihat any person or 
faosoen entky main. OKI. oOcn for sak 
seOs, witfaom <fae paiem o«raa'$ pcnwssioo, a prod^ 
or indhod kgaOy proiecicd hy at kast one 
valid paM widoa te UaiMd StBtei. 



Thoe aictee «^ 10 'ofiioge t pifeBt 

Ooemay: 

Oac diteeily fafriage a patent 

Two. iDdoceoihas 10 inftiBgeapatost. 

Oi, does, coofeibttte 10 tpfiiosnM^ 

patent 

I ^ cxplab each ^ of hifiiagcaac noio 

eoo^letety to a oioBwnt 

A paicDt owadr may enforce hs ilgfat 10 ochide 
often fiom mddng* is»«. acflbf or oScmv for sab 
the pan^ mveoto hy f3itt| a lawsuit (br paieor 
bfiinganeat A patent confos on its owner aocxdttstve 
pcopecv ti^ >tt ^ P^^nttd iovtcfl^ 

Here, AithtoQttCihcpaKaiowpei; has sneA 
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1 sock as ArthroCaie need only establish to one of ihe 

2 assemi claims in to paieot has boenlfilrioeQd. 

3 Thereateaouteofciaimsiavolvodhoc. 

4 AfthfoCam assectt to Sottdi & Hcpbew iafrtnges Quu 

5 47 and 5< of iho '5)6 pacat Claims 13.17 and 54 of ihe 

6 *mpaieatandCbiBsl.3,4at.2U23.26.27«32and 

7 42ofthe*592paient Claim46ofthe*536paicatbegms 

8 alCbhtmnl8.UK29ofihe*536pa«atwhiehb 

9 PbbdS'sEihibilNd.linovideDec Tfaeotoassoiod 

10 €laanscfihe'536pBiemaief6tmdinCdhBms Uand 19 
la ofihe'536paiEnL aiial3of4»'t82paKatbe^at 
jl2 CtemMUDe54of«io*t83pctoitivU^isPlaiMifrs 
|t3 ExUnt No. 2 mcndeooc. The oto asserted dauu of 
|l4 ifaa '8S2.paleai am fovnd in Cohasiis 24 and 25 of ihe'S82 
|l5 pauiL CUml of die *t82 patent, firom which Oatoss 13, 
m l7aod54depeod.hasheea€«nractedhy«catificatBof . 
117 coosciioQ^ Cltimloflfae'592bcsiBsatColnma34*Uoe 

18 6oflhe*592.wUchlsPlaimlfrsExhibitNd.3m 

19 evideaec TWod» assortedelaims of *e*592 patent 

20 •Rf6iadbCokmis24toi6b26ofte*592pateai 
121 & toease, AitoiCaiocoondstoSoiiiba*' 
22 Nephew's accnsodprodiKts and metoislsteraDylofti^ 
[23 ifaeassemdelahBS. la order to pmo to any one of* \ 

124 iheasscitedd^msisGton&ylDftioyo^ AitoCaio 

125 miBtpiovotyap i cpooder an ccofdcevideocotoSmiihjfc 
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SmMi 4 Nephew and alk«ed to Smift ft Hephew dkocdy 
infrs^ the astend claims of Aopatems in smt 
Addltionaily« AnfaxoCare aOcgcs to Smift ft Nephew has 
iadoccdandcoortatcdtodK mfrin e rm f rt 
claims of the patatt fat suiL Smift ft Nephew demea such 

Ae patttttt in siiic» yon Witt have 10 took m die claims 
oftfae patents ksttH to hmc been asserted. The 
patcat claims aie die onmbeMd paiagraphs at tocod of 



ThepmposoofAe cWms is lo provide nodce 
to ihepiAlieorwhitipntcntoown and docs ooKCOwr. 
Ihe claais define tehoimdaiks oTifae Invaidoa 
de»3ibed and iOtstnttd ia the paiat iod d» pMMt 
owner's propo^rl^ hftieiemcntisihBartor 
impassa^ on those lights. Only 4e claims of d»e 
pantcanheinMfl^Bd. Ndto the specWcaiioo. wWcH 
is to wrinen descdplioo of 6e invcotsoo* nor the 
towhigs of dB pntBOl em be iofirinied. 

Not eveqrclnmofa patent nuts cover Cray 
fesnne of the patented mventioo. Each claim is a 
$cpar»» statement of dsc patented bveotion and, toefcec. 
each of die asserted claims miKt be coosidexcd ndivkSnaUy. 
TosinwinKngancmofapacitodarpatencaplaiaiiff 
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1 rkplKW*sncciisedprodac»oriDedkQd$iDdxideeachand 

2 evciylinBtBtioitoftoperticttlarcUtni. lo ocber words, 
sttst coti^aie fdoum of ifae aocitsed ptot^ 
metbods with dtt imittckxB of eadi tssertM 
order to detetsame wfaedier tfie accused pcoto^ or 
iadiide each aad every tiffiitatioo of aa asserted cU^ 

VTidiiespect to ^ asserted daims of the 
►5« and •882 pateatt, to acciiscd ntethods need itot alw^ 
pnctioc to ixivcatioQ of «y asscited fSKdiod claiia » 
long as AithioCaie has proven by » prcpoodermace^ to 
endeaoe tot to accbsed iKtods opecise Bi t w^ to 
xxK«t each and every step of to snethod described m to 

datn sooe of to toe. 

There cati be two t^cscnt types of cUims in 
npateat The first ^ is called aa independent clmm. 
An iiKlepcadeBt clto does not leto to aiiy otor claim of 
thepatent. An independent datmtsicad by itself to * 
detenniite lis scape. aaim45ofto'536pateat.Cbimt 
of to *882 poleat,aadOmiBS I «»i23 of to *592 patent 
aroipdepcndcfftHatmt Yoo know this because tbese 
claiiBSineatMafK>odierclttia. AccordLnjiy.towotdsof 
tiMse dato arc lead by themselves in order to delersto 

|23 what to datms cover. 

124 Ootootohaod,adepeodeatcWmisa 

125 rfAndatfctotoatfcasioaeotordaimmto 



10 

Hi 
|l2 
tl3 
{14 
1 15 
16 

In 

1 18 
ll9 
|20 
21 



ArfhniCnie v. Smith St Ncptevir, CA No. 0I-5Q4 (SLR) 



Pag^ 1713 -Page 1716 



A 15651 




Jury Trial- Volume I CoadeaseU"' Monday, May 12. 2003^ 



1 patent and thus incorporates whatever the other daim says. 

2 Accordingly, to <ktenntn& what a depenckatdauacQv^ 

3 you nmst read both the dependent ciaira and tbe independent 

4 datm to whtd) it refers. 

5 b this case, for example, Claim 46 of the 

6 *536 patent is a dependent cfaim - it depends from Claim 

7 4S. Accordingly^ the words of Claira 45 and Claim 46 must 
S be read together to order to determine what the dependent 

9 daim. Claim 46, covers. 

10 Some datms of the patents in suit are broader 

11 than other datms. Youaienottoread tbelimitatiocisor 

12 words of a namywer or dependent ciaim into a broader or 

13 bdepeodent claim if die broader tiatm does not c3q)Uddy 

14 contam the »me Ihrotations. 

15 It is my duty under de law to define 1^ die 

16 patent daims mesa Iha»cmadcBtydctermmationood>e 
t7 meaning of each daim. I will now instruct you oo the 

IS meaning of seven! of the tenns and phrases b die patent 

19 datms dttt are at issue bdus case. Ibemeanbgs I 

20 give you should be interpreted by you b accordance widt 

21 tfaetfplab meanings. Except where die Court has <firocled 

22 odiec«ue,^oUierdatm language sbotdd be iiitecprcM 

23 m accoidanoe widi its onfibaiy and accustomed meaning. 

24 YotDttt advised diat d>e foBowing defbitioos 

25 for die fdlowbg terms must be applied- 
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1 Four, dectfically conducting Quid and 

2 dectticatly conductive flmd Cdnsistenc widi die 

3 wdinafydefimdott,dcctricaUyc<»ducdng fluid and 

4 dectfically conductive fluid shall be construed to mean 
5, any fluid duttfadlitates die passage of electrical 

6 current Examples of dectricdlyconducdog fluids are 

7 blood and saline. 

5 Hvcdtrecdagordeliverbgdieelectrtcally 

9 conductive fluid to die target sits. Tbb phrase shall be 

10 construed consistent widi its ordinary meaning. No further 

11 construction is necessary. 

12 Electpode terminal Coosistent widi die 

13 btrinsic evidence of die patents b suit, electrode 

14 termbal means one or more active electrodes. 

t5 Active dectrode. Ibe Court shaU apply die 

16 or&iarydeftnitiofi of die term active dcctrode and die 

17 relevant art. The torn active dectrode means a 

15 stimulating dcctrode«..^llcd to tissue for 

19 stmnilation end disdnguishcd kom.u return dectrode 

20 and having a smalkr area of contact thttsalibrting a 
21, ' bigfaer curxeot density* 

22 Returodeetrode. AscoQtrastedwidiaa 

23 acdve dectrode, die term retun electrode means an. 

24 dediodebsviiig a larger area of contaadiaaaa active 

25 dectrode, dwsaiTorfing a bwerenaeatdensi^. 
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t One, connector. Ibe Court shall apply die 

2 onfinary delbitioo of die word connector. Ibe word 

3 connect means to bind, tint should be *or*&steatcgedier, 

4 job or unite, Gnk. . 

5 Hie word coonoctor, b terms of the *516 

6 patent, shall be construed to mean a strucnuednt 

7 cIcctricaQyUnks the electrode terminal to the 

8 firequeacy power supply. 

9 Two^ electrically comhxtmgflnid supply. 

10 Consistent widi die p<09ecotieolfetocy» the ptese 

11 dectricafiy conducting fluid supply shodd be ccmstnied 

12 to meau a rnKficalcootaberdiat stores electrically 

13 conducting Quid. An exanylc of a medical container is an 

14 ivbag. Aa example of dedrically conducting fluid is 

15 isotoote saline. 

16 Spacing a return dectrode twiy from die body 

17 structure and the retiim electrode is not b contact with 
|g die body stiuctttre. 

19 Hie claim limitation die return dcctrode ix^ 

20 b contact widk the body structure is dear the return 

21 electrode is not to contact die body at all during the 

22 performance of the daimedttcdiod Hie darned mediod 

23 does not ooatab any time lifflitatioos. Ifaus* declaimed 

24 mediodbparfonxiod when eadiofdie dote st^ of die 

25 daim has becip 'ipftnip^^^fff i 
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1 I am on Paragraph 9 here. 

2 bsulating member. Ibe Coivt diall apply de 

3 onSoary definitioo of the phrase insdatiag member. Thus, 

4 the pbase bsulating member has beeaconstnied to. mean a 

5 member whzcb provides a hij^ degree of reststanoe to die 

6 patv^gc dtujbvgc 

7 Tea, 500 to 1400 volts peak to pc^ THs 

S phrase shall be construed consistent with its ortfinary 

9 meaobg. Ho further oonstructMn Is necessary. 

10 Eleven^ throi^ the regba of the target site, r - 

11 llib phra»shatt be construed coosistettt with its ortfinary 

15 Twdve^ immersing. The Oiurt dtaU apply die 

14 oidioary defiaitioo of the term imnitj mng Tbetem 

15 bonersingdiallbecoQSlniedtomeaato^nngeintoor 

16 plaoe under a flmd* 
17 

18 
t9 
20 
21 
22 

24 

25 
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THE COURT (Conttmiitts): Thiiteeo, 
ckctrosux^ical sysicm. 

Tlic Court shall apply the ordinary dcfiniUoa 
of the lam system. The tenn system shall be coostnicd to 
mean an assoddage or comtnnam 
fiftnning a unitary whole, 
ft Fourteen, (fistal end and proxtmal end 

9 The Cteiidttll apply the ortfinarydefmition 

to of die term distal and prcDdxnaL Ihe tarn distal end 

11 shall be oonstnied to mean the end situated away firom the 

12 pointrforigmoratttidwwit The term prorimai end 
a shall be construed to mean the end situated cowaid the 

14 pmnt of origin or asadunem. 

15 the asserted cbtmsoTAithnCart's patents in 

16 suit use the transitional phrase comprising Of compcb^ 

17 Comprising or compfises Is intcrpieied the same as 

Ift indudii^ or contiimng. la a patent daun, composing 

19 means that the daimbopen'oded. As sudv the claim is 

20 not limited to only wint is hi dsdaha. Based on this 

21 explanation* if yoo find that SmidiibHe(diew*s accuse 

22 products or methods tndodeaa of the limitations of any 
of die asseitbd dams, die fact that d» producU or 

24 nediods may also indodeaddhiooal features or Omenta is 

25 indewnt: The presence of additiooalfeaniigs or 
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1 patent It may also tnlringe a patem even diough tt 

2 befievcstngoodfaididttt wfaatitisdoingisootaa 

3 infringement of die patent 

4 AS I have told you, in addition to dimct 

5 infringnnent, there are two types of im&ect 

6 infringement- induced infringcQocst or contributory 

7 infirwgement The act of encou r aging or inducii^odiers 
ft to infringe an patent is calkdniducfaigm&ingesieaL • 
9 The act of contributing to the infringement of odns a 

llO caQed contributory infringement 

lit A person mdttoes patent mfringement if he or 

{l2 shepurposdycauses^urgesorenoouragesodiersto 

|l3 mfihigeapalcnt Inducing infringement cannot occur ' 

|l4 laaiieatioodiy* Thb is different from direct 

)l5 m&ingexDcntwUch^ as Tvc just told you, can occur 

16 uatntentioQally. holder to prove inducement* the 

17 patentoammostprovcdialftisaaorclike^tmetban 

18 not dot the accused bducer knew of die patent and 

19 cnooumged or iikstructed another person to perform a 
[20 piooessai a manner dot mfirbges the patent Thepateat 
21 owner must also prove dot it IS more llkdy true drinno^ 
122 that die odvr person mfitioged die patent Apeaoocan 

23 hettiiodncerevenlfheorshediou^diatwfaathe cr 

24 ^«>*«M < mg in gof ms t ii ir ttn gthcotherpctsooto <^ 
I25 wasnotanfaifii^eBicot 
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cfcmcito in Snadi & P">*«=^ 
mean diat diey do not isCnnge an asserted daim. 

Cextahi dmms use die language consisting 

csseatialty of certain conpooeots. hi h^tierprcting patent 

daims, diese words do not mean die same diiog as 

^.^^■ppfcfwg^ liy^nrfwi g^ ar ffWaitttny Radier«ndaim 

induding die langoa«e consisting essentiatly of will be 

infringed only b you find diat any con^iooents adckd by 

defoKlant beyond diose in die claims do not inaterially 

affect die basic and novd duvacterisdcs of d» 

mventioQ daimed fai dK pbh^s 

Fbr eadi of d» patents hi suit* Smsdi & Hephew 

is liable for duccdy mfm^xng ^ patent 

diat AfdiroCare has proven b/ • PFP<)>*<)b<*^ 
evidence datSmidi Ik NcfOiew has mad^ two* 

16 ofTocd for sate dcmvdidoodenneduiil least ooeof 

17 die aasetteddttms of die patent 
Smidi ft Hephew is Uable for <fiiect^ 

infrin^ die patents hk suit m das case if yoQ find 
thatAithroCaicbasprovtnbyaprcpoodctaaceofthe 

evidence diatSmidi ft Nephew has node, used, 
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1 AidKoCare asserts diatSmidk ft Nephew mdttced 

2 patent mfiingement AfdvoCare must prove fonrduigs by 
2 0 preponderance of die evidence: 

4 First, Saddi ft Nephew oKXMraged or Instmcted 

5 another person how to pcrfonnn process m* manner diat 

6 you,die}Qry,fhidm&tegesdieArd8-oCarepatentcla^ 
Sccondi Smidi ft Nephew knew of ArtfaroCam's 



Ift 

19 

20 

21 . 

23 sale or sold the mvendondefmedm at kast one asserted 

23 claim of die patents in ssnt 

24 A company can infringe a patent widwK 

23 knowing dot what it is ddng IS an mfringement of d>e 



9 « -ndt* Smidi ft Nephew Imcw or Aouk! have known I 
ilO diat its encouragement or bst r uct io n»woiddB«ly^^ 
la hk deodicr person doing diat which you fmd to be a 
]l2 ^reotmfiiageaeat of die AidaoCare patents. 

t3 Fimdi»iheodKrpersonin&in8Bddie 

14 ArthroCire patents* 

i|5 Snidi ft N^bew cannot be liable for inducing 

16 bftif^emait unless n asserted daim has been diiecdy 

17 in&ingedbyanodier. However, proof of indudog 
1$ infnngBnxntanddwunderiytngdbecthifimgenA 
19 bebtfedoodrcumstaisdalevideooeyouhavcheardin 
[20 dnscase. Direct evidence of mftingement and 

21 cortiiboioryhi&ittgemenitisooftreqtiued. 

22 AnddMtdiouldbefaidndnginfrbsement 

23 Dii«tendenoeofm&ingBineniandindu..agtn£i^^ 

24 is not re^^nred Now rmmer how many times we go over 
I25 diese^wefmdlapses^solapotogimrordat 
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1 lathbcasti AnlvoCait asserts thai Smidi^ 

2 Ncphewtscontnbutingtotheiafhngcntentof the 

3 AithroCarepataits. border 10 establish thai So^ 

4 Nephew has contiibutorUy iofiii^od Arthr^^ 

5 Anbrt)Cdiemtistpn>ycfivethiagsbytbenKsrelOcely 

6 not standard. These five things are: 

7 Fust, $fmlh&H:phew knew of AxthroCa^ 
S patents. 

9 Secofid» the accused products or methods perform 

to a material part oftiKdatmedmvcQtioQS and Smidi ft 

11 Nephew sold or staled those products or methods. 

12 11ttrd» Smith & Nephew knew that die products 

13 or medkodswmespecsallx made for use b a manner that 

14 infringes the patent clalmsL 

15 Founfa, d)e products or methods aic not staple 

16 oroommodttyarttdes. 

17 Fifth, (he products or methods were actually 

18 used ma manner that you find infringes the ArthroCare 

19 patemi 

20 Smith ft Nq)hew cannot be liable for 

21 cootnbutofytnfinnganent unless an asserted daim has 

22 bcencfirtctlyiniiingedbyanodier. However, proof of 

23 contributory tn&ingement and the underling ditea 

24 mfiingeaKBfi^tay be based on circuiutttitial evident 

25 have heard fa to case: Direct cw&lcnce of tnfrin^anent 
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And { have an additional instruction which is 
not indudod b yours so don*t be confused. 

It is common for parties to decide not to assert 
oeitam daims b an efToft to narrow Uie issues for trial 
b rcadung your verdict on the issues of infringement and 
vaUdt^; you should aoc consider that certam daims of 

the patents have not been asserted or why they have not 
been asserted. 

Bade to the script here. 

Smith ft Nephew has cfaaiicnged the validity of 
die asserted daims on a number of grounds. First, Smidift 
Nephew contends diat the asserted daims of dw patents in 
suit are not ncw^ but are contained m die prior art 
Smith ft Nephew also contends diat certam of die asserted 
daims are not adeqttaidy described or do not adequately 
teadi one of ordinary doll b the art how to practice 
the claimed bventioo. 

A person cannot obtam a patent on an mveotiott 
if someone dse has already made die same ioventiott. b 
other words, Use iDVcotba must be new. Ifanmvention 
is BOl new, we say diat it was anttdpaiod by die pdor 
ait An ifiventxoo that is anticipated by die prior art is 
not cntitftod to patent protection. Apartycbatlehgii^ 

24 die vafidiOrof apaieat must prove antidpatioa by cfear 

25 and eonvincing evidence. 



a 
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and cootiflwBocy kdi inyincBt If apt iwpJwL 

The graottog of a pticQt by tbo Ptteitt Office 
carries widi it ilB pfoooiptiQa that the palest is valid. 
From i i t ua a oc <^ die ptientti it Is picHimcd that die 
(abject ootier of ibe ptiem it acv tad oscfd and 
coosdoM an advance idbocb was BOt, at tbe tune tic 
aveatioa was nado^ obvious to ooe (tf onSiMfy skffl a 
ifae art. Ite law piesimesi b e» abacooe of dear and 
convbcii^ evaknoe to dio coutiaiy, Iftet tbc PMeoc 



10 Office acted cocTocdyaitmifigifae palest 



a psfent ts presmed vaSdL Smith ft 



12 Heplww bevs the btwdm ai pcovwg iavalkSQr by ebae 

13 aad coQvuiclQg evideoocL Altbovgh picsmnptioo can 

14 be ftbunod, die tnttdca Is on Simtfk ft Nc^^Kw to do M. 

15 Smidi ft Wcj^iCTv can only o¥cicooic fte pir joiiiption of 

16 vtSdity with lacts estabCshiog ion^alid^ by dear aad 

17 oooviaci&g c^idcsee. 

18 EacbofthcasxTicdcfadBisof ArdsoCace*s 

19 paceatiit picsanedvafidiDdepcadesi^ofthsvaSdiQfof 

20 any odier dalBL Hdsb became cadi daim of the patent 

21 dc fi oci a scptnldy pticatablc iovootiott. Dcpc Ddcat 

22 claiias axe picsuuiod vafid e^^a ibou^ fhcy nay be dependent 
2) upon a claim wUeh is proven invaBd* Snudi ft ffiephew* 

24 dndoK.inmt prove die favalidi^ofeachdaim by clear 

25 aad coovuiciag cvideocc: 
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1 bdds case; die prior art asserted against 

t the patents b suit includes: 

3 Hie Roos'19S patent And diat*s Defendant's 

4 Exhibitlt 

5 Hie arti^ by E Elsasser and E Rons. That's 

6 Defeodant*sEKhibas59*Aand59*B. 

7 * Ibe Pan M99 patent. Defendant's £xha)it 231. 
g The Doss '007 patent, Defendant's Exhibit 17. 

9 Tbe Manwaring 'U8 patent, DefesdasBt's ExMbit 

10 46. r . 

11 And die artide by CSlager,etaU Defendant's .. . 
n Exhibit65. 

13 .* The Roos'19S patent is asserted against daims 

14 46,47 and 56 of die *53d patent 

15 Ulfaat^ 

16 Hlt.BOBftOW: Stf. 

17 IBEOOmcr: Itit567 AUri^ * 

18 TlieartSdebyEElsasseraodERoosis 

19 asserted agttn3tdauns 46» and 56 of die *536 patent. 

20 Tlie Pan *499pa!aic is asserted against Qatms 

21 46 and 56 of dK '536 patent 

23 Tlie Doss '007 patent is asserted against daims 

23 46 and 47 of die *536 patent and Claims M, 4, lU and 21 

24 of die *592 patent 

25 The Manwaring '138 patent is asserted against 
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1 Qbims 13 ami S4 of the '882 patent 

2 lte«tidebyC$la8^,ctaLisasseftc<l 

) 2^amstaaiinsU»17aiidS4ortbe*SS2paiaitaad 
4 aaiB»53.2^27.32»wd42ofttie*5%pdteot 

For aatsserted patent daim to be a add paied 
by such prior vl, eadiandcvay Umitattim of the daim 
must be presott witUa t sin^ tloa of prior aft» whe^ 
that prior an h a pabGcatm or a prior patent Yoa 
may not find lint die prior art antidpaies a patent d^ 
by omibiotng tm or am hnis of prior vt 

Ihere nnat be 00 <Sffeienoe between the 
Umttatioiis of Uie asserted daim and the features of.the 
priorait A prioroft&dosiKc that ahoost meets Ifae 
daim does not aatie^aie. Ihepridraitfefereacealso 
imist describe the isvcntko wtdi suHki^ 
estdrfish tfiat the sd^cci matter eiiste^ 
art Also, border to antidpale; the prior art must 
enable one ddlkd ta die ait to practioe die iaveolioa 
such that it Is available to die pubtia 

. Ibere cannot bean accidental or unrocopuzcd 
antidpation. A prior dupBcatioo of die cWined invention 
thatwas a c d d CTit a t ,oranieceg m2 gy l ,unappiedatB^ 
ioddental to some odier pwpose is not an bvalldadag 
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making and using the cUunedtnventioo. The fact (hat some 
experixBentadon may be icquixed for a skilled persoii to 
practice die dmmed inventioD does not mean dm a {^tent* s 
written description does not meet the mitblfment 
ccqmicment Enabkmeot is not prechided by the necessity 
for some experimeotatioa such as routtnescroemog. to 
fact» a considerable amount of e^iperimentatioa is pennissibte 
if it is merdy foudne or if die spedficatioo provides a 
reasonable amount of goidaooe with ttspect to die dtrectton 
in which de experimentation diould proceed, bother 
words; a written descripdon is enabling so toog as undue 
experimentation Is not necessary . 

b determimng wfaedcr undue experimentation is 
needed, yoo should wri^ a number of factors^ ittdudli^ 
One, the tpandty of experimeatatioQ necessary. 
Two, die amount itf directioD or gmdanoe 



10 
11 
12 
U 
14 
15 
IS 

n 

18 Threes the pnsenoe or absence of worldng 

\9 examples. 

20 F!our,thenaQireof dieiaventioa. 

21 
22 
2} 
24 



Hve, die Stale of die prior act 
Sit, thesdatheiidllof dmse b ^att 
Scvca, the ptedirtabilify or unpretfctability 
oftfaeatt 

Andeja^thebreaddi<^tt>edaiin5, - 



t anddpat» a peterA daim. you dtould consider both that 
2 which IS expicsdy stated or present ia die item of prior 
') art» and also that whidi Is iitocxitly present Someihing 

4 Umheiait baa item oTprior art if it U always picseat 

5 b the prior art or alwi^sitsdts from pcacttce of 
Is prior art, nd if a person widionfinaiy doll bife art 

7 would understand diat to b^ the case; 

8 Ibe patent laws also require diat die 
{9 disdosure of a patait be suffickatly detailed to enable 
jlO those dolled b the art to practice the m^rentioa. 
Ill Snttdi&N^faewhasallcgDdtfmtCtomisU^aa^ 

12 die *882 patent do aot satisfy die en a blem en t reqtdieacat 
]l3 Ibe purpose of die endilemeatreqditmetttbiocBmie 

14 diat die pddie^bcxdiaagB for die patent rig^sgimi 
115 todiebtentor,obtabsfiromdKbvcatoraftill 

15 discbsureofhowtopracticedKddmBdimKataoa 

17 Howew; because dcscripdonsb patents are addressed to 

18 tiiox skilled bdK art to which die iDveationpettainSr 
JI9 anapplicsitrorapateatoeedaotexpres^setfordib 

20 his specification subject matter wfakh is commody 

21 understood by persons skilled b die an. 
122 Tl« law does not require dMitaa applicant 

describe b Us HMcificadoo every coocdvaUe and possible 
|24 funstembo^meatofdiebvention. Hk enablement 
I25 ffquiftn»^t is met if the description enables any mode of 
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A pcrmttrible amount rf expalm e n tatioa is that 
amount diat is appropriate for die Gooiplexiqr of die fidd 
of invendoa and for die levd of experdse and knowledge 

ofpetaonsbdatftdd 

5 Ibepcrseaororfinaty skill b not dm bventor 

6 but, radkcr^ahypodiedcal person who is presumed 10 be 

7 sware of attdK prior art at die dme of d» invendoa. 
b due case; a pcrsoQ of or£nary skill is 

someone with a Bachdor's degice b electrical eogiaeering. 
pl^sics, met^aafed ca^aeeriog ar mechanfcal adfi{^ 
cxpoienoe wUh die design, devdopnsent, operadon^ and 
ovabatm of kff0««cd dectrosurpcal dev^ 
didcdapp&cadoos. 

One of d«p8leotsbsuit.d» *536 patent, 
has been the subject of a re-ezannnatioa prooee<&^ 
Re-cxananalkm is a procedure d« allows die 
to address snbstantid new qiiestiotts of patectabiliQr a^ter 

die issuaaoe of apaient 

Any pcwoa may request die ic-examinatioo of a 

20 patcntatac^dmedurii«deperiodof«afQroeabilityof 

21 anissuedUApateat Theie«aminationrequestmtist 

22 iodude one or moceprtorart patents or prbted 

23 ptiilkadonsaswdlasastttcmeotbydierequestor 

24 oialinii^dierdevanceofeadi cited reference. Upon 

25 i«dptofdKie^m^urcqucstd»f^«Rcc^ 
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1 assigns an examiner to the ic^xaminalion request, 

2 If *ePaiait Office grants there-examination 

3 rcqiKst, the patent examioo may decide to allow, iqea 

4 or amendpateatdaims that aft the subject of a 

5 rc^xaminaaiOT. Atwtioeistssucdatiheendof Ac 

6 proceeding to tnfonnbiepacast owner and any tlmd-^^ 

7 requestor that the piosecution on the merits of die 

8 tc-examination proceeding is closed. If the patentabUity 

9 ordKchumsuconrinDed,a)ePatemOmoewmis$iie « 

10 iMdoeofmtenttotssiieanex*pafterexxaaiiQatMm 
tJ certificate Ibis nodce states dm until the 
12 re-cxaminstionceitxricate issues, die procoetfixy is 
a sulject to being fDopeaed If die proceeding boot 

fcopened 8 nrexambadda ocftificaie b dies mailed by 



the Patent Offica 

Like any other patent, a patent that has 
undergone rocxa mm ati oo can be found invalid by a juiy. 

AftfaroCare alleges diat die *SS2 patent issued 
from the Patent Office mntatmng enon, Requestinga 
20 certifscaic of coaectiott bone way to conca certain 
kinds oferracsm patents. Once properiy correctdd by a 
ccnificate of cotitcdoQ, a patent Shan have the same 

23 eir<KtandqpcrBtioatnlawa$if it woe originaliy issued 

24 to die conncted form ArduoCtecequested and Obtained a 

25 ccffifScalcofcoatcdoo for its patent Smidi ANe^ey 
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1 over With. In the end, your vote must be exaoiy ^ 

2 diat: Yourownvotc. h b important for you to leoch 

3 «nantmousagiteincnt,butonlyifyoucando$ohon,ily 

4 andingoodooosctenoe. 

5 ff«yw»bcrofdiejuryiooknote$,letnie 

6 remind you ftat die notes ate not entitled to any git^ 

7 wcightdmdicmcmoiyorimprcssioasofeachiuforasto 

8 what die lesdmooy may have been. Wwher you took notes 

9 ornot.eachofyoumustfofmandcxprcssyourownopinioa 
in as to die iacts of die case. 

If you <fid not take notes, you should lely 

upon your owomcmory of what was said and not be ovcdy 
influenced by die notes of odierjuiors. 

Ho one wiU be allowed to hear your ^scttsstons - 
in thcjurypoomandnofecord will be made of what you 
say so you AooU all fid fitc to ^)calc your misd. 
Lbten caidi% to what die odier jurors have to say atid 
dm decide Ibr yourself. 

Oooa yoo start deiiberatii^ do not talk to the 

20 Jury officer or to me, or to anym else except to each 

21 odax about die case. Ifhaveanyquestioosorae&ages. ' 

22 3^imtstwntediemdownooapieoeofpapcr»sbadie^ 

23 (hen give dnoEi to die jury omoer. llKoffkerwaigiy^ 

24 dwn to me and I wiU respond as soon as I can. Iwili 

25 have btaPc to the lawyers about what you have aslcedsa 
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<^ialkogesdievali<%ordiatoaitificateof€oriecdoo i 

and has die burden of proving iavalkSiy by dear and 2 

convincing ovidcooa 3 

^Vhoa die patent ^pltcantb die one who-; 4 

like AithroCare - made die error, it can use a certificate 5 

of correctioo only to correct enocs of a clerical or 6 

typographical nansn. An error bdericd and 7 

typographical if one of skin b die art can ^ just g 

from looking at die patent and die prosecudoQ history 9 

10 that there was an error and also how diat error diotdd be 10 

eorroded. AcertUbateofoonectioaforanyodier tl 

12 errors boot valid and can be GhaOeagedn coot 12 

Now dot all die evidence b band die 13 

arguments aie completed^ you aiefiee to talk about die 14 

15 case in die jury roooL iAfact. il b your duty to talk 15 

widi each odier about ds evidence, and to make every 16 

reasoo^?le effort you can to reach unanimous a g ee ni t u t . 17 

18 Talk widi each cdier. listen caiduUy and respectfuUy |g 

to each odier*s views and keep an open mind as you listen 19 

20 to what your fdkiw Jurors have to s^. Tryyots^bestlo 20 

work out your differences. Do not hesttate to change your 21 

mind if you are convinced diatodier jurors are right and 22. 

diat your ori^nal position was wrong. 23 

But do not ever change your mind just because 24 
25 odierjurotssccdttngsififfercotty.orjusttogctdg 



23 
24 
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it may take me some dme to get bade to you. Any question 
or messages ttormaOy dwold be sent 10 niy dtfoi^ your 
lH)repersoo who by otstomc^thb Court blurorNd 1. 

One more dungs about messages. Donotever 
write down or tell anyone how you stand 00 your votes. 
For example, do not write down or tdl anyone d»t you aic 
split 4/4. or ^ or whatever your vole happens to be. 
That should stay secret until you ate rmtdicd. 

Your verdict must nqpresem die coosideted 
judgment of each juror border for yoo as a juror to 
return a vcnfict, it b necessary that each jurcr agree 
tothevtrdict Your verxSct must be unanimous. 

It b your doty, as jurors, to consult widi 
OIK anodiff and 10 deltberalc widi a view towanb reaching 
an agreement, if you can do so widwut violence to your 
individual judgment Eadiofyoumustdeckfe die case for 
yourself, but do so only alter impaitbl cottskferation df 
dK evidence widi your feUow Jurors. In die course d^ 
your deliberations, do not hesitate to reexamine your own 
views and dange your opinion if convinced It is erroneous, 
but do not surrender your honest conviction as to the 
wdgbt or effect of evidence solely because d die opinion 
of your fellow^aois or for die purpose of icturning a 
verdict Remember at all times diat you are not paitisaflts. 
You arc judges - judges ddie facts. Yottf sob micrcst 
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t IS to seek (he tiuth from Uie evidence in the case. 
t Aspeciaiverdtafonnhsisbeeapctpacedfor 

3 yoiL YoawOl take this fonn to tbe jury rooni»«idwfaca 

4 yottha^itachedorminousagrceineatastoyourYer^^ 

5 you will have your Foicpcrsoo fOl in* date and sign the 

6 fonn. Eadi of you wiUtbea sign the form. YoowiUthea 

7 return to tfK courtroom ttKl your Forcpcrsoowitta*^ 

8 yoarvertficttotbeOwrt 

9 It is proper to add die cautioa that oodiiag 
llO said m these iastiuctionsaa dtw Aingia the fom 

U spodal verdict is meant to siiggcstoccoovcy in airway 
In Of wanncraaymtinMtiooastowhatvenfialdM^ 
13 should fmd. What the verdict shall be is die sole and 
{14 exdusivedutyand.iespoDsibll^afthejiBy. 
lis Let me flttish op hy saying oothsBgdatt 

\i6 ha%e said or done during this trial has was meant to 
(l7 bfhxaceyoirdedminaByway. Yoamostdeekbdie 
|l8 case yourselves based 00 the evidence prescntol 
|l9 Acoupleof Amy that ana't co nt ain ed in 

tbeinstractiotts. Kumber one, yoa*ie<infy to confer with 
111 each other when evefyooe bra die room- Soifyoohave 
In aysmokosthatneedasmokebfcalc^lfyoafethemat 
]23 (fiffocnt times in die morning, you arc really i)Ot to 
b4 talk about dK case unta an e^ of yon are present m 
25 d>e room and talking tcged«> 
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I 

2 THE cower (COntmuing>: So if I don't hear from 
y you. rest assured you will hear from me to see what kind of 

4 schedule you want to keep. 

5 bdwe anything else we need to address with 

6 die jury before we excuse dwn? 

7 Then we need to swear in our jury officer. 

8 (liiryonioerswoca) 

9 iHECOliRT: You are excused to commence your 
llO deliberations. 

It (At 9:40 SA* die jury retired to deliberate.) 

|l2 THE OOlfiCTt YOU need to leave one phone number 

13 pa side widi Franceses. I wiU be startiog another triaL 

14 But certainly* if any questions come &omd»juiy»nqr staff 

15 wiU being dxmti^mto me and we will tecess; once you 

16 are available on die phone. So we will be m touch with you 
iI7 as ttie day goes on. Yoo should have between 12:30 and 1:30| 

18 toyoursdves. I will ktyoa know what die jury wants lo 

19 do this afternoon ittletms of leoessing at 3:00 or 
[jO (feUberadngtmtil at least 5:00. 

21 Ibankyott very much, OQOttsd. 

22 ^diaseliespoBdnbattkyoa»yQtirH€^ 

23 (Cdurt recessed white die jury deliberaloi). 
24 

»5 - 
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1 Kumbcrtwo» I always reserve an hour at famdi 

2 sodatdielawyewdottthavetosithyAophooeaad 

3 di^cansti^andmiemnds. Sobetweea 12:30 and 1:30, 

4 if>otthave<joeatwnsidon'texpectlogetaoans«^ 
diattime. I ^ will be out of die court between 3:00 
and 5:00» so before 3K» I Witt scad to a message to yoo 
if we haveat heard as to wfaedier yoo want to cootinus 
delibeta^ tmdl 5:00 (I'cladt. when I get back to die 
courdkouse or wbedier you want to recess for the day and 
come bade tomotxow momtttg to condnue your deliberatioos. 



(Court resumed at 3 j07 pjn.) 
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I 
3 

3 

4 TOBCOtflcn Thejurybondieirway. Tbc/ic- 

5 downondieseeondfloor. ttwiUtakediemjostaminaie 

6 towaOctv* 

7 MIL BEBE8T: Your Honor»widi die Court's 

8 perimssioo,h^.MarsdenUnotabtetobewidiusdttS 

9 aftanoon. IHaaccompamod here today by Mr. Thomas 
[to Halkowdi of the Ddanvaie office. r 
11 IBECOUBtt ThatisHoe. 
t2 (At ditspmt die jury entered die courtroom 
IS and tookdKir seats in debmL) 

14 iHECOtm Attri^ M$.Tas$ooe. 

15 lHEO€nnYCta«: Madam Fort!a(^, may 1 please 
1x6 hacvediever^^ieett 

17 (VcrdictsheetreviewedbydieCoort.) 
1$ tHEDePVTYCtenC: Iheverdto reads. We dse 

19 jury.imammously find as follows: 
l20 fafniigeraeatofArthioCse*sp8teots»die'536 

21 
22 

23 , 

24 I. Do you find dat ArthioCare has shown by a 

25 wen onderancc of die evidence datSmidi&Hepbgw has 
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1 directly infringed any of the following claims ^ the 

2 '536 pateiu with its Saphyrc^ElcctroBUdCp or Control IIF 

3 products? Yes ansMitrs to these questions are findings for 

4 AfthroCaic. No answers are findings for Smith & Nephew. 

5 Patent >53^, Claim 4^. Saphyie yts» EkctroBtade 

6 ycs» Control BF yes. 

1 Patent '536, Claim 47. Saphyre yes. EkctroBtade 

8 yes. Control ftf yes. 

9 Patent '536, Claim 56. Saphyre yes, EkctroBlade 
to yes. Control RFyts. 

1 1 Inducement of infringement by Smith & Nq)bev. 

12 2. DoyoofindthatArthroCaxeliassfaombya 

13 picpottckranceofdieevideocethatSsttAftMcpbe^ 
H induced infringenaeot by others of any of the foUowii^ 

15 claims oftfae '536 patciA with its S8i^9it,EI^^ 

16 or Control RF products? Yes answm to tbese qaesticin 

17 are findings for AnhroCare^ Ko answers arc nncSi^ for 

18 Soatfi&Nbphew. 

19 Patent '536»aaim 46. S^^hyieyes; 

20 BcctroBlade yes, Contrd RFycs. 

21 Patent '536, Claim 47. Saphyieyo^EkctroBlado 

22 yes,C(aitrolftfyts. 

23 Patent '536, Claim 56. S^yic yes; EkctzoBladB 

24 yts» Control IF yes. 

25 Contributocy iiiinngement by Sndth & Wephgw.' 



1 
2 
3 
4 
5 
6 
7 
8 
9 
10 
11 
12 
13 
14 
15 
16 
17 
18 
19 
20 
21 

n 

23 
24 
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picpondcrance of the evidence that Smith & Nephew has 
imhjccd infringement by otfws of any of the foUowing 
claims of the 'm patent with its Saphyre or Control itF 
products? Yes answers to these (jycsUoosaiefiDcfii^ for 
ArthroCarc' hfo answm are findings for Smith & Nephew 

Patent 'SS2, Claim 13. Saphyre yes. 

Patent '882, Claim 17. Saphyre yes, Omtrol rf 

Patent -882. Claim 54. Saphyie with suction >cs; 
Control ftpyes. 

Contributory inKngonent by Smitfi & Ncph^ 
the '882 patent 

6. Do yoQ find that AithroCace has shown by 
a pr^Kmderance of tfao cvideooe that Smidi ft Heph^ 
omtribated to the infrin^ment of any of the f<^owing 
daims of the '882 patent widi its Saphyre or Control RF. 
pro(hictK? Yes answers to these questions ate findings for 
ArtfaroCareL >fo answm are fincfings for Simd!& Nephew; 

Pitcnt '882, Claim 13* Saj^ yes. 

Patent m Claim 17. Saphyre yes. Control RF 

y» . 

P«Bttt '882 Oatm 54. Saphyre with sttctiott yes. 
PootrolRFyes. 

The '592 patent 

iDducemait of infringement^ Smith ft Ifephcw of 
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1 3. DoyoafittddkatAnhroCarehas^iownby 

2 a preponderance of the evidence diatSmitfa ft Nbphor has 

3 contributed to the infringemeot of any of the foUowtng 

4 chums of the '536 patent with its Saphyie, EkctroBlade 

5 or Control RPprochicts? Yes answers to dKseqixst^ 
are findings for AfihroCare: No answers nrefincfiogs for 
SinithftHThnir. 

Patent *536,aauQ46L Saphyre ye^ Bectr^lade 
yes, Control RFyex 

Patent '536, a^4t Saj^ ye^ Bectn^bde 
11 yes. Control IF yes. 

Patent '536, Claim 56, S^I^ yea^ ElectroBladc 
yes. Control RFyes. 

B. Ihe '882 patent 
Validly of ArthroCue's certifteafie ^ 
coizectioa for die '882 patent 

4. Do you find diat Smith ft Nephew has diown 

18 by dear and convindqg evidence that the certificaie of 

19 correction for Claim I ofthe '882 patent ubvaiid? A 

20 yes answer to this question is a finding for Smidi ft Ne^KW. 

21 A no answer is a finding for ArtfaroCare. 

22 F^ '882, daim I. Invalid, 00. 

23 fachmrment of i nfrin g rm mt by Smitfa ft Nephew 

24 of dK '882 patent 

25 5* Doyoofindtfaat ArthroCarehasshownbya 
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die '592 patent 

7. Do yoo find that Aithro(^ has shown by a 
ptepoodeiaoce of die evidence d»t Smidi ft N^hew has 
induced infiingemcnt by others of any of the following 
claims of the '592 patent widi its Saphyre, Elecfrt^lade 
or Control RF products? Yes answers to these questions 
arefimfingsforAithroCare. No answers are findi^ f<7 
Smidi ft N^hew. 

Patent '592, Oaim l/Sa{diyre yes, EkctroBlade 
yes; Ccntrol RFyes. . r 

P>tefll '592,aaim3. Saphyre yes; BectroBfade 
yc3;CoatrolRFycSL 

Patent '592, Claim 4. Sapl^re yea; EkctroBlade 
yes; Control RFyes. 

Patent '592, Claim II. Saphyre yes, ElectroBUde 
yes. Control RFyci. 

Patent '592, Claim 21. Control RF jes; ♦ 

Patent '592, Claim 23. Saphyre yes, Ekctrofilade 
yes, Control Rf yes. 

Patent '592, Claim 26. Saphyre yes, ElectroBiade 
yes; Control RFyes. 

Patent '592, Claim 27. Saphyre yes» BeciroBlade 
yes. Control RF yes. 

Patent '592, Claim 32. Saphyre yes; BectroBlade 
yes. Control RFycx 
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1 Patent '592, Ctaim 42. CoottolRFycs. 

2 OxttribuuxyinfringeiKiabySm^ 
I tfae'592pakdL 

4 f DoyoofiodthatArthroCareiusdMWQby 

5 apftp<mdcrasiaorcbecvtdeaceihatSxnithANe^^ 

6 contributed to teiofiingement of any of (he 

7 cUiiQsof ihe'592paiexUwithttsSaphyTe»BectroBlade, 

8 or Control Rf products? Yes aoswens to these questioos 

9 arefmdinssforAithroCaie. Mo answcn are fiwfings for 
ho Smith &He(^. 

lit Patent *S92, Claim L Sapt^>es,EkctioBlade 

|l2 yes» Control RF yes. 

m Patent '592, aaim 3. Sapience yes, BcctioBlade 

|l4 yes. Control IF yes. 

|l5 Pai«it*592tCUim4. Sapfayre yes» EXectfoetado 

|l6 yes, Coaliol RPycs. 

||7 Patent '592, Oaim 11. Sapfayie yes, EkctioMade 

lis yes,CoiiifolttPyes. 

||9 Fttait«S92, Claim 2L OmtroliPyes. 

120 Patent *592, Claim 23. Sa^iyic yes, EkclcoBlade 

pi ycs,CoaiiolRFyei. 

m Patait*592,aabA26. Sapfayre yes, EloclroBlade 

m yes,CoatxoltFyes. 

|24 PatMt '592, Claim 27. Sqjhyre y«. BeclioBlado 

125 y«,CmtrolRFycs. 
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t Clatm26. Amictpatedno. 

2 Claim27. AatidpatedDa 

3 Qsun32. Afltidpated ool 

4 Clatn42*' Aniictpaied no. 

5 0. KnabtcmentofAfthfoCare's patent. 

6 1(L Do you find (hat Smiths Nephew has shown 

7 by clear and eoQvtnctngevideooethtf the foUowingcUins 
S arc mv^ for lack of enablement? A yes answer to Ihis 

9 qaBStknU a flmfiog for Smith & Nephew. Anoaoswcris 
||0 a finding for AfthroCatt. 
Ill Patent *m, claims 13, 17, 54, Invalid no. 

12 Mcmbcnof ifaejury,istfaisthever<fiayou 

{t3 ha;ve agreed upon? 

14 . IHE JURORS: Yes, it is. 

||5 TueoennYCURK: JurorNo. Utsthisthe 

1$ venfiet hive yott agioed upon? 
ll7 JU10RHai:Yes. 

It lUBDEnmraatK: lurorHo.2,isthisthe 

|l9 venSot bam yoaagraed upon? 

bo IUR0aHa2: Yes. 

21 mDCKnYOaJC: lttrorMo.3,i$thi$thd 

22 vcnficthwe you ftgioed upon!? 
m ' ■ juRoakas: Yes. 

24 tUEDEfirnrcURS: JurorHo.4.isthtsdie 

25 vewfictbaic you agitod upon? . 
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I Patent *592, Claim 31 SapliQrro yes, Elee^lade 

I 2 yes. Control RF yes. 
3 Patent •592, Claim 41 CootrolRFyes. 

I 4 ' 0. validity of ArtfaroCare*s patents. 
5 A.Anti(^atioa of AithioCait*s patents. 

I $ 9. Doyoufisd^SmidiftH^hewrhBS^Kywii 

7 by dear and cmivincing evidence tet the fdlowi^ 
S of the patents msoit are invalid due to aniidpadoo? A 
9 y^attswcrtottttsqgestiooiaanwfingforSiBitfift 
ho Nephew. Aooaaswcrbafia&gforAiifaroCneL 
ill The *53^ patent 

jl2 a»m4d. Aaddpatedoa 

|l3 aaim47. Aatic^itedM. 

114 ClaSm5^ Atttic^tfedno. 

115 The *SS2 patent 

116 Odm 13. Anticipated no. 
|17 Claim 17. Anticipated no. 
{l8 0^54. Antic^mtedno. 
|l9 The *592 patent 

|20 CUaml. A nticipft tr d no. 

121 Cblm3. Anticipatrdno. 

|22 Claim 4. Anticipated no. 

{23 Claim U. Anttdpated no. 

124 aaim21. Andt^afiedno. 

125 Claim23. Antidpatedno. 
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1 JUR0aMa4: Yes. 

2 TBSDEfUTYCLERX: iurxMo.5,tsdttSihe 

3 verdict have you agnxd upon? 

4 Mtoaiiai: YtS. 

5 THEI»l^YCtERX^iurorHa(,isthtsdle 

6 YCKdicthflcvcyouagrodt]pon? 

7 • MtOaHai:YBS. 

8 TtilfeDErtJtY CLERK: juror Nd 7, Is this the 

J 9 verdict have you agcood upon? 

jio OTwaMaTi Yes. ^ 

la TOE DcnnY CLERK: Joor No. 8t is this die . 

ti2 vercfict have you agreed upon? 

{13 JUROR HCXS: YCS. 

114 TOBCOtim Attti^ Membcnofdiejury, 

\\S on behalf of die paitks and die Court, we thank you for 

lu your service ad at ddspdnt you are accused, lahvays 

It? taksaii»mitBtota]ktojuroatonudcesurethatwe,a^ 

lis a€ourt,ha{»cdooecvefydimgwccantoniateyourscrvicc 

119 agoodone. Solfyou'dcaretowaitindie^juryroom 

120 foraminaie,lwouldliketncomebackaadlaaLtoyou. 
j21 IfyoudOtttcaiclowat,yottatccertainlywdco«eaod 

122 ftoelDfOi 

m Thank you very modL 
|24 (Mihbpobtdiejnfydenteftthe 
lis courtroom.) 
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ARIHROCARE CORPORATION, 



V. 



CA. No. 01-504 (SLR) 



SNBTHA NEPHEW, INC., 

Defendant 

ARTBROCARE'S MOTION 
FOR A PERMANENT INJUNCTION 

Pursuant to 35 U.S.C. § 283, plaintiff ArthroCare Corporation C'ArthroCarft") 

moves for the entry of a permanent injunction in the form attadied hereto as Exhibit A. The 

grounds for this motion are set £>r in ArthroCare's Opting Bd^ submitted herewidL 

MORRIS, NICHOLS, ARSHT & TUNNELL 
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Matthew D. Powos 
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CJL No. 01-504 (SLR) 



IN THE UNITED STATES DISTRICT COURT 
FOR THE DISTRICT OF DELAWARE 



ARTHROCARE CORPORATION, 
Plaintifi^ 

• SMTIH & NEPHEW, INC^ 

DefoidanL 

PERMANENT INJUNCTION 

In accordance widi the May 12, 2003 juty verdict in this action (DJL 405) finding 
tfiat Smitfa & Nqih^, Inc. has infiinged the asserted claims of United States Patoit Nos. 
5*697,536 C*the. *536 patent"), 5,697,882 (**the *882 patenf^ and 6,224,592 Bl Cthe. *592 
patent*% and diat the asserted ctaims of those patents are not invalid^ 

rr IS HEREBY ORDERED that: 

L Defendant Smidi &. Nephew, Inc^ its officeis, agents, servants, 
employees, and attorneys, and those persons in active concert or participation with any of them, 
are enjoined from infringing claims 46, 47 and 56 of the '536 pat^ by making, using, offering 
to sell, or selling m &e United States, or inqporting into the United States, any syston ttiat uses 
includes any of the products listed on Exhibit A hereto (''the Infringing Products^, until the 
expiration of the *536 patent; 

2. Defendant SmiOi & Nephew, Inc^ its ofiScers, agrats, servants, 
employees, and attorneys, and those persons in active conceit or participation wi& any of Aon, 
arc enjoined from inducing the infiingraiait of clainis 46, 47 and 56 of Ote '536 patent by 
inducing any person or entity to make, use, offer to sell, or sell in the United States, or import 
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into the Umted States, any system that uses or inchxdes any of the Ihfiinging Products mtil the 
expiration of the '536 patent; 

3. Defendant Smith & Nephew, Ihc^ its ofBcets. agents, servants, 
employees, and attorneys, and those persons in active concert or participation with any of them, 
are eigoined fiom inducn^ the infiing«ii«ot o£ 

(«) (1) claims 46. 47 and 56 of the '536 patent, <2) claims 13, 17 and 
54 of the patent, and (3) dahns 1. 3. 4, 11. 23. 26. 27 and 32 of the '592 patent, hy selling, 
offering to sell, marketing, advertising or promoting the S^hyte Products Ksfed on Exhibit A in 
the United States, or instractfag, training ocotherwise actively encouraging others m the United 
States with respect to the use of those S^hyie Products. untU the expiration of the last to expire 
of tiiose patent^ 

(b) (1) chums 46, 47 and 56 ofthe*536 patent, and C2) claims 1,3, 4. 
11, 23, 26, 27 and 32 of the '592 patent, by selling, offering to sell, marketing, advertising or 
promotihg the ElectroBlade Products listed on Exhibit A in the United States, or mstnicting, 
training or otherwise actively encouragbg oAers ui the United States with respect to the u» of 
thoseElectrbBladeProducts.untilthec3q)irationofth6lasttoexpireoffl^ 

(c) (1) claims 46, 47, and 56 of the '536 patent. (2) clafans 17 and 54 
of the -882 patent, and (3) claims 1. 3. 4, 11. 21. 23. 26. 27. 32 and 42 of flie *592 patort, by 
selling, offering to sell, ma^eting. advertisang or promoting the Control RF Products listed on 
ExhiTjit A m the United States, or mstnicting. tndmng or otherwise actively «icourapng others 
in the United States with respect to the use of those Control RF Products, urrtfl the expiration.of. 
the last to expire of fliose patent^ 
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4, . Defendant Smith & Nq>hew; Lac,, its officers, agents, servants, 
employees, and attorneys, and those persons in active concert or participation with any of than, 
are enjoined fix>m contributing to the infiingement of: 

(a) (1) claims 46, 47 arid 56 of the *536 patai^ (2) claims 13, 17 and 
54 of the '882 patent, and (3) clanns 1, 3, 4, 1 1, 23, 26, 27 and 32 of the '592 patent, by oflfering 
to sell or selling in the United States, or importing mto the United States, the Saphyre Products 
listed in Exhibit A, until the expiration of the last to expire of those patents; 

(b) (1) claims 4jS, 47 and 56 of the '536 patent, and (2) claims 1. 3, 4, 
II, 23, 26, 27 and 32 of the '592 patent, by ofiering to sell or sellmg m fhe.lhiited States, or 
in^rting into the lAiited States the. BlectroBIade Products listed on Exhibit A, until 
e?^iration of the last to txpixe of fliose patoits; and 

(c) (1) claims 46, 47 and 56 of the '536 patent, (2) claifDs 17 and 54 of 
the '882 patent; and (3) claims 1, 3, 4, 11, 21, 23, 26, 27, 32 and 42 of flie '592 patent, by 
offering to sell or selling in ttie United States, or in^rting into the United States the Control RF 
Products listed on Exhibit A, until the expiration of tfie last to expire of those patents; 

5. Defendant Smith & Nq)hew, Inc^ its ofiBccrs, agents, servants, 
enq>loyees, and attorneys, and diose persons in active concert <»r partic^ation with any of ttienir 
arc enjoined from making, using, offering to sell, or selling in fee United States, or nnporting 
into the United States, any system that infringes claim 46, 47 or 56 of the. '536 pat«t and 
enjoined from inducing the infringement of or contributing to tfie ii^ingeihent of (a) claim 46, 
47 or 56 of the '536 patait, (b) claim 13, 17 or 54 of the '882 patent^ or (c) claim 1, 3, 4, 1 1, 21, 
23, 26, 27, 32 or 42 of the '592 patent, in the United States, until the e;q>irati(»i of the last to 
expire of those patents; and 

•3- 
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6, Defendant Smifli & Nephew, Lie is h«eby ordered to provide a copy of 
this Pennanent Injunction to each of its sales representatives, and distribution executives for flie 
lafiin^g Products. - - 



District Judge 
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EXHIBIT A Infringing Prodncts^ . 

(a) Saphvrc Products 

Saphyre 9(>-degree» 3mm Bipolar Ablation Probe» Integrated 
Cable, REF 925001 / 7209686 

Saphyre 90-dcgrce, 3mni Suction Bipolar Ablation PTobc> 
Integrated Cable, REF 925011 / 7209683 

Sq^byre 60-degre^ 3nun Bipolar Ablation Probe, Integrated 
Cable. REF 925003 / 7209685 

Saphyre 60-degree, 3mm Suction Bipolar Ablation * Probe, 
Integrated Cable, REF 925013 / 7209682 

Sq>byre 90-degree HP Ablator^ REF 7209684 

Ssphyre 90-degree HP Ablator witfi suction, REF 7209681 

Pro*S^hyre 60-^egiee Small Joint with Suction, Qratec No. 
925016 

Pro-Saphyre 60*degree Small Jcinit^ Oratec No. 925026 
S^hyre n 90-degree HP witti Suction, REF 72101 12 
. Saphyre n 90-degree wiOi Suction, REF 721011 1 
Saphyre n 60Hlegree wiOi Suction, REF 7210113 
S^hyre U 40-degree curved with Suction, REF 7210185 

(b) ElectroBlade Products 

Dyonics Saics 9000 ElectroBlade Resector 4^mm Full Radius 
Blade, REF 7205961 

Dyonics Series 9000 ElectroBlade Resector 4.5mm Elite, REF 
7209700 

Dyonics Series 9000 ElectroBlade Resector S^mm FuU Radius 
Vulcan Plug-in, REF 7205962 

Dyonics Series 9000 ElectroBlade Resector 5^nun Elite Vulcan 
Plug-m, REF 7209982 

Dyonics Series 9000 ElectroBlade Resector 4.5inm Full Radius 
Blade Vulcan Plug-in, REF 72098S5 

Dyonics Soies 9000 ElectroBlade Resector 4^nun Elite Vulcan 
Plug-in, REF 7209983 

•5- 
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(c) OwtrftlRFProdocts 



Dyonics Series 7000KF Artliroscopic Probe, Type RS, 
REF7205956 

Dyonics Scries 7000 RF Arthroscopic Probe, Type RSX, 
REF 7205957 

Dyonics Series 7000 RFArfliioscoiW>Pi!obe,Type^ 
REF7209034 

Dyonics Series 7000 RF Arthroscopic Probe, Type REX, 
REF7209035 

Dyonics Series 7000 RFArflaoscopic Prober Type AP. 
REF7209036 

Dyonics Series 7000 RF Arthroscopic Prober Type APX, 
.REF7209037 

Dyonics Scries 7000 RFArflaoscopicProb^ Type MR. 
REF7209Q38 

Dyonics Series 7000 RF Aithfoscopic Prober Type MRX, 
REF 7209039 

Dyonics Gontiol RF Generator Adaptor, REF 7207908 





-6- 



A 15677 



CERTIFICATE 0>F SHIVICB 



I, Jade B. Bliunenfeld, ha^y catify that copies of the fbiegoing document were 

caused to be served iMs 20th day of May» 2003, vpoa die following in the manner indicated: 

BY HAND DELIViERYi 

William J. Maxsdoi, Jr. 
Fish & Richardson • 
919 N.Ma^ Street 
Wibiington»DB 19801 

Steven J. Balidc 
, Asbby&Geddes 
222 Delaware Avenne 
Tn^famngton^DB 19899 

BY FEDERAl. EXPRESS ; 

KfadcJ.HdKTt 
Fish & Richardson 
225 Fnodcbn Street 
Boston^MA 02110 




A 15678 



m imUNIT^ STATESPISTRICT COURT 
FORTHBDISTWCT OPDELAWARB 

ARIHROGARE CORPORATION, 
Plaintif]^ 



V. 



CJV. No. 01-504 (SLR) 



SMITH & NEPHEW, mC, . 

Defendant 

ARTHROCARE'S MOTION TO DISMISS • 
. SMITH & NEPPTiWS ANTITP »'gT rniTNTBRCLAIM 

Pursuant to Fed. R Qv. P. 12(bX6), pWtiff ArthroCatc C«p. C AxthroCarc") 
„,oves to dismiss Smith & NepheWs Ccmteiclaim for Antitrust Violations for feilure to state a 
claim „K>n whch rSief can be granted. TTic grounds for this moti<m a« set foifli m AithroCare?^ 
opening briet submittedhwewitfi. 

MORRIS,NICHpLSi ARSHT &TUNNELL 




ad^(#ioi4 



B.Bhraienfeld'(#1014) 

a Jacobs Louden (#2881) 

jarocsW.Panett. Jr. (#4292) 
1201 RMaiket Street 
P.O. Box 1347 

Wihnington.DB 19899-1347 
(302)658-9200 ^ 

Attorneys for Plaintiff AithroCare Corporation 



OFCOUNSEL: 

Matthew D. Powers 

JaredBobrow 

PerryOack 

Wdl, GotAal & Manges LLP 
201 Redwood Shores Paricw^ 
Redwood Shores, CA 94065 
(650)802-3000 

May 27, 2003 



A 15912 



CERTIFICATB OP SERVICE 



I, Jack B. Biumenfeld, hereby certify that copies of the foregoing document were 

caused to be served this 27th day of M^y^ aOOS.iiponi the foilowing in flie manner mdicated: 

BY HAND PELlVERYt 

^iam J. MarsdOT, Jr. 
Fish & Richardson 
919 N. Market Street 
Whnington,DB 19801 

• StevmJ.Balidc . - 

Ashby&Geddcs 
222 Delaware Avaiue 
P^.Boxll50 
Wihningt<Mi,DE 19899 



BY FEDERAI. EXPRESS: 

MaikJ.Hebert 
Hsh&Ridiardson 
225 Franklin Street 
Boston, MA 02110 




A 15913 



IN THE UNITED STATES DISTRICT COURT 
FOR THE DISTRICT OF DELAWARE 



BREFFIE 



ARTHROCARE CORPORATION, 
PlaintiS; 



V. 



SMITH & NEPHEW, INC 

Defendant 



SMITH & NEPHEW, INC, 

Counterclaim Plaintifil 



ARTHROCARE CORPORATION, AND 
EIHICOHINC 

Counteiclatm Defendants. 



CA-No.01-504.SLR 



CONFIDENIIAL 
FILED UNDER SEAL 



or- 



r • 



C4^ 



SMITH & NEPHEWS ANSWERING BRIEF IN OPPOSITIONTO 
aStoROCARE'S MOTION FOR A PERMANENT INJUNCTION 



Dated: June 4, 2003 



aooi4mooc 



nSH & RICHARDSONP.a 
Waiiam J. Marsden, Jr. («247) 
Keith A Walter, Jr. (#4157) 
EugeoeB. Joswkk (#4271) 
919 R Market Street Suite 1 100 
P.O. Box 1114 
Wllirungton,DE 19899-1114 
Telephone: (302)652-5070 

MaikJ.Hetat 
225 Franldia Street 
Boston. MA 02110^804 
Telephone: (<17) 542-5070 

KuitisD.MacFeirin 
500 Argucilo Street, Suite 500 
Redwood aty.CA 94063 
Telephone: (650) 839-50(70 

Attorneys for Defendaot 
SNOTH ANEPHEW, INC 



THK ENvrLO?E IS NOT TO BE OPENED NORTHECOHTENTS DISPLAYED, COPIHtt OR 



A 16012 




'ENTIAL INFORMATION HAS 



REMOVED FROM THIS PAGE 



A 16024 




A 16025 



^^JFIDENTIAL INFORMATION HAS^I^N 
REMOVED FROM THIS PAGE 



A 16026 



COf^fcNTIAL INFORMATION HAS BEBI 
^REMOVED FROM TfflS PAGE ^ 



A 16037 



^fcpIDENTIAL E^ORMATION HAS 
REMOVED FROM THIS PAGE 



A 16038 



CONFIoffclAL INFORMATION HAS BEEN 
REMOVED FROM THIS PAGE 



A 16041 




CONFIDENTIAL INFORMATION HAS BEEN 
REMOVED FROM THIS PAGE 



A 16042 



Fac:6M9ARTBGR>Vl 



Condenselt 



o 



n ns m«o snxts oismct cd«» 

1» MO FOR THK M$fM€t OT ( 



u 
u 
» 

u 

It 

If. 

» 
23 

24 



Moms' mcHOU xwgf twwwfc 



U 

u 

14 

u 

30 

n 

22 



Ooam««l for JUrthwCAw cocpo»tio» 



PISH « JttOWMM** »-C. 



»TS aieWII 4. MUCK. BSO. 



VICKS HKMOteSr WO. 

, itotyUMd) 



VMAfttB »A«TJ» * CIVIWm, U» 



cowwcl toe »«bl«*»# 



Monday, June 9> 2003 

Pages I 



r«9« 21 
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1 . - • . 

2 -60a- 

3 PROCEEDINGS 

4 (Proceedings bcg3n at 3-^ pjn.): 

5 THE COURTS TittS is JmlgcRobbsoa Brian is our . 

6 coirtitp<»te. You nerf to identify 

7 speak. 

8 I leaUy don't need to bear firomyoawiA itspca- 

9 tobricTing the issues tiiatwctrW 

10 nuinbw one, I don't enter a pennant 

11 p<Bi^ridbriefii«isdooeandI>cxn3den^ 

12 numte two, it ody mates sense td» to 

13 flic incqmtabk«»doct l»daU4e JMO^ 
il4 timo. SoifyoocanHgrttog^iflwBidwock 
15. then I'm Iwppy to set a schedule ri^iM>w '<maU 

16 post-trial issues and I franldydOT't want to hear anyti^ 

17 iMwdKKttitcxcqjtifyoawantinetdgivcyw 

18 youcanwod:outdates,dM»rml»ppytogo<mtowlwtI 
,19 think is kind of tfie harder issue because rm not used 

20 KferealiooBndthatiswfaalwdoMatfiteant^^ 

21 and iKiilfuIness issues. 

22 MR.BUJMe*raJ>: vourBoiKr, JackBlumcofdW 

23 AitinoCHKC * 

24 1 actually think that it ini^ be helpful if you . 

25 would j ust set schedules because we've had a dilficaalt tinjo 
' ~ " Pa8e4| 

apccii^ iKit only on •Hihalf' «hott^ 
the •S»*erf' part CTCP <» fl« «cqpiteMe co^^ 
cwrvicwbttet we filed lbcnwtk»oo1n^^ 
it's pending; hot vhdkw your Hoocrwints to dc^ 
that we vouM lite to get 4d n^ottd 
over wiih « soon as possil^ » we can get injiin^ 
aod v« ean ifiscuss Aeaniitnistand damages and vf^^ 

r 

sqjfMtdly. 

* iHeooinm Aflrie^ WdLniyopiitob 
30 days/30 dfl>«/2wcdKoawhatcva-inot^ 
fikdanddR^nttaccdtobeClsd. I guess that ij Ac 
wfy hwi R-f l)«aino«dilthink «^>ptoxin»ldy«^ 
fee cod of ^ » you aD should have been getting your act 
togcdcr. SoIwwMsi«psithatbyJane20tlvanyBwtiom 
Oiat ansgoingtobafaod Aonldbofikdaod tf^ 

16 got30day5loiifcanswwM«Jt*»^»«>»«^*^ 

17 yottricplies. 

j8 MB.MARSoeit TaurHfinor,thbSs\Viniam 

19 M«dcnL OaIspcakbfie<^tod»tschedi^^ 

30 IBBOOUKT: V«. 

21 ifflLllARSOB* The 30^30^5 in princv 

22 «miedMagthrtJS^ck»ctowhaiwchadpiwposcdOT 

23 sciroeof teednags. Ho*cvcr,testartdalefv 

24 EttktJ^forwprincqjaltybccanscofaUfteinotiOBS 

25 tottep bhimbas fifed shKe the end of trial dttt ^ 
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1 yveSnebeeaiespoodu^to. Iliere 

2 filed: obeonineqmtabkcoaduotroaeoo'o^ • 

3 oounterdaim and one on the pennaiMnt inj^^ 

4 yQu'YemdicatetLwasprcxnatuie. WoSrehadtorcspoodto 

5 aUof droseemi that has obvkxidy taken time aml^a 

6 fxmpx^ariiigour]K)StHrialinc>ti^^ So we would request 

7 we have 30 days fim today to file'di06eii]od<^ 

8 tira follow die iqiuuiider of tbeschcduky^ 

9 outlined. 

10 - V MIL BLUM»IFEU>: Your Honor, J2K^ 

11 ^aiiL rm a Mttle surprised lo hear chat because on tte 

12 ineqdtaUc conduct, tb^acUiaUy had p 

13 they would life tebrpapets this week. W 

14 am<mAfix>mtrialandtoiu>wtowalt anotfiern^ 

15 anodier i:ptoa]ndadiforourl»ief bgoi^ 

16 gini^tqbcaTciykBigttine. I dunk your Honor is liglil; 

17 that dscy know what di^fe going to do. IC'anotltte 

18 Ifa^Mw been dtttng a around for a mbnd) and not thinking 

19 aboutiL 

20 j^MARSDOt Yes, your Honor. Tliis is William 

21 Marsden. Maybe I misspoke or I didnH speak enoi:^ to 

22 esqilamnypnjposaL We.^ in faaptepaied to addict 

23 inequitable con<hict issue with a brief tiiatwc axe fitixig 

24 this aAemoon. So file briefing on dkat couM proceed with 

25 30 days irom today and then 15 days thereafter. It was the 



Pa^7 

1 not waste anymoicmon^ on trial pcoceodiDgs until we get a . 

-2 definite landscajw from ifao Federal Circuit But Fm h^^ ' 

3 hear^tmyouallastowfay wcstiottld go ahead and spend your 

4 client's money. 

5 And rm also a little confused about why Bthicon 

6 isoQ tfaophona I assume no one objects because you are 

7 ticking on teiecQKd in Ccont of them but, anyway, I hove 

8 to say Fm- 

9 M3.MAaO0LlS: Your Honor, dxis is V^ckiMaigoIis 

10 forEdiicon. l^wmcaOod by Sa»hb& Nephew's coimtcl^ 

11 invited to be on this can» having tnen infonned <here may bb 

12 issues we would have an iatcc^ in., There ism least one 

13 issue wc dcfinitcfy have satcrcst in which is die BOfi^^ 

14 piotectjve order which I Ihmk was repirsented to tb^ 

15 as bemgfulljr briefed but wc have not had ah opportuniV^ 

16 JodgBouropposidoato. If Ifae Court takes that matter 19, 

17 wecanmldressit IdoaHwaxittoialcniq>tvvfaatyou*ie 

18 addressing now. And other dian tfiat; we're hoc becauso wo 

19 werelnviicdiobehere: Asyoa*VBjastqaeried»IjQst 

20 waniDd to fct you know yfssy wc thtwigbt wc were baa 

21 tHBCxxncr; AQ^Bfat Wen, d»t tsheipfuL I 
2^ appncittlB tiiftL 

23 MEtMARSDEN: YoarHomv» this is William 

24 Msrsdcn. If I could respond briefly to your c<mimcnts a!^^ 

25 the scccnd phase of the trial. 



JM0L,aew trial modoBS Uial we have not had tone to address; 
and it is those we would like to have 30 days to file those 



1 
2 
3 

4 .iBBOOURl^ well,lfiraalcl/doo*tlilcet6spead 

5 time on tins; SO what rit do is just split ttiedtflRscnce 

6 ; and an JMOC motions are doe by iuDC 30th which gives yon a 
litdesiore time dian I had or^ginany proposed but not as . 

8 uracil tune as Smtib& Nephew proposed. So split it down die 
middle and hopefully if s not unduly unfair to anybody. 

Now, widi lespect 10 these odicr Issues, I have 
tosay&atof course 19 until this last year or so; I never • 
bifurcated. How Tm stasting to, to give our juries a chance 
to get a better bite at Oe apple here. And I guess it had 
14 ahra>s been inyfedhig^wiaKHit ever having to artknfale it 

becauso diis it ono of Uio lint cases that dtdn^t settle 
16 afker tbeiifstpaxtof thetrialyis tfntaliof dsese-soits 

of issues would wait because yon eotainly don*t wuit to wait 

18 to appeal fiabtlity issues* I wouldo*t dunk, and why go 

19 to Uis trouble of going forwaid if the appeal is going to be 

20 bifocated anyway? Why go to be trouble <^di$coveiy and 
trying these other issues when the Federal Circmt mi^ 
change the wfaok landscape anyway with its decision on appeal? 

23 SOkasIsaid,lhadnHreanyihoii8lititd)rou^ IgnessI 

24 justdiougbttetdiemostefncicntwayof doing (hb was to 

25 wait for die Federal Circuit to dlhcrrevetse or alljraiBDd 
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11 
12 
13 
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1 I dunkittprincq>leweagroewithalotof 

2 what yon said about conserving resources and resolving ail 

3 issues raliabiU^befotcexpcmiingflicm^ on a second tiiaL 

4 Fnuikiy^wchavcnUexpiesdy discussed that 9ptiqn\rifth our 

5 client. We certainly would like an opp<8tisttty to d^ 

6 But I tMnk we wodd certainly be 0|)ea to the posstbiU 

7 of simply finishing ail die briefing oil all issues here -md 

8 coding the first phase and getting your Kmor*$niltngs 00 

9 those and takes dK)se issues on appeal without laondiing 

10 bto a second trial oa damages and willftilciess and asiti- 

11 trust But again, that's not somediing that we*ve expressly 

12 discussed with our client up to this point 

13 MR. BUIMEKFELD: Your HottOT, Jack Blumetifeld. 

14 We're in a litde bit of a similar position but not exactly. 

15 And that is, I guess I'd like to have the opportunity to talk 

16 to iiQrco-counsd and client about the damages* wiUfidness 

17 aqiect The antitrust abject, I guess our view is, as we put 

18 this in a motion and a brief which is pending befcBe your 

19 Honor, is dmtwiUidie jury having found the pateots lobe 

20 valid and infringed that there can't be any antitrust oocmt 

21 erclaim that survives. And diat I thttik we would be happy to 

22 put that offpcndittg any appeal of the patent issues. 

23 lie concern I have is that so far, Simdi& Nephew 

24 has taken the position that it would be improper to enter an 

25 injunction while those issues are still out tittre. I don't 
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*lo mate wnc flat we get tMags ia • powtioD wlw 
ycni'vc jct a schcdnlc on inequitable qondoa and wot wbcic 
we*wmaposidoologctapcniBiJciau*ni^ Sotot 

is cuf coQCcni* 

1^ MARSOOfc Ycmr Honor, I flra* tevc 

Ac iKW of pcnnancirt injuncti^ 

9 s<ffto«t,vAathawKwmthcpcwfcigitq^ 

a«! %.lot of od» AingJ to <fc«ero»BC wtot te eqpi^ 

<hc jin/s vti^ct, granicd a nc^ 
W«ft«mly donH ^rart to conomit 81^ 
iK»nt tfiw dxiW bo a pcnB^ 
di&CfMl of ibts briefing period became, ftanWy. tWnk 
WBKritoriowmotiow. WcdooHknowi^wtthappaim 
^ icexam and a aianlwr of odicr tiungi. 

icsohre Ac issues that aic before the Court end get thow 

20 i8swsiv*oo«PP«^l*«'*'^^^-®=*^'***^^ 

21 toadd. Ho has actual]^ been mdjsctKsiooswidiAoote 

1 22 ode more ton 1 haveoo rchcd»Rrtg noaCterf. 

23 MfLBEBERKltasfeMaikBdKtt, K<^Idoo*t 

124 iccaDtop«tk»dar««occofnmgiq»itt«wdi^^ 

125 yyabfteodicrtide, AUboa»Iwffladd,andl<hiricthit 
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it ponited oirt » mv oppositkm to the 
an injnnclioa, fljal iht antitrust issue raises (he question 
ofcofoncabifityoftepaleats* Iliaiscslfccissiicof 
nnnneof tfaopatoiits by cAlcriqgbto «b C(J^^ 
meat Wedimk^tka fivtexeasoafoaeDiilof fli6 
injnnctiott. AiidasIsay»if $inchidedlD4ebrirfwe 

leccoOjrfifed. 

TOE oauRii wdU k seems to B» <ba^ twwnbw 
one; ii^m go ahead bikf the issues ftataicspecifica!^ 
before the Court based cm the trial icconl Thatbricflng 
should be doD^wha^ mid August AadmaybewB AouIdgD 
ahead and act an ord aignniBRtdaleb since tveiyooo's scbo^ 
dite are gqwg to be difficnlt general^ in that Inne 

periol 

For *e tine being, Wre going to stay 4e and- 
tiwt damages, and wDfulncss issues, and we win reconsider 
6>osc issues once wcfiaish briefing and have crdai^^ 
Ptibaps at the OfBl argument, Aosc are issues that iiycmi^ 
wont to address agab. Certainly after I issue my dectsioo, 
ftbse wm be issues ^ need to address agua as to wheta 
anydaag duxild 09 f orvaid and diodd be caie^ 



orlhelc^nmngofSq»tember. 1 dunk bricGng wont be 
done until nud August so maybe early September would bo an 

apiRiop^totim& 

Tm not sure how wcfl my calendar reflects the 

leal worid but on M<MKlay, September 1531, rm in a juty trial 

biit I doaH haiK anydnng scbcdnlcd at die cod of iny day. 

8 Woiddymt all be avaiiable for oral argument on aQ dust 

19 MiLMABSDeH; Your Honor, V^ilBamMass^ 

jlO Smilh&Wq?hcw.Ycs,Ibdievcwcwo«^ 

]|] MR. BtUMEWFgi): Youf HoDOT, Jack B h i m c nfd d. 

|l2 Tbafsfmewidimc; 

ju Jaied, are yott okay then? Doyonfaww^ 

|l4 miCbobxoW: ihe 15th is fioe^ at are die dales 

|15 cariiertfiaAiteL 

16 TOECowaswtaid&krmgWBgtolcaivoit 
In tfwtwaaselsuqpcctybtt'regrfngtoJilealitUebitof 

18 paperwidimesormbesitaBttosdxxlideUbefiDsvte 
|l9 wliydoo*lwesdiedufcitat3i30ood»l5th,oialaiB^mm^ 
|20 ooteinotions. IwiatiytoktyoalaowhofwmBch^ecilic 

121 lime and wluchmodonsrmpartiaBla^ interested III bcfo^ 

122 thel5dibutlwottttiytodothatnow; 
|23 Allri^ ShouMwc discuss this ptolxtivo 

124 (»derissue7 IhavetosajdiatlhBVcaHfocttsedonii^bat 

125 since BtKcoo is payii ^ its lawyers to be ott die |toe^ if 

Pa6&12| 

there is somedimg we can helpfoUy do? 

MS.MAROOUS: VOOT HonOT, if I Might lUs tS 

VidiMai^of^ooaagwi. If 1 could just to visit 
the last issue just for a inomeat of clariflcatkn. Ifao 
status of Educoa I have vis-a»vis die antitnist isw 
vis-tt^ Ae stay, we have, right now, in icnns of stay 
vis^vb Bhicon, we don't need to it^)ond to 4e co^ 
diat has been fHod widi otir req;wose, vSach wooU to 
foan of a iDoticm tt> <fisnuss, of course, until it*s trigg^ 
by actually nofioc rftiw verdict, wWch y«h^ 
received 

Bat be Art as it may, I assume you donH wrt us 
to be rcspotKlitig or filing any papers at tWs time, and the 
qocstioa is can we have soxnc infication firom Court as ta 
^Aat pobt afier that hearing on the 15th, ^ch 1 guess is 
when die Court is goii^ to decide wbeo briefing ott of your 
furdxr issues would be heard? If we can get some notice at 
that point as to when wc would iieed to tfro Wcf our motioa j 
to <fisnnss, for cxan^Ie, the convent or die coonlc^^ 



So for the moment, antitrost damages, 
wflfulncss. stayed. We've got a briefing scheduled for all 
the dba issues. Solbefievedwtwccattschoduteorel 



1 

2 

3 

4 

5 

6 

7 

8 

9 
1 10 
111 
111 
{13 
1 14 
|l5 

|u 

jl7 
{18 
1 19 
I20 
I2I 
122 

m 

|24 

25 



IHEOOUBT: Yts; I tluiik bascally die proper 
woitfing, ^^iiidi I'm not going to put b mi order; tf$ pa^ 
the transcript, is dat the aotitnist damages and wllfuhK^ 
issues aie s(^ ondl further Order of die Court 

M s>MARGOUS: ifeaok yott, yocT Hooof > Ttet's 
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1 yayhdpkL 

2 THBOOURI^ aO lisH 

3 MS. MAIUOU& cm ibe protective (Rider ism 

4 jDsltoaddivss tficsecoiMiissiie,asItmdcrstai»dit»m 

5 jt$poosetolfaepeodioginotk»is1bstFnday,if tiieOK^ 

6 la$nUbad adianceiDicvfewtl]&pa|X3S,wecaiisiB^ 

7 oar papers teu 

8 IdowaoltoDOteforiheGourltfatDcitlier 

9 Snuft&Mi^bewiiof ArifaroC&ieli8Six)Ciced* 

10 ornottfiedtheOHiittntliarbiiefmg toekanote 

11 party lodnt coniklcntialagrecnieiiVafKtih^ is 

12 Medical wlso has iKHbcconotiikd, &s Ceo- as I fa^ 

13 givca an oppcutunily to wd^ in op to. But the lenns of 

14 tbat agrecmeot are confides^ and Gyrus, the Court should 

15 knowtbaeisaao&crpai^ tonotifywhtcfaisascparalo 
15 par9fiomefVCiytK>d|y here tbat is on ibis phooGc^ 

17 tfiat«gFe«oiemcaiibotttadepiibIic,especiaIfytoSmifbft 

18 Nq;)bewaftddkecompetith«poopfeatSautb&N(^^ 

19 ivbattiigr*icseclcii^isifaecompetitiyein^^ 

2D agwacDttogo to ibo opcratioDg and bosincss people lh» 
21 So I wanted to notilytbe Court about that and» 
22' to the CTtent that parties jtovei^tscatcdbricfeig St 

23 cbscdl^toktllieCoiirtkncfWwe'tescnQgtofibourqppo^ 

24 iliooooBnday; Fm prepared to ai^ it, of course^ today, 

25 butlfyoawDuidndierbaveifaebriefiog^wccaiidoftlbBt 
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1 TBEOOmtl: Yes. 

2 MR. HEBERT: Tbore is a pending motion to <fisniias 

3 dicant&rastcbinL I would understand Aat is stayed as 

4 wdL 

5 TRBOOURT: YCS. 

6 ' MR.6LUKfENFELih Youf.HonoT, weaemaSy tfifalk 

7 ^ we have a motkm pending* Tbcar response is due. Tbey 

8 asked for an extension, which we're glad to give tinn» but ft 
.9 seems to us that maybe Oat ought to get heard on September 

10 15ifaalsa It's going to be an issue as to whether that oi^t 

11 tobepcnnittodtogoforwardat&n. 

12 KOCBEBERTt if Im^respond toduit Thtsia 

13 Mark Hd)ett again. If we're g<»pg to have motions to disnoiss 

14 on the antitrust chdai, perhaps we could get BdilcoQ's motion 

15 as wdl oat of the way. 

15 THBOOUcr. eihicon'smoticnto? 

17 MR. BEBCR]^ Ethicoa has indicated it wants to 

18 fife a molioa to &DUSS the antitrust claim as wdL 

19 TREOOQRK wdL you know, yon ddnr stay it 

20 or yon don t So as far as Fm cooccroed, Tm goiog to have 

21 enough tb deal with your JMOL now. So eveiytbing is stayed 

22 and WD*1I deal with the andtntst issues iakz; That's iwfant 

23 1 said find tint's what I mean. So fbo pending notion on 

24 antitnist is stayed and evctytfaing having to do wilb the 

25 antitrust counterclaims, discovoy, substantive mocioos,ct 
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1 way. Whatever the Court's pleasure is. 

2 MR. BUJMENFEUX Your Hoaor»tldsts Jack 

3 BhTmcnfdd. If I can make a suggestion. In its papers ^ 

4 we IHed last \veck^ the only tiitog that Snutfi& N^^ 

5 was tfiat It needed the infonnation so th^coiild have Its 

6 people participate in the antitrust and damages issues. We» 

7 of course, disagree with tfiat; but given your Honor has stayed 
S &oseiMn^uirtaSepterai)erl5di, I don't see any reason why 
9 that this issue even needs to be dealt witb» why it can't be 

JO dealt with when we're before you on September 15th« 
11 iHEGGfURT: Wi^lllatiselUkcttywfaatIwa5gn- 
12 tng to question. If this has to do with antitrust and other 

13 issues, then it essentially is stayed as wefl as everything 

14 dae. Ibat there is DO £scoveiy going forwaid Tbeitfac^ 

15 theie is no need to deal with the protective order issne as 

16 far as I can tell unless someone has a dtfferent intciptet- 

17 ation of vAat I have said about four ttxnes during tbelde* 

18 phone conferences 

19 (Sealed proceedif^ take place at diis point) 

20 THE COURl^ And so the protective order issue is 

21 stayed Ibere is no need to do any further briefing and ftat 

22 will be stayed until we address ail of the stayed issues in 

23 Sq>tanberorbyiiiybrder. 

24 MR.MEBEicn One further darilication, your 

25 Honor. 
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1 cetera, is stayed pcndh^ further order of die Court 

2 AU ri^ counsel Thank yoaveiy much. Have a 

3 good day. 

4 THE ATFQRHEyS: ihankyoQ, your Honor* 

5 (Td^hone conference ends at 4:00 pjn.) 
6 

7 

8 i 
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10 
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ARTHROCARE CORPORATIOH 
Plaintiff 

V. 

SMITH & MEPHEW» INC 

Defendaiit 



CA.No.Q1.5(W-SLR 



akOTH &NEPHEW, INC, 

Countoclaiin lisinfif!!^ 

V. 

ARTHROCARE CORPORATION, AND 
EIHlCX)N,INa, 

Counterclaim Defendants. 



DEPENDANT SMITH & NEPHEWS MOTION FOR ANEW TRIAL 
1}NDER FED. R. CIV. P. S9 

Defendant Sirafli & Nephew, iac. ("Smith & HepbevT) lespectMly ■ 
inovesf<ffanewliialpiiisaaiittoFeAR.CXv.P.RiiIe59. hisi^portafthisiiiotioii, 
Smhh&N^hewhas 61ed amcmoiandum and a dcdaiatimi sumihaneousIybeiewWt. 



Dated: June 30, 2003 



FISH & RICHARDSON P.a 




Wflliam J. Mgrsden, Jr. (*^47) 
KeKh A. W^l&rfer(*»157) 
919 N. Market Stre^ Suite 1100 
P.O. Box 1114 
WDmmgton, DE 19899-1114 
Telephone: (302)652-5070 
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2^ Franklin Street 
Boston, MA 02110^04 
Telephone: (617) 542-5070 

Kurtis D. I^Fetrin 

500 Argocllo Street, Suite 500 
Redwood CS^, California 94063 
TdepBone: (650) 839-5070 



Attorn^ for Deieadant 
SMTTH & NEPIffiW, INC. 
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INTHEIMTB) STATESDISTOCT COURT 
S. THE DISTRICT OFDELAWAFB 



ARTHROCARE CORPORATION, 
Plaintiff 

V. 

SMTIH &NEPHEW. INC. 

D^endant 



CA.No.Ol-504-SLR 



|PTtopOSEDl ORDER 
Ttic Comt having conadered Snuth & Nq>hew»s RiUe 59 Moti<m 



New Trial, and good cause 

rr IS HEREBY ORDERH> Ais. 
Smith & Nephew's Motion is GRAiHED. 



_dayof_ 



• 2003fliat: 



UNITED STATES DISTRIC"! JUlXjJti 
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GERlTPICATEOFSERVtCE 

I hereby certify that on this 30* day of Juiie> 2()03, a trae apd correct copy of Uie 
Defendant Smith & Nephew's Motion For A New Trial Under Fed, tL- Cir, P. 59 was 
caused t6 be served on the attorneys of record at the following addbresses as indicated: 



VIA HAND DELIVERY 
JackB,Biumenfeld,Es5q, . 
MorriSi Ifichols, Arsht & TunneH 
1201 North Maricd Strcdt 
P^O/Borl347 
Wilmingtoit DE 19899-1347 



Attorney fw PEdntiff 
ArfhtyCacc Ck}]p6xatiQn 



VIA FEDERAL EXPRESS 
Matthew D.Pow^ Esq* • 
Jared Bobro W 
Peby Cladc» Esquire 
Weil Gbtshal & l^anges LLP 
201 Redilirdod Shores Parlcway 
Redwood Shores; CA 94065 



Attomq^ forPlaintifig 
AithioCare Cdiporatk>n 



VIA HAND DELIVERY 

StevaiLBaIic]k;Esq. 

Ashby&Geddes 

222 Delaware Av €3iue» 1 7fli Floor 

P.O. Box 1150 

Wikningtoni DE 19899 



Attorney for Pbinttfi^Count^Iaim 

Defaidant 

Ethieon^fiia 



800l4^964loc 
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AKIHROCARB CORPORAHOW, 



V. 



SMUB&KEPHEW.INC. 

Defendant 



SMTIH&NEPHEW.INC, 

CountoclaiiDPlnntifl^ 

V. 

ARTHROCARE CORPORATION, AND 
BrHICON,INa, 

Owmterelaim Defendants. 



FN 4: 56 



CLA.Mo.01-M)4-SLR 



DEFEND ANT SMITH & NEPHEWS MOTION FOR A NEW TWAL 
UNDERFED. R. CIV. f,59 

Defendant Sorith&Nephew, fac. (^inWi ANephwO iw^^ 
B«>vesf<>rancwtrialpT«uanltoFed.R.Civ.P.R«te59. In support of this molioo. 
Smilh& Nephew has filed a memoiandum and a < 



Dated: June 30. 2003 



FISH & RICHARDSON P.C 




WiDiamJ.Musden, 
KdihA.Wd{^rfc<#4157) 
919 R Market Street, Sinte 1100 
P.O.Box U14 
Wihnmgton, DE 19899-1114 
Telephone: (302)652-5070 
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MaikJ.H*at 
225 Franklin Street 
BostOD^MA 02110-2804 
Telephone: (617) 542-5070 

Kmtis D. MacFmin 
500 Argudlo Street Soitc 500 
Redwood aty^ California 94063 
Telepbone: (650) 839-5070 



Attorneys for Defendant 
SMTIH & NEPHEW, INC 



206K279rdoe 
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IN THE UNITED STATES DKTIUCT COURT 
FORTHE DISnUCT OF DELAWARE 



ARTHROCARE OJRPCHRATION, 
Plahidf^ 

V. 

SMITH & NEPHEW, INC 
Defendant. 



CA.No.Oi-504-SLR 



f PROPOSED] ORDER 
The Court having considered Smith & Nephew's Rule 59 Nfotion fiw a 
New Trial, and good cause having been shown ther^oie, 

ITK HEREBY ORDERED this d^of ,20a3tfiat: 

SmiOi &, Nq^'s Motioa is GRANTED, 



ONllEt> ^ATES i>tetRlCt JUM 
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CERnnCATE OF SERVICE 

I h«*d>y certify Aat on this 30* day of June, 2003, a true and correct copy of the 
Defendant Smith & Nephew's Motion For A New Trial Under Fed* R. Civ« P« 59 was 
caused to be servred on the attorneys of record at the following addresses as indicated: 



VIA HAND DELIVERY 

JackB. Bimnenfeld, Esq. 
Morris, Nichols, Arsht & Tunnell 
1201 North Market Street 
P.O. Box 1347 
Wifamngton, DE 19899-1347 



Attorn^ for Plaintifr 
ArthroCare Corporation 



VIA FEDERAL EXPRESS 

Matthew D. Powers, Est). 

JaredBobrow 

Pciry Clark, Esquiic 

Weti Gotshal &Manges LLP 

201 Redwood Shores Parkway 

Redwood ShMes, CA 9406S 



Attorneys for Platntiffi 
ArfbroCare Coiporation 



VIA HAND DELIVERY 

Steven J. Balick» Esq. 

Ashby&Geddes 

222 Delaware Avenoe^ 17th Floor 

P.O. Box 1150 

Wilmmgton^DE 19899 



Attorn^ for PlaintifiDX^nntmlaim 

Defendant 

Edncon^Inc. 
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IN THE UNITED STATES DISTRICT CX)URT 
FOR THE DISTRICT OF DELAWARE 



ARTHROCARE CORPORATION, 

V- 

SMITH & NEPHEW, INC. 

Defendat^ 



SMITH & NEPHEW, INC, 

Counterclaim Plaindfl^ 

V. 

ARTHROCARE CORPORATION, AND 
ETHiCON, INC^ 

COunteictaim Defendants. 



CA.No.Ol-504-SLR 



CONFIDENTIAL 
FILED UNDER SEAL 



@ si 



-J 2; 



IP 



SMITH & NEFHEW*S OPENING BRIEF IN SUPPORT OF ITS 
RULE 59 MOTION FOR A NEW TRIAL 



Dated: June 30, 2003 



NEWTRIAL-doc 



FISH & RICHAXDSONP.C 
William J. Mafsden, Jr. (#2247) 
Keith A. Walter, Jr. (#4157) 
Eugene B. Joswick (#427 1) 
919 N. Market Street, Suite 1 100 
P.O. Box 1 114 
Wilmington, I>E:19899>U 14 
Tdephooe: (302)652.5070 

MaikJ.Hebert 
225 Franklm Street 
Boston. MA 02110.2S04 
Telephone: (617) 542-5070 

Kurtis D. MacFeirin 
500 ArgueUo Street, Suite 500 
Redwood CiQr, OA 94063 
Telephone: (650) 839-5070 

Attorneys for Defendai^ 
SMTTHA NEPHEW. INC. 
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These pages have been removed from the 
non-confidential appendix due to confidential 

designations 
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natTlFlCATE OF SERVICE 

I herelqr certify that on this 30^ day of June, 2003, a true and correct copy of SMITH & 
NEPHEVr S OPENING BRIEF IN SUPPORT OF ITS RULE 59 MOTION FOR A NEW TRIAL 
was caused to be served on the attorneys of record at the following addresses as indicated:^ 

Moriis.Nichol$.Arsht&TunneIl AxthioCare Corporation 

1201 North Market Street 
P.O. Box 1347 
Wnmingion. DE 19899-1347 



BY FEDERAL EXPRESS 
Matthew D. Powers, Esq. 
Jaicd Bobrow 
Penyaark.Esq\iire 
Weil, Gotshal St Manges LLP 
201 Redwood Shores Parkway 
Redwood Shores, OA 94065 



Attorneys for PbintilB 
AtthroCaie Corporatkn 



BY HAND DELIVERY 
SttvenJ.BaUck,Esq. 

222 Delaware Avenue, 170i Flow 
P.O. Box 1150 
WamingtotvDE 19899 



NEWTRlALdoc 



Attorney for Plaiirti£PCountercIaii» 
Defendant EOucon, be. 
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CERTIFICATi: OF SERVICE 

I hereby certify that on December 21, 2004, 1 caused two copies of the 
foregoing Non-Confidential Joint Appendix to be served as follows: 



Via Federal Express 

Jack J. Blumenfeld 

Morris, Nichols, Arsht & Tuimell 

1201 North Market Street 

P.O. Box 1347 

Wilmington, DE 19899-1347 

Via Federal Express 

Jared Bobrow 

Weil, Gotshal & Manges, LLP 
210 Redwood Shores Parkway 
Redwood Shores, CA 94065 



Attorneys for Plaintiff-Counterclaim 
Defendant-Appellee, Arthrocare 
Corporation 



Attorneys for Plaintiff-Counterclaim. 
Defendant-Appellee, Arthrocare 
Corporation 



Via Hand Delivery 

George F. Pappas 

Vicki Margolis 

VenableLLP 

575 Seventh Street, N.W. 

Washington, D.C. 20004 



Attorney for Counterclaim-Defendant- 
Appellee, Ethicon, Inc. 
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